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OF PATENT UNDER 37 CFR § 1,378 


Dear Sir: 


Atomic Aquatics, LLC ("Petitioner", "Atomic Aquatics" or just "Atomic"), the present assignee of U.S. 
Patent No. 5,803,073 (the "Subject Patent") now petitions for revival and the acceptance of all 
necessary maintenance fees and surcharges under 37 CFR 1.378. Petitioner asks for a suspension of 
the rules under 37 CFR 1.183 to the extent necessary to provide consideration of all of the requests and 
issues presented within this petition, and pays the corresponding fee set forth in 37 CFR 1 .17(f). Thank 
you. 


Petitioner now pays the required 7.5- and 11.5-year maintenance fees of $1425 and $2365 as a small 
entity and the $700 fee under 37 CFR l,20(i)(l). Combined with the $400 fee under 37 CFR 1.17(f) 
for suspension of the rules, Petitioner now pays a total of $4,890. If there is any deficiency, please 
contact Mr. Robinson immediately at the number at the bottom of t&i&ftBtitisflRIAS B8B8B8B5 B8613B7B 
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4898.88 OP 
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Please note that the exhibits presented with this petition contain other exhibits: to distinguish, the 
Petitioner has presented its exhibits behind the covers marked "Petitioner's Exhibit". Mr. Robinson 
represents that all of the exhibits presented with this Petition are accurate representations of their 
respective documents as he has received them. 

Petitioner now proceeds with its showing under 37 CFR 1.378(b). 

STATEMENT OF FACTS 

The following is a chronological account of the Subject Patent and a number of related patents 
providing a showing of the conduct and intent of the owners and their legal representative, with 
reference to the supporting exhibits provided herewith. 

• In 1995 Dean R. Garraffa and Douglas J. Toth formed a partnership under the name of Atomic 
Aquatics engaged in the manufacture and sale of diving equipment. Messrs. Garraffa and Toth have 
made several inventions over the years, and have secured patents in the United States including patent 
nos. 5,678,541, 5,803,073, 6,463,640, and 6,761,163 (hereinafter "Atomic- 1", "Atomic-2", "Atomic- 
10" and "Atomic-14" referring to their corresponding docket numbers, or collectively as the "Lapsed 
Patents".) Through the prosecution until the present time, Leonard Tachner (hereinafter "Tachner") has 
been the attorney of record of the Lapsed Patents. 

• On October 21, 1997, Atomic- 1 issued to inventor Dean R. Garraffa. At about that time, the Atomic 
Partners reached an agreement with Tachner that he would invoice them for the payment of any 
maintenance fees necessary to keep Atomic- 1 and any corresponding foreign patent matters and 
subsequent patents to the Atomic Partners in force, and pay those fees to the U.S. Patent and Trademark 
Office (hereinafter the "Patent Office"). (See Exhibits P and Q, item 6.) 

• In accordance with that understanding, Atomic Aquatics received an invoice from Tachner dated 
October 22, 2001 for the first maintenance fee due October 21, 2001 for Atomic- 1, which invoice was 
paid to Tachner on Nov. 28, 2001 . (See Exhibit A.) Also in accordance with that understanding, 
Atomic Aquatics received an invoice from Tachner dated August 1, 2000 for the payment of annuities 
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for foreign cases in the European Patent Office corresponding to Atomic- 1 and Atomic-2 5 which 
invoice was paid to Tachner on August 15, 2000. (See Exhibit B.) 

• The Patent Office mailed to Tachner on August 8, 2001 a notice that a fee deficiency submission 
under 37 CFR 1.28 was accepted, apparently because Tachner had paid the fourth-year maintenance fee 
in the small-entity amount without establishing small-entity status. The Patent Office sent to Tachner a 
Notice Of Patent Expiration (Exhibit C) because "payment of the maintenance fee . . . has not been 
timely received". Atomic was not made aware of this. (See Exhibits P and Q, item 1 1 .) 

• Tachner apparently paid the fourth-year maintenance fees in 2002 for Atomic-2, as it issued in 1998 
and there is no notice of expiration entered in 2002 into the record. 

• Atomic-14 issued on July 13, 2004. 

• The record of Atomic- 1 shows that Tachner received a Notice of Patent Expiration in 2005 for 
failure to pay the eighth-year maintenance fee (Exhibit D). Atomic was not made aware of this. (See 
Exhibits P and Q, item 1 1 .) 

• For Atomic-2, the record does not show that any notice was sent regarding non-payment of 
maintenance fees nor expiration thereof, but the bibliographic information available on PAIR shows 
that the status of this patent was changed to expired as of Oct. 12, 2006, which would correspond to 
non-payment of the eighth-year maintenance fee. As it is standard practice of the Patent Office to send 
a Notice of Patent Expiration to the correspondence address of record, it is beyond ordinary doubt that 
Tachner received notice of the 2006 Atomic-2 expiration. 

• On Nov. 1 5, 2006, the Patent Office mailed to Tachner a Notice of Patent Expiration for Atomic- 1 0 
for failing to pay the fourth-year maintenance fee (Exhibit E). Atomic was not made aware of this. 
(See Exhibits P and Q, item 1 1 .) 

• By Dec. 19, 2006, Atomic had paid the issue fees to receive U.S. Pat. Nos. 7,181,778 and 7,188,869. 
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• On Aug. 1 1 , 2008, the Patent Office mailed to Tachner a Notice of Patent Expiration for Atomic- 1 4 
for failing to pay the fourth-year maintenance fee (Exhibit F). Atomic was not made aware of this. 
(See Exhibits P and Q, item 1 1 .) 

• The 1 1 .5-year maintenance fee came due in 2009 for Atomic- 1 , which was also not timely paid. 

• In 2010 Tachner paid the issue fees for Atomic to receive U.S. Pat. Nos. 7,686,032; 7,704,015 and 
7,712,793. 

• Later in 2010 Atomic was approached by an investor, who requested the status of its intellectual 
property. Atomic then requested of Tachner a status report on its patents and patent applications. (See 
Exhibit G; and Tachner's declarations of Dec. 22, 2011 or Dec. 31, 2011, items 15-17, entered in 
Exhibits V-Y.) On Nov. 24, 2010 Atomic learned from Tachner that the Lapsed Patents had expired for 
failure to pay maintenance fees. Prior to Nov. 24, 2010, Atomic was not aware that the Lapsed Patents 
had not been maintained. (See Exhibits P and Q, item 1 1 .) 

• Having learned of their expirations, Atomic consulted with Tachner to revive the Lapsed Patents 
immediately. On Nov. 29, 2010, Tachner reported to Atomic that the cause of the expiration of these 
Lapsed Patents was the mental breakdown of his secretary, Ms. Foreman, and that that could be 
grounds for revival. (See Exhibit H.) Tachner kept Atomic minimally informed of his efforts to 
prepare and file petitions to revive. On Dec. 2, 2010, he informed Atomic of his preparation of 
petitions using the basis of the "temporary psychosis" of Ms. Foreman, before a diagnosis had been 
rendered by his "physician friend". (See Exhibit I.) Atomic continued to inquire as to the progress 
being made in the petitions. (See Exhibit J.) 

• On Dec. 22, 2010 Tachner filed petitions to revive in Atomic- 1 and Atomic-2, followed by petitions 
to revive in Atomic- 10 and Atomic- 14 on Dec. 31, 2010. Tachner did not forward drafts or copies for 
Atomic to review prior to filing; as of Jan. 1 1 , 201 1 Atomic had not received copies of these Dec. 201 1 
petitions. (Exhibit P item 16, Exhibit Q item 13.) Tachner was withholding copies of the petitions for 
Atomic- 1 0 and Atomic- 14. (See Exhibit K.) 
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• Atomic continued to inquire as to the status of the petitions, which Tachner minimally provided (see 
Exhibit L.) 

• Between Feb. 10 and Feb. 22, 2011, the Patent Office mailed Decisions in all of the Lapsed Patents 
dismissing the petitions to revive (those patent histories appearing in Exhibits V- Y.) In summary, the 
Decisions in Atomic-2, Atomic- 10 and Atomic- 14 failed because Tachner had not shown that his 
assistant's mental illness was the cause of the failure to pay the missing maintenance fees. The 
Decision in Atomic- 1 explores the failure in further detail, noting the other three petitions concerning 
the Lapsed Patents as well as three other petitions that were filed in other cases in January of 201 1 . 

• None of the Feb. 2011 Decisions in the Lapsed Patents was sent to Atomic, nor did Tachner inform 
Atomic that the April 201 1 requests for reconsideration had been denied. (Exhibit P item 20, Exhibit Q 
item 16.) Tachner allowed Atomic to believe that these petitions were still pending in the Patent Office, 
and in fact in May of 201 1 Tachner told Mr. Garraffa that what he had received were only "requests for 
additional information" (Exhibit N), that in response he had "submitted a second physician's statement 
and statements from me and Janis at the PTO's request" and that "our petition is still ongoing". (See 
Exhibit M.) Regarding his assistant, Tachner further told Atomic that the Patent Office was "primarily 
interested in having more direct statements from her physician which would attribute her actions to her 
condition" and "the petitions are still being considered." (Exhibit N.) In reality, between April 1 1 and 
April 22, 201 1 Tachner had filed a request for reconsideration of his earlier petitions in each of the 
Lapsed Patents. Tachner concealed the fact that his petitions to revive had been denied, and did not 
provide Atomic with any of the correspondence received or filed regarding any of these petitions. 

• Atomic was kept unaware of the true condition of the Lapsed Patents and the correspondence therein 
until August of 20 1 L Atomic was told by an investor that the petitions to revive had been dismissed, 
and Atomic questioned how this could be verified through the on-line PAIR system. (See Exhibit O.) 

• On October 6, 201 1, the Patent Office sent a Request For Information in each of the Lapsed Patents 
in response to Tachner f s April 201 1 papers, in effect denying all outstanding petitions of revival. In 
these latest papers, the Patent Office notes that by his own admission, Tachner has not been truthful. 
The Patent Office further found that ! it is extremely odd that the people that were closest to Ms. 
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Foreman did not notice that, as stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she 
lost her sense of reality" or "lost her sense of proportionality"' even though no one noticed the claimed 
failures in her primary duties. The Patent Office further found the presentation of Tachner to be lacking 
in credibility without "corroborating evidence of Ms. Foreman's condition from a source that is 
independent of Dr. Albert." From this, the Patent Office itself has now noticed the apparent deception 
of Tachner with regard to the failure to pay the maintenance fees in the Lapsed Patents. 

• As to the October 6, 201 1 Requests, Atomic has yet to receive any notice from Tachner. (See 
Exhibit P item 23, Exhibit Q item 20.) Indeed, at least one of the Oct. 6, 201 1 notices mailed to 
Tachner was returned as undeliverable by the U.S. Post Office. (See Exhibit W.) Were it not for the 
recent due diligence efforts of Atomic's investors, Atomic would have no reason to believe that 
petitions to revive are not pending at the present time against the Lapsed Patents, nor would it have a 
reason to take independent action from the representation provided by Tachner. 

ARGUMENT 

THE POLICY OF THE U.S. PATENT AND TRADEMARK OFFICE WHERE PRACTITIONER 
DECEPTION IS INVOLVED 

The policy of the U.S. Patent and Trademark Office regarding revival under 37 CFR § 1.378 has been 
made clear through the course of many decisions, including that of In re Tan, Pat. No. 5,290,273, 
decided about Mar. 7, 2008. (See Exhbit T.) Quoting from page 4 of Tan: 

The Office must rely on the actions or inactions of duly authorized and 
voluntarily chosen representatives of the applicant, and the applicant is bound by the 
consequences of those actions or inactions. Specifically, a petitioner's delay caused by 
the mistakes of negligence of his voluntarily chosen representative does not constitute 
unavoidable delay within the meaning of 35 U.S.C. § 133. 

The actions of the attorney are imputed to the client, for when a petitioner 
voluntarily chooses an attorney to represent him, the petitioner cannot later avoid the 
repercussions of the actions or inactions of this selected representative, for clients are 
bound by the acts of their lawyers/agents, and constructively possess "notice of all facts, 
notice of which can be charged upon the attorney." 

"Courts hesitate to punish a client for its lawyers gross negligence, especially 
when the lawyer affirmatively misled the client," but "if the client freely chooses 
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counsel, it should be bound to counsel's actions." 

"Presuming for the purposes of discussion that it was an act/omission of Counsel 
that contributed to any of the delay herein, the act(s) or omissions of the attorney/agent 
are imputed wholly to the applicant/client in the absence of evidence that the 
attorney/agent has acted to deceive the client." 

Speaking generally, the Patent Office holds patentees accountable for the representatives they choose. 
As stated in the text above, this is upon a theory that a patentee is provided with sufficient information 
to voluntarily choose his agent/representative before the Office, and that it is he that should bear the 
consequences if he makes a poor choice. Tan also expresses the policy that even where an attorney 
"affirmatively misled" a client out of gross negligence, that is still not a sufficient showing to revive a 
patent. But where an attorney "has acted to deceive the client", and it was an act or omission of that 
attorney that was the cause of the delay, that is beyond the gross negligence standard. 

The Patent Office excuses patentees that are not provided with the information necessary to select their 
representative due to deception on the part of the practitioner: 

Presuming for the purposes of discussion that it was an act/omission of Counsel that 
contributed to any of the delay herein, the act(s) or omissions of the attorney/agent are 
imputed wholly to the applicant/client in the absence of evidence that the attorney/agent 
has acted to deceive the client. (See Exhibit T pgs. 3-4.) 

In re Lonardo, 17 USPQ2d 1455 (Comm'r Pat. 1990): "When an attorney intentionally 
conceals a mistake he has made, thus depriving the client of a viable opportunity to cure 
the consequences of the attorney's error, the situation is not governed by the rule stated 
in Link for charging the attorney's mistake to his client. (See Exhibit S, footnote 10 on 
pg. 3 and Exhibit T, footnote 13 on page 5.) 

Even though a patentee may be able to show that its delay was caused by attorney deception, the 
patentee is still required to show that it acted reasonably and responsibly to keep a patent maintained, 
including a showing of what was done once the neglect or deception on the part of his chosen 
representative was discovered. The Patentee will make that showing below. 


7 


TACHNER'S RECENTLY DISCOVERED PATTERN OF DECEPTION REGARDING THE 
PAYMENT OF MAINTENANCE FEES FOR CLIENTS 


The Patentee will now demonstrate that Tachner has a history of deception with his clients and with the 
Patent Office, specifically involving the payment of maintenance fees for his clients. The Petitioner 
turns now to Petitioner's Exhibit U, which is a petition for revival and corresponding favorable decision 
in U.S. Pat. No. 6,205,885 ("885") for an entity known as Crankbrothers, Inc. or California Crank 
Brothers, Inc. (hereinafter "Crank Brothers"). The exhibits of the Haynes & Boone / Finnegan & 
Henderson petition will be referred to here as Exhibit U-%, where % represents one of his exhibits 
enumerated from A to Y. 

For 885, Tachner first explained that the failure to pay a maintenance fee by March of 2005 was due 
"entirely to confusion between my staff and the client as to who would pay the fee." (Page 2 of Exhibit 
U-A dated Oct. 18, 2007.) This petition to revive of Exhibit U-A was accompanied by the Declaration 
of Janis Foreman, Office Manager for Tachner. She swore that copies of docket sheets attached were 
true copies with annotations that the client would pay their own maintenance fees. 

That petition was followed by another dated July 30, 2008 from Tachner (Exhibit U-C), including his 
own declaration swearing (1) that his firm paid patent maintenance fees when requested by their 
clients, (2) that Ms. Foreman was believed to be confused in this patent with respect to the payment of 
maintenance fees, (3) that he was reducing her workload, and (4) that he had instructed her to always 
confirm that a client does not want them to pay a maintenance fee. A decision was issued granting that 
petition on Oct. 15, 2008 (Exhibit U-D), followed by a corrected decision vacating that grant on June 3, 
2009 (Exhibit U-E). That latest decision noticed that Tachner had paid maintenance fees in several 
others of Crank Brothers 1 patents at around the same time as the missing maintenance fee, and there 
was uncertainty over which set of presented facts was correct. In his declaration, Tachner also claimed 
not to have received a Notice of Patent Expiration in the case; however the Haynes & Boone / Finnegan 
& Henderson petition was able to produce one with Tachner's address on it (Exhibit U-P). 

A declaration of Inventor Winefordner was later filed (Exhibit U-R) in which he swore that Tachner 
had withheld the petitions and their supporting declarations in the attempt to revive the '885 patent. He 
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further swore that Tachner had withheld informing Crank Brothers of the expiration of Pat. No. 
5,676,529 in 2001 and 2005, and their subsequent reinstatements. He further swore that Tachner had 
refrained from informing Crank Brothers of the expiration of Pat. No. 5,857,509 in 2007. He further 
swore that inquiries to Tachner resulted in claims that "the patent office website is down" and that 
annuities had been paid as shown in an attached maintenance fee statement. He further swore that fees 
refunded to Tachner were never returned to Crank Brothers. 

The Haynes & Boone / Finnegan & Henderson petition notes several indications of falsehood in the 
Declaration of Janis Foreman, including that the same annotation "error" occurred on several files at 
different times. (Exhibit U, in the petition on pg. 8, quoting the First Decision: "If Ms. Foreman made 
an error, it appears she made the same error on multiple occasions. Any request for reconsideration 
should be accompanied by a full discussion of each occasion Ms. Foreman changed any of the 
petitioner's files to indicate petitioner would pay the fee.") 

The Haynes & Boone / Finnegan & Henderson petition notes several indications of falsehood in the 
Declaration of Leonard Tachner, including that Tachner had claimed not to have a file with any 
materials other than the patent for the '885 patent, and there was confusion over who was to pay the 
maintenance fees there. The Haynes & Boone / Finnegan & Henderson petition was able to produce a 
postcard (Exhibit U-H) changing the correspondence address to Tachner in the case, contradicting 
Tachner ! s sworn declaration. (Exhibit U, in the petition on pg. 9.) 

The Haynes & Boone / Finnegan & Henderson petition also showed that the copies of the file covers 
submitted to the Patent Office by Tachner were falsified: the handwritten notation that the client was to 
pay the maintenance fees were written on copies of the file covers presented to the Patent Office, but 
were not actually on the covers themselves. (Exhibit U, in the petition on pgs. 10-11.) That petition 
also provided histories of others of Crank Brothers' patents and an email of Janis Foreman, which 
showed that Tachner was engaged in hiding the expiration of these other patents from his client. 
(Exhibit U, in the petition on pgs. 11-13.) 

Therefore, Exhibit U provides a strong showing that Tachner was engaged in deceiving a client other 
than Atomic, and that that deception was across several patents to avoid his client's discovering the late 
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payment of maintenance fees. The evidence of Exhibit U shows that Tachner had a pattern of allowing 
patents to lapse for failure to pay maintenance fees, and then reinstating them, all without informing his 
client, Crank Brothers. 

But this pattern was not limited only to Crank Brothers. The Patentee has been able to find a pattern of 
lapsing and reinstating of applications and patents of the Physical Optics Corporation. This includes 
U.S. Pat. Nos. 6,594,050; 6,595,644; 6,603,770; 6,802,188; and 7,113,489, all of which include an 
abandonment followed by a reviving of a case. 

Thus, this problem Tachner had of allowing patents to lapse was not confined to one client, and where 
he failed to pay maintenance fees he also concealed this from the affected clients. 

TACHNER CONCEALED HIS MISCONDUCT FROM ATOMIC AQUATICS, AND DECEIVED 
HIS CLIENT INTO BELIEVING THE PATENTS WERE BEING APPROPRIATELY MAINTAINED 

The pattern of deception shown to have occurred in the '885 patent against Crank Brothers was 
continued against Atomic. As with Crank Brothers, Atomic was invoiced for the payment of a 
maintenance fee in or around 2001 . (Exhibit A.) So the evidence is strong that Atomic had agreed with 
Tachner that he would manage and pay the maintenance fees for issued patents, including the Lapsed 
Patents. (See also Exhibits P and Q items 5 and 6.) Tachner's concealment began in 2001 with the 
failure to timely pay the maintenance fee in Atomic' s Patent No. 5,678,541 . Atomic was not made 
aware of the expiration and revival of this patent in 2001 . (See Exhibits P and Q item 1 1 .) Now 
referring to the Statement of Facts above and Petitioner's Exhibit W, upon the expiration of the Subject 
Patent in 2006, a Notice of Patent Expiration was mailed to Tachner. Atomic did not receive this 
Notice. 

Atomic first learned of the lapsing of the Subject Patent in November of 2010 when approached by its 
investor. (Exhibit G; Exhibits P and Q item 11.) As with Crank Brothers, the expiration of this patent 
did not stand alone; it was one of a set of four that had been neglected. (Exhibits P and Q item 1 1 .) An 
accidental error would have impacted one of a client's patents. Here, this impacted four Lapsed 
Patents. 
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In 2008 for Crank Brothers, Tachner explained the failure to pay the maintenance fee on a failure of 
performance with his Office Manager, Janis Foreman, she being "distracted", "confused" or otherwise 
"not functioning in her usually dependable way". (Exhibit U-C in the Declaration of Leonard Tachner, 
paragraphs 4, 8.) He then swore that he was "taking action immediately to reduce Ms. Foreman's 
duties." (Exhibit U-C in the Declaration of Leonard Tachner, paragraphs 9.) In 2010, Tachner's 
explanation for the failure to pay the maintenance fees on the Lapsed Patents was "that my secretary of 
over 30 years had some kind of a meltdown." (Exhibit H.) Three days later, Tachner's report was that 
his physician friend was willing to help and would see his secretary "Janis next week to interview her 
for his diagnosis which will be described in his declaration". (Exhibit I.) He continued: "My plan is to 
file declarations in support of petitions to revive the patents based on unavoidable abandonment 
resulting from Janis' temporary psychosis." 

On Dec. 2, 2010, temporary psychosis was the diagnosis to appear in the declarations, to be created the 
following week by his physician friend. (Exhibit L) In Exhibits V-Y, Dr. Albert's statement of Dec. 13, 
2010 includes the following statements: "Ms. Foreman's irrational behavior is a result of her reaction to 
a temporary but continually increased work overload which became more than she could handle...", 
"This type of destabilizing behavior resulted in a spiralling down in her ability to think and act 
rationally. She began to do and say unreasonable and unrealistic things. She lost any sense of reality 
... Ms. Foreman was suffering from an acute psychotic breakdown ..." In 2008, Tachner swore to 
"reduce Ms. Foreman's duties." In 2010, Dr. Albert's statement tells, with remarkable similarity: "I 
would suggest to her that she should help her employer adjust her office responsibilities to reduce her 
work load if possible." Dr. Albert's statement includes the diagnosis: "Major Depression, severe, with 
psychotic episodes" in accordance with Tachner's plan. 

As with Crank Brothers, Atomic did not receive the petitions filed nor drafts thereof. (Exhibit P item 
16, Exhibit Q item 13.) None of the Feb. 201 1 Decisions in the Lapsed Patents was sent to Atomic, nor 
did Tachner inform Atomic that the April 201 1 requests for reconsideration had been denied. As 
spoken of above in the Statement of Facts, Tachner allowed Atomic to believe that these petitions were 
still pending in the Patent Office, and in fact in May of 201 1 Tachner told Mr. Garraffa that what he had 
received were only "requests for additional information" (Exhibit N), that in response he had 
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"submitted a second physician's statement and statements from me and Janis at the PTO ! s request" and 
that "our petition is still ongoing". (See Exhibit M.) Regarding his assistant, Tachner further told 
Atomic that the Patent Office was "primarily interested in having more direct statements from her 
physician which would attribute her actions to her condition" and "the petitions are still being 
considered." (Exhibit N.) In reality, between April 1 1 and April 22, 201 1 Tachner had filed a request 
for reconsideration of his earlier petitions in each of the Lapsed Patents. Tachner concealed the fact 
that his petitions to revive had been denied, and did not provide Atomic with any of the correspondence 
received or filed regarding any of these petitions. 

Atomic was kept unaware of the true condition of the Lapsed Patents and the correspondence therein 
until August of 2011, when Atomic was told by an investor that the petitions to revive had been 
dismissed. (See Exhibit O.) 

On October 6, 201 1, the Patent Office sent a Request For Information in each of the Lapsed Patents in 
response to Tachner's April 2011 papers, in effect denying all outstanding petitions of revival. In these 
latest papers, the Patent Office notes that by his own admission, Tachner has not been truthful. The 
Patent Office further found that 'it is extremely odd that the people that were closest to Ms. Foreman 
did not notice that, as stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her 
sense of reality" or "lost her sense of proportionality'" even though no one noticed the claimed failures 
in her primary duties. The Patent Office further found the presentation of Tachner to be lacking in 
credibility without "corroborating evidence of Ms. Foreman's condition from a source that is 
independent of Dr. Albert." From this, the Patent Office itself has now noticed the apparent deception 
of Tachner with regard to the failure to pay the maintenance fees in the Lapsed Patents. 

As to the October 6, 201 1 Requests, Atomic has yet to receive any notice from Tachner. (See Exhibits 
P and Q.) Indeed, the Oct. 6, 201 1 notice mailed to Tachner was returned as undeliverable by the U.S. 
Post Office. (See Exhibit W.) Were it not for the recent due diligence efforts of Atomic's investors, 
Atomic would have no reason to believe that petitions to revive the Lapsed Patents are not pending at 
the present time, nor would it have a reason to take independent action from the representation 
provided by Tachner. 
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Mr. Doug Toth of Atomic also reports that he was mislead as to the status of an application being 
prepared under the "16desB" docket identifier. Atomic was invoiced for the filing of the application, 
and Atomic was given explanations that the Patent Office was just slow when Atomic inquired as to the 
application's status. Mr. Toth later learned that this application was never filed. (Exhibit Q item 23.) 

The Patentee cannot prove why Tachner had this pattern, but Atomic believes it can state with 
substantial certainly that most clients would notice the non-payment of an issue fee, as a client would 
almost always notice the failure of a patent to issue. Tachner could, however, conceal the lapse of a 
patent, as most clients do not read the Official Gazette looking for their patents and all mailings of 
abandonment or expiration would have been sent to Tachner's address. Thus, even though Tachner 
failed to pay maintenance fees in 2005 (Atomic-1), 2006 (Atomic-2, Atomic- 10) and 2008 (Atomic- 
14), his office still paid the issue fees for Atomic in 2006 for Pat. Nos. 7,181,778 and 7,188,869. 

With the overwhelming evidence discussed above, the Patentee submits that the evidence is compelling 
beyond any reasonable question that Tachner's actions went well beyond gross negligence and were 
done with deliberate intent and deception, both to the Patent Office and to the Patentee. Regardless of 
whether it was Leonard Tachner himself or one of his staff members, the deception on the part of his 
office including the concealment of the lapsing of Atomic's patents prevented the Patentee from taking 
and maintaining prompt and proper action to revive the Subject Patent. 

ATOMIC AQUATICS ACTED REASONABLY, RESPONSIBLY AND PROMPTLY TO CORRECT 
THE ERRORS CAUSED BY TACHNER'S MISCONDUCT 

1 . Reasonable care was taken to ensure that the maintenance fees would be paid timely. 

At the time of the issuance of the first of the Lapsed Patents, Atomic instructed Tachner to maintain 
them. (See Exhibits P & Q, items 6-9.) Atomic has expected to receive invoices for Tachner ! s efforts 
in maintaining the Lapsed Patents, which it did in 2001 for Atomic-1 for the fourth-year maintenance 
fee. Atomic paid that invoice (Exhibit A) and subsequent invoices as Tachner performed further work 
for Atomic. (See Exhibits P & Q, item 10.) 
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2. The petition was filed promptly after the patentee discovered the expiration of the patent. 

The Patentee was unaware that Tachner was allowing the Lapsed Patents to expire, because the Notices 
of Patent Expiration were being sent to him (see Exhibits C, D, E and F). On Oct. 25, 2010, Doug Toth 
requested on behalf of Atomic an inventory of all of its patent matters from Tachner. (See Exhibit G.) 
This was initiated by a request from a potential investor, who wanted to know the status of all of 
Atomic's patents and patent applications. The Patentee did not know until Nov. of 2010 that Tachner 
was allowing the Lapsed Patents to expire. (See Exhibits P & Q, item 1 1 .) 

3. The petitioner took prompt steps to reinstate the patent 

Upon learning of the expiration of the Lapsed Patents in Nov. 2010, Atomic immediately contacted its 
patent attorney, Tachner, and asked what could be done to reinstate them. (See Exhibits P & Q, item 

12. ) Tachner informed Atomic that his secretary had had a "meltdown", and that was the cause of the 
failure to pay the maintenance fees for the Lapsed Patents. (See Exhibit H and Exhibits P & Q, item 

13. ) Tachner reported that he was progressing on petitions to revive the Lapsed Patents through 
December. (See Exhibits I, J and Exhibit P items 14 and 15.) Atomic has continued to follow up with 
Tachner, communicating with him in 2011 in at least January, February, May, and August (Exhibits K 
through O). 

Prior to August of 201 1, Atomic had no reason to believe that Tachner was not providing accurate 
information as to the status of the petitions to revive the Lapsed Patents. (Exhibit P item 21 and 
Exhibit Q item 17.) In May of 201 1, Tachner informed Atomic that the petitions to revive were 
"ongoing" and "still being considered" and that the U.S. Patent and Trademark Office had requested 
additional information in them. (Exhibit P item 18.) Atomic did not learn of the Feb. 2011 denials 
within the Decisions on Petition, nor of Tachner's subsequent filings of April 201 1 in each of the 
Lapsed Patents until August of 201 1 (Exhibit P items 19 and 20; Exhibit Q items 15 and 16.) Tachner 
has continued to withhold communications from the U.S. Patent and Trademark Office, including the 
Oct. 6, 2011 Requests for Information in each of the Lapsed Patents (Exhibit P items 23 and 24; Exhibit 
Q items 19 and 20.) 
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Had Atomic known about Crank Brothers' difficulty with the '885 matter in 2010, it might have been 
able to develop the suspicion to conduct a further inquiry into Tachner's trustworthiness. But Atomic 
did not discover this until October of 201 1 . (Exhibit P items 21 and 22; Exhibit Q item 1 8.) 
Furthermore, the difficult standard for reviving patents expired beyond two years was not explained to 
Atomic, at a level of comprehensibility by the ordinary public: Atomic did not have the background 
needed to be suspicious of Tachner's conduct. 

In September of 201 1, 1 was asked to provide an independent report on the status of the Lapsed Patents 
and other of Atomic's patents and patent applications. I reported back to Mr. Mark Frederickson, an 
officer acting on behalf of Atomic. Mr. Frederickson asked me to study how feasible it would be to 
revive the Lapsed Patents, which study I performed by October 18, 201 1. My study uncovered 
Tachner's alleged misconduct related to U.S. Pat. No. 6,205,885 ("Crank Brothers") and repeated 
abandonment of applications and expiration of patents assigned to Physical Optics (U.S. Pat. Nos. 
6,594,050; 6,595,644; 6,603,770; 6,802,1 88; and 7,1 13,489). Only recently has Atomic learned of 
Tachner's apparent misconduct in the Crank Brothers and Physical Optics matters (Exhibit P item 22; 
Exhibit Q item 18.) Upon learning of this, I requested that Atomic provide me copies of its 
correspondence with Tachner, which I reviewed by November 2, 201 1 . I made further inquiries of 
Dean R. Garraffa and Douglas J. Toth regarding their affairs with Tachner, which were responded to by 
Nov. 15, 201 1, including copies of invoices containing some charges for the payment of maintenance 
fees and invoices. I have since been preparing these petition materials for submission. (For my efforts, 
see Exhibit R.) 

4. Atomic Aquatics acted reasonably to maintain and revive the Subject Patent. 

Petitioner submits that it acted reasonably in its reliance upon Tachner to maintain the Subject Patent. 
Reasonable persons rely upon their attorneys to manage their affairs, and reasonable patentees rely 
upon their patent attorneys to pay maintenance fees required to maintain their patents. At all times that 
the Petitioner relied upon Tachner, he was an attorney registered to practice before the U.S. Patent and 
Trademark Office. 
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Persons are evaluated with respect to their honesty and integrity before becoming attorneys and before 
becoming registered with the U.S. Patent and Trademark Office, and reasonable persons conducting 
business before the Office do not need to protect themselves from deception by their attorneys 
registered to practice there. 

Furthermore, the U.S. Patent and Trademark Office maintains professional rules of conduct applied to 
those registered to represent applicants and patentees before the Patent Office, and reasonable persons 
rely upon those rules. 

Reasonable persons rely upon patent attorneys to follow correct administrative procedures, and in 
general do not need to learn those procedures themselves. Thus, reasonable persons do not need to 
learn the correspondence procedure used by the U.S. Patent and Trademark Office to pay maintenance 
fees, nor procedures to verify that their attorneys are performing those procedures correctly. 

The U.S. Patent and Trademark Office has a practice of corresponding only with either an applicant or 
his attorney. Thus the Patent Office effectively releases applicants who are represented from directly 
knowing the details of the status of their matters, while at the same time imposing upon their attorneys 
a duty of candor with them. Reasonable persons recognize that they must rely upon their registered 
attorneys to advise them on the state of their matters with the Office, and to act correctly in their behalf. 

Until the recent availability of the PAIR system, applicants represented by an attorney had no 
alternative but to consult with their attorney to know of the status of an application or a patent. Even 
with the improved access available today, the Patentee submits that it would still be an unreasonable 
burden upon applicants and patentees to know the procedures and technicalities of the facilities of the 
Patent Office. 

The Patentee's reliance upon Tachner was not unreasonable, and it should not be held responsible for 
Tachner's concealment, deception and/or fraud. 
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ATOMIC AQUATICS HAS MET ITS BURDEN TO SHOW THAT THE ABANDONMENT OF THE 
SUBJECT PATENT AND DELAY IN THE PAYMENT OF MAINTENANCE FEES WAS 
UNAVOIDABLE 

In conformance with MPEP 2590(1), the Patentee has explained above (1) that reasonable care was 
taken to pay the maintenance fees for the Subject Patent, (2) the manner in which it became aware of 
the expiration of the Subject Patent, and (3) the steps taken to file this petition promptly. The Patentee 
attaches herewith the exhibits referred to above, supplying documentary evidence supporting the facts 
presented above. The Patentee now pays the required maintenance fee(s) and surcharge(s) to reinstate 
the Subject Patent, and the petition fee under 37 CFR 1.20(i)(l). The Patentee also pays the fee 
herewith under 37 CFR 1.17(f) for a suspension of the rules, should that be required. 


Now having complied with all the requirements under 37 CFR 1.378(b), the Patentee requests 
reinstatement of the Subject Patent. Should there be any questions, please contact Mr. Robinson at the 
number below. Thank you. 

Respectfully submitted this 14th day of December, 2011. 


REQUEST 



Everett D. Robinson 


Reg. No. 50,911 
Echelon IP, LLC 
P.O. Box 1047 


American Fork, Utah 84003 
(801)649-5858 
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CERTIFICATE OF MAILING 

□ I hereby certify that this corresponde^^is beina^fosited with the United States Postal Service "Express 
Mail Post Office to Addressee" service umreS580gM 1.10 with sufficient postage and is addressed to: 

fcrt hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Commissioner for Patents 
Mail Stop Petition 
P.O. Box 1450 
Alexandria, VA 22313-1450 

on Dec* \S ^1q\\ . 

Typed or printed name of person signing this certificate: 

J^Everett D. Robinson □ 


Signature_ 


CERTIFICATE OF TRANSMISSION 

I hereby certify that this correspondence is being facsimile transmitted the United States Patent and Trademark 
Office, 

□ Fax No. (571)273-8300 □ Fax No. ( ) - 

on 


Typed or printed name of person signing this certificate: 
□ Everett D. Robinson a 

Signature 
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Petitioner's Exhibit A 


Invoice for 4th-year maintenance fee 
for Pat. No. 5,678,541 (Atomic-1) 
from Tachner dated 10/22/2001, 
with payment 


Best Available Copy 


LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 

SUITE 38-E 
IRVINE, CALIFORNIA 92614 


October 22, 2001 

PATENTS TEL: (949) 752-8525 

TRADEMARKS FAX: (949) 955-2415 
COPYRIGHTS 


STATEMENT OF ACCOUNT 


Mr. Douglas J. Toth 
Mr. Dean R. Garraffa 
ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMIC-1: 

Payment of first annuity in the U.S. 

Patent and Trademark Office for Patent 

No. 5,678,541 entitled "BREATHING 

REGULATOR APPARATUS HAVING 

AUTOMATIC FLOW CONTROL" by 

inventor Dean R. Garraffa including 

payment of government fees ($440) 

(1/3 hr. Atty Time @/$300/hr. ): $ 550.00 

\ Current Balance Due $ 550.00 


/ 

/ 


« i vmn, nwwn i iv,v>, imw. Best Available Copy 

, 662 


f REFERENCE NO. 

DESCRIPTION 

INVOICE DATE 

INVOICE AMOUNT 

DISCOUNT TAKEN 

AMOUNT PAID 







CHECK DATE 

CHECK NO. 

PAYEE 

DISCOUNTS TAKEN 

CHECK AMOUNT 

11/28/01 

00006629 

Leonard Tachner 


550.0 


©DELUXE BUSINESS FORMS 1+800-328-0304 inw.deluuricimi3.coin 


Mr. Douglas J. Toth 
Mr. Dean R. Garraffa 
ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMIC-1: 

Payment of first annuity in the U.S. 

Patent and Trademark Office for Patent 

No. 5,678,541 entitled "BREATHING 

REGULATOR APPARATUS HAVING 

AUTOMATIC FLOW CONTROL" by 

inventor Dean R. Garraffa including 

payment of government fees ($440) 

(1/3 hr. Atty Time @/$3007hr.): $ 550.00 

\ Current Balance Due $ 550.00 



/ 
/ 


Petitioner's Exhibit B 


Invoice for annuity payments for 
EPO applications corresponding to 
Atomic- 1 andAtomic-2 
from Tachner dated 10/22/2001, 
with payment 


LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-E 
IRVINE, CALIFORNIA 92614-6364 

August 1, 2000 

TEL: (949) 752-8525 
FAX: (949) 955-2415 


STATEMENT OF ACCOUNT 

ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, C A 92647 

Fees for professional services rendered re: 

ATOMIC-1/EPO: 

Payment of yearly renewal for EPO 

Application No. 9791 5960 which 

corresponding to U.S. Patent No. 5,678,541 

entitled "BREATHING REGULATOR 

APPARATUS HAVING AUTOMATIC 

FLOW CONTROL" by inventor Dean R. 

GarrafFa including associate's fees, government 

fees ($720.65) and our fee ($100.00): $ 820.00 

ATOMIC-2/EPO: 

Payment of yearly renewal for EPO 
Application No. 97915986 which 
corresponds to U.S. Patent No. 5,803,073 
entitled "SECOND STAGE SCUBA DIVING 
REGULATOR HAVING PNEUMATIC- 
DEPENDENT ANTI-SET FEATURE" by 
inventor Douglas J. Toth including associate's 
fees, government fees ($720.65) and our 
fee ($100.00): $ 820.00 

Current Balance Due $ 1,640.00 


PATENTS 

TRADEMARKS 

COPYRIGHTS 


520 


( REFERENCE NO. 

DESCRIPTION 

INVOICE DATE 

INVOICE AMOUNT 

DISCOUNT TAKEN 

AMOUNT PAID 

08-01-00 


8-1-00 

1,640.00 


1,640.00 

CHECK DATE 

CHECK NO. 

PAYEE 

DISCOUNTS TAKEN 

CHECK AMOUNT 

8-15-00 

5205 

Leonard Tachner 


$1,640.€ 


DELUXE BUSINESS FORMS 1 +800-328-0304 


ATOMIC AQUATICS, INC. 
17842 Georgetown Lane 
Huntington Beach, CA 92647 

Fees for professional services rendered re: 

ATOMIC-1/EPO: 

Payment of yearly renewal for EPO 

Application No. 9791 5960 which 

corresponding to U.S. Patent No. 5,678,541 

entitled "BREATHING REGULATOR 

APPARATUS HAVING AUTOMATIC 

FLOW CONTROL" by inventor Dean R. 

Garraffa including associate's fees, government 

fees ($720.65) and our fee ($100.00): $ 820.00 

ATOMIC-2/EFO: 
Payment of yearly renewal for EPO 
Application No. 9791 5986 which 
corresponds to U.S. Patent No. 5,803,073 
entitled "SECOND STAGE SCUBA DIVING 
REGULATOR HAVING PNEUMATIC- 
DEPENDENT ANTI-SET FEATURE" by 
inventor Douglas J. Toth including associate's 
fees, government fees ($720.65) and our 
fee ($100.00): $ 820.00 


Current Balance Due $ 1,640.00 


Petitioner's Exhibit C 


2001 Notice of Expiration 
of the Atomic- 1 Patent 



UNITED STATES^PARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


P75M 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/27/01 
NEWPORT BEACH CA 92660 


NOTICE OF PATENT EXPIRATION 


According to the records of the Patent and Trademark Office, payment of the maintenance fee 
for the patents listed below has not been timely received prior to the end of the six-month grace 
period in accordance with 37 CFR 1.362(e). THE PATENT(S) LISTED BELOW HAS THEREFORE 
EXPIRED AS OF THE END OF THE GRACE PERIOD. 35 U.S.C. 4Kb). 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the maintenance 
fee and the surcharge set forth in 37 CFR 1.20(m) are paid, AND THE DELAY IN PAYMENT 
OF THE MAINTENANCE FEE IS SHOWN TO THE SATISFACTION OF THE COMMISSIONER 
TO HAVE BEEN UNAVOIDABLE. 35 U.S.C. 41(c)(1). 

IF THE COMMISSIONER ACCEPTS PAYMENT OF THE MAINTENANCE FEE UPON PETITION, 
THE PATENT SHALL BE CONSIDERED AS NOT HAVING EXPIRED, BUT WOULD BE SUBJECT 
TO THE INTERVENING RIGHTS AND CONDITIONS SET FORTH IN 35 U.S.C. 41(c)(2). 

NOTICE OF THE EXPIRATION WILL BE PUBLISHED IN THE OFFICIAL GAZETTE. 


U.S. 

PATENT SERIAL PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER DATE FILING DATE DATE DOCKET NUMBER 

5678541 08616223 10/21/97 03/15/96 10/21/01 


Petitioner's Exhibit D 


2005 Notice of Expiration 
of the Atomic- 1 Patent 


United States Patent and Wademark Office 


Commissioner Tor Patents 
United Slates Patent and Trademark Office 
P.O. Box 1450 
Alexandria, Va 22313-1450 
www.uspio.gov 


P75H 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/23/05 
NEWPORT BEACH CA 92660 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the paten t(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 4Kb). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(0 are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 703-308-4357. 


U.S. 

APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

08616223 10/21/97 03/15/96 10/21/05 


Petitioner's Exhibit E 


2005 Notice of Expiration 
of the Atomic- 10 Patent 


i\ United States Patent and Trademark Office 


Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 


P75M 


LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 926 U 


DATE PRINTED 


11/15/06 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C 4Kb). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(0 are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 571-272-1000. 


U.S. 

APPLICATION 
NUMBER 


PATENT 
ISSUE DATE 


APPLICATION 
FILING DATE 


EXPIRATION 
DATE 


ATTORNEY 
DOCKET NUMBER 


091*83 1^5 


10/15/02 


01/13/00 


10/16/06 


Petitioner's Exhibit F 


2008 Notice of Expiration 
of the Atomic- 14 Patent 



Unwed States pateIt and Trademark Office 


Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 


LEONARD TACHNER 

A PROFESSIONAL LAW CORPORATION 
SUITE 38-E 

17961 SKY PARK CIRCLE 
IRVINE CA 926 14-6364 


P75M 


DATE PRINTED 
08/11/08 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 4Kb). Notice of the expiration will be published in the USPTO Official Gazette . 

1 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(0 are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, customers 
should call the Office of Petitions Help Desk at 571-272-3282 or refer to the USPTO Web site at 
www.uspto.gov/web/offices/pac/dapp/petitionspractice.html. The USPTO also permits 
reinstatement under 37 CFR 1.378(c) by electronic petition (e-petition) using EFS-Web; 
e-petitions may be automatically granted if all the eligibility requirements are met For further 
information on filing an e-petition, please call the Electronic Business Center (EBC) at 
866-217-9197 (toll-free) or 571-272-4100 or refer to the EBCs e-petition guide at 
www.uspto.gov/ebc/portal/efs/petition_quickstartpdf. 

U.S. 

PATENT APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER' ISSUE DATE FILING DATE DATE DOCKET NUMBER 


6761163 103^7608 07/13/04 01/21/03 07/13/08 ATOMIC-14 


NOTE: This notice was automatically generated based on the amount of time that elapsed since the 
date a patent was granted. It is possible that the patent term may have ended or been shortened due 
to a terminal disclaimer that was filed in the application. Also, for any patent that issued from an 
application filed on of after June 8, 1995 containing a specific reference to an earlier filed application 
or applications under 35 U.S.C 120, 121, or 365(c), the patent term ends 20 years from the date on 
which the earliest such application was filed, unless the term was adjusted or extended under 
35 U.S.G 154 or 156. 


Petitioner's Exhibit G 


Request for patent inventory 
from Tachner 
Oct. 25, 2010 


Doug Toth 

From: Doug Toth [dougt@atomicaquatics.com] 
Sent: Monday, October 25, 2010 10:45 AM 
To: 'jf oremantachlaw@aol . com' 
Subject: patent inventory 
Janice, 

Do you have a detailed inventory of all out patents and their status; pending, issued, expiration, etc.? 

Doug Toth 
Atomic Aquatics 
16742 Burke Lane 
Huntington Beach CA 92672 
ph 714-375-1433 
fax 714-375-1435 


11/10/7.011 


Petitioners Exhibit H 


Email from Tachner to Dean Garraffa 
dated 11/29/2010 
regarding the failure to pay 
Maintenance fees 


Subject: Re: Petitions to revive 
From: <ltachner@aol.com> 
Date: 11/29/2010 6:48 PM 
To: <deanatomic@aol.com> 

Dean: As I explained to you earlier, preliminary indications are that my secretary of over 30 years had 
some kind of meltdown. I'm not yet sure of the full scope of what has occurred, but it looks like over the 
2005-2007 time frame she stopped doing things that I had come to rely on her to do without fail. In some 
respects that significantly improves the chance of successfully reviving abandoned patents because an 
employee's sickness (mental or otherwise) is clearly unforeseeable. I believe that our chances for reviving 
your patents are significantly better than if she had just forgotten or simply made a mistake. Leonard 


Petitioners Exhibit I 


Email from Tachner to Dean Garraffa 
dated 12/2/2010 
regarding preparation of petition 
and diagnosis of assistant 


Subject: Re: From Dean Garraffa 
From: <ltachner@aol.com> 
Date: 12/2/2010 4:43 PM 
To: <deanatomic@aol.com> 

Dean: I'm working on declarations for the petitions today. IVe spoken to my physician friend and he's willing 
to help. He'll see Janis next week to interview her for his diagnosis which will be described in his 
declaration. 

The files are being copied, but it will take a few more days. I will be reviewing each file myself to confirm 
the status as described in the table she sent you. I understand the need for urgency, but I need to do 
things carefully to have the best chance for success. My plan is to file declarations in support of petitions 
to revive the patents based on unavoidable abandonment resulting from Janis 1 temporary psychosis. I 
believe that her behavior resulted from stress that exceeded her limit, but that she is being and will 
continue to be fully cooperative. Leonard 

In a message dated 12/2/2010 2:48:05 P.M. Pacific Standard Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Doug Toth and Jerry Mix have been informed as to how you intend to appeal the Now abandoned 
patents I told them as you explained to me in our conversations yesterday. 


I just wanted to send you this Email to clarify a few items we talked about in your office on Monday. 

You said it would take a few days to understand what we would need to do. I hope we can have that 
action plan in place before tomorrow as we know as fact that several people have 
now become aware that the patents are abandoned. 


The status list Atomic attached Is the only list we are working from and we want to make certain 
that the items are correctly listed and the information is correct I need to have someone double 
check each item and tell us if we need to act quickly to recover any other patents in trouble How do 
you plan to verify the accuracy of this list? 

Patents we need immediate action on per the list you supplied. 
Atomic 12 10 14 15 16 16DES 16DES-b 20 

It vrould be very helpful to me if you could keep me informed so I can answer these questions if 
asked. 

The other issue is copies of our files. If you can have them copied this week I am happy to pay for 
the service or costs 

Please call today me if you wish to talk about any progress you have made or information we can 
use to keep the Patents alive. 


Thank you, 


Dean Garraffa 


16742 Burke Lane, Huntington Beach, CA 92647 
(714)-375-1433 Fax (714) 375-1435 


Petitioner's Exhibit J 

Email between Tachner to Dean Garraffa 

dated 12/7/2010 
regarding preparation of petition 


v age 1 ot 1 


Subj: Re: From Dean Garraffa 

Date: 1 2/7/201 0 1 1 :00:36 AM Pacific Standard Time 
From: Ltachn er@aoLcom 
To: Dea natomic@aoLcom 

Dean: The file copying will be done today. I met with my doctor friend over the weekend and he agreed to help. I wrote 
his declaration yesterday and he's reviewing it today. Janis' and my declarations are being typed today. Leonard 

In a message dated 12/7/2010 10:29:39 A.M. Pacific Standard Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Any progress to report? 


Ail The Best, 


Dean Garraffa 


Petitioner's Exhibit K 


Email from Tachner to Dean Garraffa 
dated 1/11/2011 
regarding missing copies of 
petitions to revive 


Subject: Re: From Dean Garraffa 
From: <ltachner@aol.com> 
Date: 1/11/2011 5:33 PM 
To: <deanatomic@aol.com> 
CC: <dougt@atomicaquatics.com> 

Dean: Janis says that the petitions for Atomic-1 and -2 were mailed to you Saturday, but IVe asked her to 
e-mail them now also. The petitions for 1 , 2, 10 and 14 are essentially identical except for the docket 
numbers and patent numbers referred to. Let me know if you need anything further in this regard. Leonard 

In a message dated 1/11/2011 3:51 :44 P.M. Pacific Standard Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Doug and I called you last Friday for a copy of filed petitions to revive our abandoned patents, 
yesterday I received by certified mail contaning the filing for the Atomic -30 Des new dive mask 
having multicolored frame 

It appears this was sent last Friday, but nothing else was inside the envelope should we expect a 
separate mailing for the Petitions? 


Dean Garraffa 


Petitioner's Exhibit L 

Email from Tachner to Doug Toth 
dated 2/2/20 11 
regarding status of petitions to revive 


Subject: FW: Update 

From: "DougToth" <dougt@atomicaquatics.com> 

Date: 2/10/2011 12:20 PM 

To: "Dean Garraffa" <deanatomic@aol.com> 


From: Ltachner@aol.com [mailto:Ltadiner@aol.com] 
Sent: Wednesday, February 02, 2011 11:34 AM 
To: dougt@atomicaquatics.com 
Subject: Re: Update 

Doug: We've heard back only in regard to Atomic -19 and Atomic -23 so far. Both have been granted. Leonard 

In a message dated 2/2/2011 9:13:45 A.M. Pacific Standard Time! dougt@atomicaquatics.com writes: 
Leonard, 

Any response at all on any of the petitions filed yet? 

Doug Toth 
Atomic Aquatics 


Petitioner's Exhibit M 

Email from Dean Garraffa to Doug Toth 

dated 5/5/2011 
forwarding IM conversation with Tachner 


Subject: From Dean Garraffa 

From: "C: Documents and SettingsDean g Desktop leonard Tachner" <patents.pfc@aol.com> 
Date: 5/5/2011 5:02 AM 
To: Deanatomic 


Hi Dan, 

Here is a short instant message conversation I had with Leo 


Deanatomic [9:37 AM]: Hi Leonard 
Ltachner [9:39 AM]: What's happening? 

Deanatomic [9:39 AM]: what's new asking again about the patents 

Ltachner [9:41 AM]: WeVe submitted a second physician's statement and further statements from me and 

Janis at the PTO's request 

Deanatomic [9:41 AM]: is that good for us? 

Ltachner [9:42 AM]: It's hard to tell. But our petition is still ongoing. 

Deanatomic [9:43 AM]: Would you send me a short email that I could share this information? 

Ltachner [9:43 AM]: Sure 

Deanatomic [9:44 AM]: Great when could you send this? 

Ltachner [9:45 AM]: I'm out of the office today, but I can get to it tomorrow morning 

Deanatomic [9:45 AM]: OK can I use any of the text in this IM ? 

Ltachner [9:46 AM]: Oh sure. 

Deanatomic [9:46 AM]: Great I am sending him something to say we will send more tomorrow 
Ltachner [9:47 AM]: Very good 

Dean Garraffa 


16742 Burke Lane, Huntington Beach, CA 92647 
(714)-375-1433 Fax (714) 375-1435 


Petitioner's Exhibit N 

Email from Tachner to Dean Garraffa 

dated 5/6/2011 
regarding status of petitions to revive 


Subject: Status 
From: <ltachner@aol.com> 
Date: 5/6/2011 1:44 PM 
To: <deanatomic@aol.com> 

Dean: Further to yesterday's brief communication, between mid-April and this last Monday we responded 
to requests for additional information from the USPTO in regard to the pending petitions. They were 
primarily interested in having more direct statements that Janis' illness was the cause of the problems. 
They specifically asked for another statement from her physician which would attribute her actions to her 
condition. We also submitted additional declarations from us to further describe the circumstances. 
I donl know whether this is newly submitted material will satisfy the USPTO, but we knowthatthe petitions 
are still being considered. Leonard 


Petitioner's Exhibit O 


Email from Dean Garraffa 

dated 8/31/2011 
containing IM conversation 
with Tachner 


Subject: From Dean Garraffa 

From: "C:Documents and SetlingsDean gDesktopleonard Tachner" <patents.pfc@aoi.com> 

Date: 8/31/2011 9:23 AM 

To: <nschneider@seedmackall.com> 

CC: <dougt@atomicaquatics.com> 

Hi Nick, 

Please send this to Steve if you wish I just got this from Tachner if s the latest information. 


Deanatomic[l:38 PM]: Hi Leonard, 
Ltachner [1:38 PM]: Hi 

Deanatomic [1:39 PM]: I have some questions about atomic 1 
Ltachner [1:39 PM]: Go 

Deanatomic [1:40 PM]: Buyer said the patent office has now fully rejected all of your requests is this true? 
Ltachner [1:43 PM]: We have a call into the petitions branch examiner to inquire directly from horse's 
mouth. PTO web site has no such indication. 

Deanatomic [1:45 PM]: Ttheir side said the patent office rejected meaning all of the petitions you submitted. 
Deanatomic [1:47 PM]: We need to see the hard copy but they will not send it to me I went to theUSPTO site 
and there are many doucuments 
Deanatomic [1:47 PM]: documents sorry! 
Ltachner [1 :48 PM]: I'll email you what we can see. 

Deanatomic [1:49 PM]: http://portal.usDto.QOv/external/portal/pair here is where I went 

Deanatomic [1:52 PM]: I have a document that says petition is dismissed Have you seen this it's dated 

feb22 

Deanatomic [1:53 PM]: 111 

Ltachner [1:56 PM]: Feb 22 was date of initial refusal to which we responded in April with additional 
information. That April resubmission is what we're waiting for a decision on. 
Ltachner [1:58 PM]: Just emailed you log showing April date. 

Will do 

In a message dated 8/31/2011 2:13:11 P.M. Pacific Daylight Time, Deanatomic@aol.com writes: 
Hi Leonard, 

Their side is requesting a second opinion we need to hire and submit his findings by today or 
tomorrow. 

Please send vour guy in to the Patent office as mv urgent request to save our Atomic 1 and 
Atomic 2. 

As the top priorty. 


Dean Garraffa 


16742 Burke Lane, Huntington Beach, CA 92647 
(714)-375-1433 Fax (714) 375-1435 


Attachment not found: C:\Documents and Settings\Dean g\My Documents\log-patent- 
actions.pdf 


Petitioner's Exhibit P 

Affidavit of Dean R. Garraffa 


DECLARATION OF DEAN R. GARRAFFA 


SUPPORTING REINSTATEMENT OF U.S. PATENT 
NOS. 5.678.541; 5.803,073: 6,463,640 and 6.761.163 

I, Dean R. Garraffa, declare that I have direct knowledge of all facts set forth in this Declaration and: 

1. I am the sole inventor of the subject matter claimed in U.S. Patent No. 5,678,541 (the '"Subject 
Patent"). 

2. 1 am one of two founders of Atomic Aquatics (hereinafter "Atomic"), an S-corporation founded in 
the state of California in 1996, the other founder being Douglas J . Toth. 

3. In 201 1 Atomic was reorganized as a limited liability company in the state of Delaware, which 
organization continues to this day. I am the President of Atomic, and Douglas J. Toth acts in the 
position of Vice President. 

4. During the period of 1995 until the present year, Atomic has engaged the services of Patent Attorney 
Leonard Tachner ("Tachner") for substantially all of its patent prosecution and maintenance needs, 
including the maintenance of U.S. Patents 5,678,541; 5,803,073; 6,463,640; 6,761,163; 7,188,869; 
7,181,778; 7,686,032; 7,704,015 and 7,712,793 (the "Atomic Patents"). 

5. At all times, Atomic has considered the scheduling and payment of patent maintenance fees to be 
administrative, but vital acts best performed by a reliable entity regularly engaged in that practice. 

6. At the time of the issuance of the first of the Atomic Patents in 1997, Atomic had discussed the 
payment of maintenance fees. At about that time, Atomic gave instructions to Tachner to manage the 
maintenance fees of patents issuing while in Tachner's care, advising and invoicing Atomic as needed, 
which Tachner agreed to do. 

7. At no time has Atomic instructed Tachner not to pay a maintenance fee, and Atomic expected that 
Tachner would inform Atomic of any actions or moneys needed to maintain all of the Atomic Patents in 
force. 

8. Atomic received an invoice from Tachner dated August 1, 2000 including charges of "government 
fees" of $1440 for the "Payment of yearly renewal" in the European Patent Office for two patent 
applications. Atomic paid those fees to Tachner using check no. 5205 dated 8/15/00. 

9. Atomic received an invoice from Tachner dated Oct. 22, 2001 including charges of "government 
fees" of $440 for the "Payment of first annuity in the U.S. Patent and Trademark Office for Patent No. 
5,678,541". Atomic paid those fees to Tachner using check no. 6629 dated 11/28/01 . 

10. Atomic continued to receive invoices from Tachner as work was performed in patent matters from 
2002 through 2010, which Atomic timely paid. 
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11. In November of 2010 and for the purpose of providing for an evaluation of the intellectual property 
of Atomic for potential investors, Atomic requested of Tachner a detailed status of the Atomic Patents. 
On Nov. 24, 2010, Atomic received from Tachner a status report of matters in his care, detailing the 
status of the Atomic Patents. In that report Atomic received its first notice that the maintenance fees for 
Patent Nos. 5,678,541; 5,803,073; 6,463,640 and 6,761,163 (hereinafter the "Lapsed Patents") had not 
been paid and these patents had lapsed. 

12. Upon learning of the lapsed status of the Lapsed Patents on Nov. 24, 2010, Atomic immediately 
contacted Tachner and inquired what could be done to reinstate the Lapsed Patents. 

13. On Nov. 29, 201 0, 1 received an email from Tachner informing me that his secretary had had a 
"meltdown" of some kind that caused the failure of the payment of the maintenance fees for the Lapsed 
Patents. 

14. By Dec. 2, 2010, Tachner informed me that he was working on papers to be filed to revive the 
Lapsed Patents. I remained in regular contact with Tachner about the preparation of those papers. 

15. On Dec. 7, 2010, Tachner informed me that he was making progress in the preparation of the 
papers to revive the Lapsed Patents. 

1 6. Atomic was informed no later than Jan. 1 1 , 20 1 1 that petitions had been filed to accept late 
payment of the maintenance fees in each of the Lapsed Patents on Dec. 22, 2010 and Dec. 31, 2010. 
Atomic was not provided with copies of these petitions nor any supporting documentation. 

17. Atomic was informed by Tachner on Feb. 2, 201 1 that the petitions to revive filed in each of the 
Lapsed Patents had not yet been decided upon. 

18. On about May 5, 201 1 , Atomic was informed by Tachner that the petitions to revive in each of the 
Lapsed Patents were "ongoing", the "petitions were still being considered", and further that the U.S. 
Patent and Trademark Office had requested additional information. 

19. From a source other than Tachner, I learned that he had filed subsequent requests/petitions dated ; 
and transmitted between April 1 1 and April 22, 201 1 in each of the Lapsed Patents. 

20. Atomic did not learn of the Decisions On Petition mailed in Feb. of 201 1 in each of the Lapsed 
Patents denying the acceptance of the late maintenance fees and reinstatement until August of 20 11 
when informed by its investor. 

21. Prior to August of 201 1 and not until learning of the Feb. 201 1 Decisions, I had no reason to 
believe that Leonard Tachner was providing misinformation regarding the status of the Lapsed Patents, 
nor had I any reason to believe that Tachner was not providing competent service. 

22. Neither I nor Atomic knew of the allegations of deception and misconduct made against Tachner 
by the Crank Brothers, Physical Optics Corporation or any other prior to October of 201 1 . 

23. Tachner has yet to inform Atomic of the Request for Information mailings of Oct. 6 ; 20 1 1 in each 
of the Lapsed Patents suggesting misconduct on the part of Tachner and/or his employees. 
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24. I did not learn of the Request for Information mailings dated Oct. 6, 201 1 in each of the Lapsed 
patents prior to October 1 8, 201 1 . 1 learned about these mailings through agents of our investor. 

25. As of Nov. 15, 201 1 , 1 was not aware that there was no petition to revive pending against any of the 
Lapsed Patents. 

26. Prior to Nov. 24, 2010, Atomic had never received any notification of the lapsing of any of the 
Atomic Patents, including the lapsing of the '541 Patent in 2001 . 

27. At any time, had Atomic had notice of the expiration of any of the Lapsed Patents, from Tachner or 
otherwise, it would have taken immediate action to revive them. 

28. 1 have reviewed the two invoices dated Oct. 22, 2001 and Aug. 1, 2000 with the accompanying 
copies of the checks used to pay them appearing in the Exhibits, and the email messages from or from 
me dated 1 1/29/2010, 12/2/2010, 12/7/2010, 1/11/2001, 2/10/2011, 5/5/2011, 5/6/2011, and 8/31/2011 
also appearing in the Exhibits, and report that they are accurate representations of their respective 
communications. 

29. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 
is one. 


Name: Dean R. GarrafFa 


Signature: 



Date: 
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Petitioner's Exhibit Q 

Affidavit of Douglas J. Toth 


DECLARATION OF DOUGLAS J. TOTH 


SUPPORTING REINSTATEMENT OF U.S. PATENT 
NOS. S.67&541; 5.803,073; 6.463.640 and 6 .761.163 

I, Douglas J. Toth, declare that I have direct knowledge of all facts set forth in this Declaration and: 

1 . I am the sole inventor of the subject matter claimed in U.S. Patent Nos. 5,803,073, 6,463,640 and 
6,761,163 (the "'Subject Patents"). 

2. I am one of two founders of Atomic Aquatics (hereinafter "Atomic"), an S-corporation founded in 
the state of California in 1996, the other founder being Dean R. Garraffa. 

3. In 2011 Atomic was reorganized as a limited liability company in the state of Delaware, which 
organization continues to this day. I am the Vice President of Atomic, and Dean R. Garraffa acts in the 
position of President. 

4. During the period of 1 995 until the present year, Atomic has engaged the services of Patent Attorney 
Leonard Tachner ("Tachner") for substantially all of its patent prosecution and maintenance needs, 
including the maintenance of U.S. Patents 5,678,541; 5,803,073; 6,463,640; 6,761,163; 7,188,869; 
7,181,778; 7,686,032; 7,704,015 and 7,712,793 (the "Atomic Patents"). 

5. At all times, Atomic has considered the scheduling and payment of patent maintenance fees to be 
administrative, but vital acts best performed by a reliable entity regularly engaged in that practice. 

6. At the time of the issuance of the first of the Atomic Patents in 1 997, Atomic had discussed the 
payment of maintenance fees. At about that time, Atomic gave instructions to Tachner to manage the 
maintenance fees of patents issuing while in Tachner's care, advising and invoicing Atomic as needed, 
which Tachner agreed to do. 

7. At no time has Atomic instructed Tachner not to pay a maintenance fee, and Atomic expected that 
Tachner would inform Atomic of any actions or moneys needed to maintain all of the Atomic Patents in 
force. 

8. Atomic received an invoice from Tachner dated August 1, 2000 including charges of "government 
fees" of $1440 for the "Payment of yearly renewal" in the European Patent Office for two patent 
applications. Atomic paid those fees to Tachner using check no. 5205 dated 8/15/00. 

9. Atomic received an invoice from Tachner dated Oct. 22, 2001 including charges of "government 
fees" of $440 for the "Payment of first annuity in the U.S. Patent and Trademark Office for Patent No. 
5,678,541". Atomic paid those fees to Tachner using check no. 6629 dated 11/28/01. 

10. Atomic continued to receive invoices from Tachner as work was performed in patent matters from 
2002 through 2010, which Atomic timely paid. 
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1 L In November of 20 1 0 and for the purpose of providing for an evaluation of the intellectual property 
of Atomic for potential investors, Atomic requested of Tachner a detailed status of the Atomic Patents. 
On Nov. 24, 201 0, Atomic received from Tachner a status report of matters in his care, detailing the 
status of the Atomic Patents. In that report Atomic received its first notice that the maintenance fees for 
Patent Nos, 5,678,541 ; 5,803,073; 6,463,640 and 6,761,163 (hereinafter the "Lapsed Patents") had not 
been paid and these patents had lapsed. 

12. Upon learning of the lapsed status of the Lapsed Patents on Nov. 24, 2010, Atomic immediately 
contacted Tachner and inquired what could be done to reinstate the Lapsed Patents. 

13. Atomic was informed no later than Jan. 11, 2011 that petitions had been filed to accept late 
payment of the maintenance fees in each of the Lapsed Patents on Dec. 22, 2010 and Dec. 3 1, 2010. 
Atomic was not provided with copies of these petitions nor any supporting documentation. 

14. Atomic was informed by Tachner on Feb. 2, 201 1 that the petitions to revive filed in each of the 
Lapsed Patents had not yet been decided upon. 

15. From a source other than Tachner, I learned that he had filed subsequent requests/petitions dated 
and transmitted between April 1 1 and April 22, 201 1 in each of the Lapsed Patents. 

1 6. Atomic did not learn of the Decisions On Petition mailed in Feb. of 20 1 1 in each of the Lapsed 
Patents denying the acceptance of the late maintenance fees and reinstatement until August of 201 1 
when informed by its investor. 

17. Prior to August of 2011 and not until learning of the Feb. 2011 Decisions, I had no reason to 
believe that Leonard Tachner was providing misinformation regarding the status of the Lapsed Patents, 
nor had I any reason to believe that Tachner was not providing competent service. 

1 8. Neither I nor Atomic knew of the allegations of deception and misconduct made against Tachner 
by the Crank Brothers, Physical Optics Corporation or any other prior to October of 201 1 . 

19. Tachner has yet to inform Atomic of the Request for Information mailings of Oct. 6, 2011 in each 
of the Lapsed Patents suggesting misconduct on the part of Tachner and/or his employees. 

20. I did not learn of the Request for Information mailings dated Oct. 6, 201 1 in each of the Lapsed 
patents prior to October 1 8, 201 1 . I learned about these mailings through agents of our investor. 

21. As of Nov. 15, 201 1, 1 was not aware that there was no petition to revive pending against any of the 
Lapsed Patents. 

22. Prior to Nov. 24, 2010, Atomic had never received any notification of the lapsing of any of the 
Atomic Patents, including the lapsing of the f 541 Patent in 2001. 

22. At any time, had Atomic had notice of the expiration of any of the Lapsed Patents, from Tachner or 
otherwise, it would have taken immediate action to revive them. 
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23. For one matter under the docket identifier of "Atomic 1 6desB", I had made inquiries as to the 
status of this application. Atomic was invoiced for the filing of this application, which Atomic paid, 
and upon inquiry Tachner's assistant would report that the Patent Office is just slow. I later learned that 
this application was never filed. 

24. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 


Name: 


Douglas J. Toth 


Signature: 



Date: 
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Petitioner's Exhibit R 

Affidavit of Everett D. Robinson 


THE DECLARATION OF EVERETT D. ROBINSON 


SUPPORTING REINSTATEMENT OF U.S. PATENT 
NOS. 5,678,541; 5,803,073: 6,463,640 and 6,761,163 

1. Everett D. Robinson, declare that I have direct knowledge of all facts set forth in this Declaration 
and: 

1. T am an attorney licensed to practice in the State of Utah and registered to practice with the U.S. 
Patent and Trademark Office under registration no. 50,91 1. 

2. On September 19, 201 1 I was first introduced to U.S. Patent Nos. 5,678,541 ; 5,803,073; 6,463,640; 
and 6,76 1, 163 (hereinafter the "'Lapsed Patents") through a request to investigate the status of those 
Patents and others on a schedule provided to me for Atomic Aquatics. I responded to that request by 
September 27, 201 1 with a report that these Patents had expired due to nonpayment of maintenance 
fees. 

3. On September 27, 20 J 1 I participated in a telephone conference with Mr. Mark Frederickson and 
Mr. Jon Christensen, both attorneys acting on behalf of Atomic Aquatics, to discuss these Lapsed 
Patents. Our discussion included the possibility of revival of the Lapsed Patents, and the difficulty of 
such revivals under the "unavoidable" standard of 37 CFR 1 .378(b). 

4. On September 28, 201 1 1 was asked to perform a study into the feasibility of reviving the Lapsed 
Patents. 1 conducted that research in federal caselavv and through other large compilations of 
correspondence histories with the Office of Petitions available on the Internet and reported to Messrs. 
Frederickson and Christensen by October 18. 2011. 

5. Between October 18 and 26, 201 1 1 received from Messrs. Frederickson and Christensen 
compilations prepared at my request of correspondence between Leonard Tachner and Atomic 
Aquatics. 

6. On November 2, 201 1 1 had reviewed the compilations provided in October and reported back with 
further requests for information. 

7. On November 8, 201 1 1 conversed with Mark Frederickson over the telephone about further 
information to be supplied in support of petitions to revive, and sent to him some questions for Atomic 
Aquatics principals to answer in preparation for the petitions of revival for the Lapsed Patents and 
declarations thereof. 

8. On November 14, 20 11 I received answers to my questions of "November 8 prepared by Dean R. 
Garraffa and Douglas J. Toth. 1 returned to Messrs. Garraffa and Toth some further questions, which 
were responded to on Nov. 1 5, 20 1 1 with copies of invoices from Leonard Tachner containing charges 
for the payment of maintenance fees and annuities. 
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9. Since November 23, 201 1 I have been regularly drafting the petition papers to revive the Lapsed 
Patents. 

10. I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be true; and further that these statements 
were made with the knowledge that willful false statements and the like so made are punishable by fine 
or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that such 
willful false statements may jeopardize the validity of the Atomic Patents, of which the Subject Patent 
is one. 


Name: Everett D. Robinson 


Signature: 



Date: 
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Petitioner's Exhibit S 


Decision in In re Georgialis, 
Pat. No. 4,740,967 
May 12, 2005 



• 



United States Patent and Trademark Office 


Commissioner tor Patents 
United States Patent and trademark Office 

P.O. BOX U30 
ALEXANDRIA, VA 223 13*1 4SO 

www.uBpnra.oav 


Paper No. 22 


NICHOLAS C. GEORGALIS 
6981 IV AND ALE 
INDEPENDENCE OH 44 1 3 1 


COPY MAILED 

WAY 1 2 2005 
OFFICE OF PETITIONS 


In re Application of 
NICHOLAS C. GEORGALIS 
Application No. 07/043,863 
Patent No. 4,740,967 


DECISION ON RENEWED PETITION 
UNDER 37 C.F.R. § 1.378(E) 


Filed: January 7, 1987 
Issue Date: April 26, 1988 
Title: DISPERSED SWITCHING 
TELECOMMUNICATION SYSTEM 


This is a decision on the renewed petition filed November 16, 2004, under 37 C.F.R. § 1.378(e), 
requesting reconsideration of a prior decision pursuant to 37 C.F.R. § 1 .378(b) 1 , which refused to 
accept the delayed payment of two maintenance fees for the above-referenced patent. On 
December 14, 2004, Petitioner submitted supplemental material. 

The request to accept the delayed payment of the maintenance fee is DENIED 2 . 

The patent issued April 26, 1988. The grace period for paying the VA year maintenance fee 3 
provided in 37 CFR 1 .362(e) expired at midnight on April 26, 1996, with no payment received. 
Accordingly, the patent expired at midnight on April 26, 1996. 


1 Any petition to accept an unavoidably delayed payment of a maintenance fee filed under 37 C.F.R. § 1 .378(b) must 

include: 

(1) The required maintenance fee set forth in 37 C.F.R. §1 .20 (e) through (g);. 

(2) The surcharge set forth in 37 C.F.R. §1 .20(i)(l), and; 

(3) A showing that the delay was unavoidable since reasonable care was taken to ensure that the 
maintenance fee would be paid timely and that the petition was filed promptly after the patentee was 
notified of, or otherwise became aware of, the expiration of the patent. The showing must enumerate the 
steps taken to ensure timely payment of the maintenance fee, the date and the manner in which patentee 
became aware of the expiration of the patent, and the steps taken to file the petition promptly. 

2 This decision may be regarded as a final agency action within the meaning of 5 U.S.C. §704 for the purposes of 
seeking judicial review. SeeMPEP 1002.02. 

3 The PTO's Patent Location and Monitoring System software does not show that the VA year maintenance fee was 
received. However, Petitioner has submitted evidence on renewed petition by way of a Maintenance Fee Statement, 
mailed by the Office on November 14, 1991, which establishes that this maintenance fee was paid. 


Application No. 07/043,863 
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Patent No. 4,740,967 

Decision on renewed petition under 37 C.F.R. § 1.378(e) 

With the original petition submitted on October 1, 2004 under 37 C.F.R. § 1.378(b), Petitioner 
submitted payment in the amount of $455, $ 1 045, and $1610 for the delayed payment of the 
required 3!4 year s 754 year, and 1 Y/% year maintenance fees, respectively, as well as the 
surcharge associated with the filing of this petition. 

The application issued on April 26, 1988. Petitioner asserted that due to financial hardship, he 
was unable to submit the required maintenance fees until the present time. 

To establish unavoidable delay, Petitioner submitted a statement of facts where Petitioner 
asserted financial hardship. A decision was mailed on November 15, 2004 which dismissed the 
petition for failing to establish that the delay was unavoidable in that Petitioner failed to submit a 
complete and thorough showing of his financial condition during the entire period between April 
26, 1996 and the date on which the petition was submitted. 

With the instant petition pursuant to 37 C.F.R. § 1.378(e), Petitioner has again failed to meet the 
requirement under 37 C.F.R. § 1.378(b)(3) of an adequate showing that the delay was 
unavoidable. A discussion follows. 


The standard 

35U.S.C. §41(c)(l) states: 

The Director may accept the payment of any maintenance fee... after the six-month grace period if the delay 4 is 
shown to the satisfaction of the Director to have been unavoidable. 

§1 .378(b)(3) is at issue in this case. Acceptance of a late maintenance fee under the unavoidable 
delay standard is considered under a very stringent standard. Decisions on reviving abandoned 
applications on the basis of "unavoidable" delay have adopted the reasonably prudent person 
standard in determining if the delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more or greater care or diligence 
than is generally used and observed by prudent and careful men in relation to their most important business , 

In addition, decisions are made on a "case-by-case basis, taking all the facts and circumstances 
into account." 6 Nonetheless, a petition cannot be granted where a petitioner has failed to meet 
his or her burden of establishing that the delay was "unavoidable." 


4 This delay includes the entire period between the due date for the fee and the filing of a grantable petition pursuant 
to 37 C.F.R. § 1.378(b). 

5 In re Mattullath. 38 App. D.C. 497, 514-15 (\9\2y<juotinp Ex parte Pratt. 1887 Dec. Comm'r Pat. 31, 32-33 
(1887)): see also Winkler v. Ladd . 221 F. Supp. 550, 552, 138 U.S.P.Q. 666, 167-68 (D.D.C. 1963), aflPd, 143 
U.S.P.Q. 172 (D.C. Cir. 1963): Ex parte Henrich. 1913 Dec. Comm'r Pat. 139, 141 (1913). 


6 Smith v. Mossinghoff. 671 F.2d at 538, 213 U.S.P.Q. at 982. 
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An adequate showing that the delay in payment of the maintenance fee at issue was 
''unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a 
showing of the steps taken to ensure the timely payment of the maintenance fees for this patent. 
Where the record fails to disclose that the patentee took reasonable steps, or discloses that the 
patentee took no steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41(c) and 37 
C.F.R. § 1.378(b)(3) preclude acceptance of the delayed payment of the maintenance fee under 
37 CFR 1.378(b). 

A delay caused by an applicant's lack of knowledge or improper application of the patent statute, 
rules of practice, or the MPEP is not rendered "unavoidable" due to either the applicant's 
reliance upon oral advice from USPTO employees or the USPTO's failure to advise the applicant 
to take corrective action 8 . 

Presuming for the purposes of discussion that it was an act/omission of Counsel that contributed 
to any of the delay herein, the act(s) or omissions of the attorney/agent are imputed wholly to the 
applicant/client 9 in the absence of evidence that the attorney/agent has acted to deceive the 


The portions of the MPEP relevant to the facts as presented 

2504 Patents Subject to Maintenance Fees 

37 CFR 1 .362. Time for payment of maintenance fees. 

(a) Maintenance fees as set forth in § § 1 .20(e) through (g) are required to be paid in all patents based on 
applications filed on or after December 12, 1980, except as noted in paragraph (b) of this section, to maintain a 
patent in force beyond 4, 8 and 12 years after the date of grant 

(b) Maintenance fees are not required for any plant patents or for any design patents. Maintenance fees are not 
required for a reissue patent if the patent being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of payment of maintenance fees are as follows: 

(1) For an application not claiming benefit of an earlier application, the actual United States filing date of 
the application. 

(2) For an application claiming benefit of an earlier foreign application under 35 U.S.C. 1 19, the United 
States filing date of the application. 

(3) For a continuing (continuation, division, continuation-in-part) application claiming the benefit of a prior 
patent application under 35 U.S.C. 120, the actual United States filing date of the continuing 


7 Haines. 673 F. Supp. at 316-17, 5 U.S.P.Q.2d at 1 13 1-32. 

8 See fnreSivertz. 227 USPQ 255, 256 (Comm'r Pat. 1985). 

9 The actions or inactions of the attorney/agent must be imputed to the petitioners, who hired the attorney/agent to 
represent them. Link v. Wabash Railroad Co. . 370 U.S. 626,633-634, 82S.Ct. 1386, 1390-91 (1962). The failure of 
a party's attorney to take a required action or to notify the party of its rights does not create an extraordinary 
situation. Moreover, the neglect of a party's attorney is imputed to that party and the party is bound by the 
consequences. See Huston v. Ladner. 973 F.2d 1564, 23 USPQ2d 1910 (Fed Cir. 1992); Herman Rosenberg and 
Parker Kalon Corp. v. Carr Fastener Co. . 10 USPQ 106 (2d Cir. 1931). 

10 When an attorney intentionally conceals a mistake he has made, thus depriving the client of a viable opportunity 
to cure the consequences of the attorney's error, the situation is not governed by the stated rule in Link for charging 
the attorney's mistake to his client In re Lonardo. 17 USPQ2d 1455 (Comm'r. Pat. 1990). 
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application. 

(4) For a reissue application, including a continuing reissue application claiming the benefit of a reissue 
application under 33 U.S.C. 120, the United States filing date of the original non-reissue application on 
which the patent reissued is based. 

(5) For an international application which has entered the United States as a Designated Office under 35 
U.S.C. 371, the international filing date granted under Article 1 1(1) of the Patent Cooperation Treaty 
which is considered to be the United States filing date under 35 U.S.C. 363. 

(d) Maintenance fees may be paid in patents without surcharge during the periods extending respectively from: 

(1) 3 years through 3 years and 6 months after grant for the first maintenance fee, 

(2) 7 years through 7 years and 6 months after grant for the second maintenance fee, and 

(3) 1 1 years through 1 1 years and 6 months after grant for the third maintenance fee. 

(e) Maintenance fees may be paid with the surcharge set forth in § 1 .20(h) during the respective grace periods 
after: 

( 1 ) 3 years and 6 months and through the day of the 4th anniversary of the grantfor the first 
maintenance fee. 

(2) 7 years and 6 months and through the day of the 8th anniversary of the grant for the second maintenance 
fee, and 

(3) 1 1 years and 6 months and through the day of the 12th anniversary of the grant for the third maintenance . 
fee. 

(f) If the last day for paying a maintenance fee without surcharge set forth in paragraph (d) of this section, or the 
last day for paying a maintenance fee with surcharge set forth in paragraph (e) of this section, falls on a 
Saturday, Sunday, or a federal holiday within the District of Columbia, the maintenance fee and any necessary 
surcharge may be paid under paragraph (d) or paragraph (e) respectively on the next succeeding day which is 
not a Saturday, Sunday, or Federal holiday. 

(g) Unless the maintenance fee and any applicable surcharge is paid within the time periods set forth in paragraphs 
(d), (e) or (f) of this section, the patent will expire as of the end of the grace period set forth in paragraph (e) 
of this section. A patent which expires for the failure to pay the maintenance fee will expire at the end of the 
same date (anniversary date) the patent was granted in the 4th, 8th, or 1 2th year after grant. 

(h) The periods specified in § § 1.362 (d) and (e) with respect to a reissue application, including a continuing 
reissue application thereof, are counted from the date of grant of the original non-reissue application on which 
the reissued patent is based. 

Maintenance fees are required to be paid on all patents based on applications filed on or after December 12, 1980, 
except for plant patents and design patents. Furthermore, maintenance fees are not required for a reissue patent if the 
patent being reissued did not require maintenance fees. Application filing dates for purposes of determining whether 
a patent is subject to payment of maintenance fees are as follows: 

(A) For an application not claiming benefit of an earlier application, the actual United States filing date of the 
application. 

(B) For an application claiming benefit of an earlier foreign application under 35 U.S.C. 1 19(a)-(d)> the actual 
United States filing date of the application. 

(C) For a continuing (continuation, division, continuation-in-part) application claiming the benefit of a prior patent 
application under 35 U .S.C. 120, the actual United States filing date of the continuing application. 

(D) For a reissue application, including a continuing reissue application claiming the benefit of a reissue 
application under 35 U.S.C. 120, the United States filing date of the original nonreissue application on which 
the patent reissued is based. 

(E) For an international application that has entered the United States as a Designated Office under 35 U.S.C. 37 1 , 
the international filing date granted under Article 1 1(1) of the Patent Cooperation Treaty which is considered 
to be the United States filing date under 35 U.S.C. 363. 

2506 Times for Submitting Maintenance Fee Payments 

37 CFR 1 .362(d) sets forth the time periods when the maintenance fees for a utility patent can be paid without 
surcharge. Those periods, referred to generally as the "window period," are the 6-month periods preceding each due 
date. The "due dates" are defined in 35 U.S.C. 41 (b). The window periods are (1) 3 years to 3 1/2 years after the 
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date of issue for the first maintenance fee payment, (2) 7 years to 7 1/2 years after the date of issue for the second 
maintenance fee payment, and (3) 1 1 years to 1 1 1/2 years after the date of issue for the third and final maintenance 
fee payment. A maintenance fee paid on the last day of a window period can be paid without surcharge. The last day 
of a window period is the same day of the month the patent was granted 3 years and 6 months, 7 years and 6 months, 
or 1 1 years and 6 months after grant of the patent. 37 CFR 1 .362(e) sets forth the time periods when the 
maintenance fees for a utility patent can be paid with surcharge. Those periods, referred to generally as the "grace 
period," are the 6-month periods immediately following each due date. The grace periods are (1 ) 3 1/2 years and 
through the day of the 4th anniversary of the grant of the patent, (2) 7 1/2 years and through the day of the 8th 
anniversary of the grant of the patent and, (3) 1 1 1/2 years and through the day of the 12th anniversary of the grant 
of the patent. A maintenance fee may be paid with the surcharge on the same date (anniversary date) the patent was 
granted in the 4th, 8th, or 12th year after grant to prevent the patent from expiring. Maintenance fees for a reissue 
patent are due based upon the schedule established for the original utility patent. The filing of a request for ex parte 
or inter partes reexamination and/or the publication of a reexamination certificate does not alter the schedule of 
maintenance fee payments of the original patent. If the day for paying a maintenance fee falls on a Saturday, 
Sunday, or a Federal holiday within the District of Columbia, the maintenance fee may be paid on the next 
succeeding day that is not a Saturday, Sunday, or Federal holiday. For example, if the window period for paying a 
maintenance fee without a surcharge ended on a Saturday, Sunday, or a Federal holiday within the District of 
Columbia, the maintenance fee can be paid without surcharge on the next succeeding day that is not a Saturday, 
Sunday, or a Federal holiday within the District of Columbia. Likewise, if the grace period for paying a 
maintenance fee with a surcharge ended on a Saturday, Sunday, or a Federal holiday within the District of 
Columbia, the maintenance fee can be paid with surcharge on the next succeeding day that is not a Saturday, 
Sunday, or a Federal holiday within the District of Columbia. In the latter situation, the failure to pay the 
maintenance fee and surcharge on the next succeeding day that is not a Saturday, Sunday, or a Federal 
holiday within the District of Columbia will result in the patent expiring on a date (4, 8, or 12 years after the date of 
grant) earlier than the last date on which the maintenance fee and surcharge could be paid. This situation results 
from the provisions of 35 U.S.C. 2 1 , but those provisions do not extend the expiration date of the patent if the 
maintenance fee and any required surcharge are not paid when required. For example, if the grace 
period for paying a maintenance fee with a surcharge ended on a Saturday, the maintenance fee and surcharge could 
be paid on the next succeeding business day, e.g., Monday, but the patent will have expired at midnight on Saturday 
if the maintenance fee and surcharge were not paid on the following Monday. Therefore, if the maintenance fee 
and any applicable surcharge are not paid, the patent will expire as of the end of the grace period as listed above. A 
patent that expires for failure of payment will expire on the anniversary date the patent was granted in the 4th, 8th, 
or 12th year after the grant. 


Application of the standard to the current facts and circumstances 

Petitioner's explanation of the delay has been considered, and it has been determined that it fails 
to meet the standard for acceptance of a late payment of the maintenance fee and surcharge based 
on unavoidable delay. 

In the original petition under 37 C.F.R.§ 1.378(b), submitted October 1, 2004, Petitioner set forth 
that he was not able to pay the maintenance fees at the time which they were due. In the decision 
mailed November 15, 2004, Petitioner was instructed to submit a complete and thorough 
showing of his financial condition during the entire period of delay. 

With the renewed petition, Petitioner has supplied a rather voluminous packet of information 
containing, among other things, a statement of facts, charts showing cash flows from 1991 - 
1995, a Net Worth Table spanning from 1987 - 2003, a receipt which confirms submission of the 
314 year maintenance fee, tax returns for 1991 - 1995, end of year bank statements for this same 
time period, a listing of home mortgage payments from 1991 - 2004, end of year credit card 
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summaries for 1991 - 1995 and 2002, utility payments for 2004, a summary of Petitioner's 
severance pay and pension buyout, and a personal statement of benefits from Petitioner's former 
employer. 

As set forth in the previous decision, Petitioner should be made aware that the standard 
associated with the filing of a petition under the unavoidable standard is extremely difficult to 
meet. 

Petitioner's explanation of the delay has been considered, and it has been determined that it fails 
to meet the standard for acceptance of a late payment of the maintenance fees and surcharge, for 
the reasons which follow". 

Petitioner has not made an adequate showing that the failure to pay the maintenance fee was 
unavoidable, given the exercise of due care. The period for paying the 7V4 year maintenance fee 
without the surcharge extended from April 26, 1995 to October 26, 1995, and for paying with the 
surcharge from October 27, 1995 to April 26, 1996. Thus, the delay in paying the 1 X A year 
maintenance fee extended from April 27, 1996 to the filing of the petition on October 1, 2004. 

The entire period of delay is the relevant period : 

Petitioner states that he does not agree that the entire period of the delay should be considered, 
but rather the only time that is relevant is the time when the maintenance fee was due. Petitioner 
states that if the Office were to consider only the period following the date the maintenance fee 
was due would be to provide "no rational basis for explaining why the maintenance fee was not 
paid at the time that it was due thereby making the delay in payment unavoidable in the first . 
instance 12 ." Petitioner is reminded that the statue, 35 U.S.C. 41(c)(1) cited above, requires that 
the delay in submitting the maintenance fee was unavoidable. By definition, the delay inherently 
includes the period following the date the maintenance fee was due. Petitioner's argument is 
inconsistent with the statute. See also MPEP 71 1.03(c) and 37 C.F.R. § 1.378(b)(3), which 
requires 

A showing that the delay was unavoidable since reasonable care was taken to ensure that the maintenance fee would 
be paid timely and that the petition was filed promptly after the patentee was notified of, or otherwise became 
aware of, the expiration of the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration of the patent, and 
the steps taken to file the petition promptly . (Emphasis added). 

Since the petition which Petitioner has filed requires a showing that the delay was unavoidable, 
Petitioner is required to establish that he could not submit the maintenance fees from the time 


11 §ee: In re Application ofS. 8 USPQ2d 1630, 1 632 (CommV Pats. 1988). Where there is a question whether the delay was unintentional, the 
petitioner must meet a burden o festabtishine that the delay was unintentional within the meaning of 35 U.S.C. § 4 1(a)(7) and 37 C.F.R. 

§1. 137(b). Sec: In rc Application ofO. II USPQ2d 1378, 1 380 (Comm'r Pats. 1989). 

12 Supplement to renewed petition, page 2. 
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that they were due until the time that they were eventually submitted to the Office. Put another 
way, Petitioner is required to establish that the entire period of delay was unavoidable. 

Petitioner argues, inter alia, "that it is unreasonable to expect that [a "financial hardship"] 
standard can be met for the entire period [from 1995 to 2004];" that "the standard will always 
lead to a denial of the petition, hence thwart the intent of the law," and that the "effect of high 
standards relating to unavoidable delay of maintenance fees required by the Patent Office is to 
deny permanently the property rights of an inventor granted under the Patent Law and the United 
States." Petitioner asserts that the standard applied by the Office is arbitrary and capricious. 13 
Unfortunately for Petitioner, the heavy burden necessary to establish that a delay was 
unavoidable is precisely what Congress required when 35 U.S.C. §41 (c) was enacted. See 49 
FR34716: "The legislative history of Pub. L. 97-247, House Report. 47-542 (Committee of the 
Judiciary) which indicates that "[a]fter the expiration of a reasonable period of time, the patentee 
would bear a heavy burden of proof that the delay was unavoidable." It was because of the 
difficulty in satisfying the standard that prompted Congress, in 1992, to amend 35 U.S.C. §41(c) 
to include the lesser standard of "unintentional" delay, subject to the 24 month time period. See 
House Report 102-993 ("The 'unavoidable' standard has proved to be too stringent in many 
cases. Many patentees have been deprived of their patent rights in failure to [pay the 
maintenance fees for reasons that may have been unintentional yet not avoidable.") 

Petitioner has failed to address the entire period of the delay, and it is not clear why Petitioner 
waited until recently to submit his maintenance fees. The 7V 2 year and 1 1 l A year maintenance 
fees, at the time which they were due, were $995 and $1455, respectively. As will be shown 
below, Petitioner was clearly financially capable of making these payments. 

The issue of affordabilitv/financial hardship : 

Petitioner has alleged that he was unable to submit the maintenance fees for the above-identified 
patent Petitioner has a wife and four children, and was employed by the local phone company 
as an engineer and manager until he was laid off in September of 1994. At the time of his layoff, 
Petitioner received $50,000 after taxes. 

In 1995, Petitioner's daughter transferred to Cleveland State University after spending a year at 
Ohio State University, and Petitioner assisted her in her expenses 14 . 

In 1997, Petitioner paid for his oldest son to attend Case Western Reserve University, the cost of 
which Petitioner estimated at $20,000 per year. It is assumed that his son attended the school for 
four years 15 . This same year, Petitioner purchased a new car for $23,000 16 . Petitioner also 
makes mention of expenses for a "long planned vacation to Greece 17 ." Petitioner's "End of Year 
Credit Card Summary for 2002" shows, inter alia, credit card charges to restaurants totaling over 


13 Id. 

14 Renewed petition, page 4. 

15 Id. 

16 Id. at page 8. 

17 Id. 
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$5000, retail charges of over $1 1,000, lodging and airfare charges over $3000, miscellaneous 
charges over $6,000, etc. 

Petitioner explains: 

these expenses along with my diminished prospects about my future retirement as well as the expectation of at least 
13 more years of college payments 18 played a pivotal role in my decision regarding the payment of maintenance fees 
in 1995. 

Renewed petition, page 5. 

Clearly, Petitioner had the means to submit the maintenance fee, but allocated these funds to 
other sources. Petitioner has reported his net worth for the years 1 996 and 1 997 as $3 1 1 ,634 and 
$333,973, respectively. A net worth amount of $201,915 appears to be indicated for year 2002, 
though the data in this column appears incomplete. It is noted that Petitioner has not reported his 
present net worth, or the net worth for years 1998-2001 or 2003. 

In the supplement to the petition, received on December 14, 2004, Petitioner states that he is not 
asserting financial hardship, which Petitioner understands as implying that he must show that he 
was in bankruptcy in the entire period, but rather that when he was laid off, his perception of his 
future net worth diminished 19 . As such, Petitioner asserts that the standard should not be 
financial hardship, but rather affordability, and as such, "the projected loss of net worth can be 
used to make a reasonable judgment regarding the ability to pay the maintenance fee at the time 
that it was due and thereafter as well 20 ." In other words, Petitioner realized that he would not 
have as much money in the future as he once though that he might, and as such, present spending 
had to be curtailed so as to prepare for the diminishment in his perceived future new worth. 
Petitioner adds that his case is unique in that his business interests and his family interests are 
bound together. Every person with a family has business interests which cannot be separated 
from his family interests. 

Petitioner has asserted that he simply could not afford to pay the $995 maintenance fee in 1996 
and the $1455 maintenance fee in 2000. However, Petitioner has made it clear that he was able 
to afford to send his son to a rather expensive university, he was able to afford the purchase of a 
brand new car, he was able to afford a trip to Europe, he was able to eat out at restaraunts and 
stay at hotels, etc. This, coupled with the fact that his net worth was hundreds of thousands of 
dollars, suggests that Petitioner had the $995 in 1996 and the $1455 in 2000, had he chose to 
spend it. It is clear that Petitioner could have submitted the payments, but chose not to, since he 
had other priorities which were placed above the maintenance of this patent. 

On page 4 of the supplement to the renewed petition under 37 C.F.R. §1. 378(e), Petitioner 
correctly sets forth that the standard adopted by the courts is that of a reasonably prudent person 
acting in relation to their most important business . Petitioner then immediately writes that the 


18 There were still two younger children who would eventually be attending college. 

1 9 Supplement, page 2. 

20 Id. 
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payment of the maintenance fee was not his most important business 21 . As such, Petitioner has 
set forth that he cannot meet the standard required under this rule, in that he has set forth that 
paying his current debts, paying his mortgage, food, clothing, fuel, utilities, taxes, insurance, 
home and car maintenance, entertainment, saving for college tuition, saving for his retirement, 
contributing to his church, and contributing to charities are each more important to him than his 
patent. As such, Petitioner has not treated this patent as his most important business, because he 
has other obligations which are more important to him. As stated above, the failure of a patentee 
to treat his patent as his most important business precludes the granting of a petition under 37 
C.F.R. § 1.378(e). 

Furthermore, Petitioner has set forth that if this petition is denied, that would have the effect of 
the PTO reordering his personal priorities through beauracratic fiat 22 . Such is not the case. The 
reasonably prudent person standard recited above comes not from beauracratic fiat, but rather 
from judicial decree interpreting the statutory requirements that the delay be "unavoidable 23 ." 

Finally, as stated above, Petitioner had the means to pay the maintenance fee, but chose to 
allocate his financial resources to other matters. Petitioner has set forth that he believed that 
failure to submit the maintenance fee in a timely fashion would result in the patent becoming 
dormant, but not expired 24 . As such, Petitioner was clearly misinformed, and this belief indicates 
a lack of understanding of the consequences which befall patentees when maintenance fees are 
not timely paid. The lack of knowledge pertaining to failure to submit maintenance fees will not 
shift the burden of monitoring the time for paying a maintenance fee from the patentee to the 
Office, and as such, a lack of understanding cannot be used to support a finding that the delay 
was "unavoidable 25 ." 


CONCLUSION 

The prior decision which refused to accept, under 37 C.F.R §1 .378(b), the delayed payment of a 
maintenance fee for the above-identified patent, has been reconsidered. For the above stated 
reasons, the delay in this case cannot be regarded as unavoidable within the meaning of 35 
U.S.C. §41(c)(l) and 37 C.F.R. §1. 378(b). 

Since this patent will not be reinstated, Petitioner is entitled to a refund of the surcharge and the 
three maintenance fees he submitted with the original petition. The $130 fee associated with the 
filing of a renewed petition under 37 C.F.R. § 1.378(e) will not be refunded. A treasury check 
will be issued in due course. 


21 ]d. at 5. 

22 id. 

23 In re Mattullath , supra. 

24 Supplemental petition, page 5. 

25 See In re Sivertz , supra. 
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Telephone inquiries should be directed to Senior Attorney Paul Shanoski at (571) 272-3225. 
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This is a decision on the renewed petition filed on October 1, 
2007, pursuant to 37 C.F.R. § 1.378(e) 1 requesting 
reconsideration of a prior decision pursuant to 37 C.F.R. 


1 Any petition to accept an unavoidably delayed payment of a maintenance fee 
filed under 37 C.F.R. § 1.378(b) must include: 

(1) The required maintenance fee set forth in 37 C.F.R. §1.20 (e) through 
(g); 

(2) The surcharge set forth in 37 C.F.R. § 1.20UM1), and; 

(3) A showing that the delay was unavoidable since reasonable care was 
taken to ensure that the maintenance fee would be paid timely and that 
the petition was filed promptly after the patentee was notified of, or 
otherwise became aware of, the expiration of the patent. The showing 
must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became 
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§ 1.378(b), which refused to accept the delayed payment of 
maintenance fees for the above-referenced patent. 
The request to accept the delayed payment of the maintenance fee 
is DENIED 2 . 

The patent issued on March 1, 1994. The grace period for 
paying the 7M-year maintenance fee provided in 3 7 C.F.R. 
§ 1.362(e) expired at midnight on March 1, 2002, with no payment 
received. Accordingly, the patent expired on March 1, 2002 at 
midnight . 

Mr. Tan is the inventor. The Assignee is a corporate entity by 
the name of Cynosure, Inc. (Cynosure) . The Petitioner is a 
member of the law firm Hamilton, Brook, Smith & Reynolds (HBSR) . 

An original petition pursuant to 37 C.F.R. § 1.378(b) was filed 
on November 6, 2006 to reinstate the above- identified patent. 
This petition was dismissed via the mailing of a decision on 
August 1, 2007, for failure to establish that the entire period 
of delay was unavoidable. 

Petitioner has submitted, inter alia, the surcharge associated 
with a petition to accept late payment of a maintenance fee as 
unavoidable, the 7M and 11^-year maintenance fees, a statement 
of facts, and the surcharge that is associated with the filing 
of this renewed petition. 

Petitioner has met the first and second requirements set forth 
in 37 C.F.R, §1. 378(b). A discussion of the third requirement 
follows . 


The standard 

35 U.S.C. §41(c)U) states: 

The Director may accept the payment of any maintenance fee... 
after the six-month grace period if the delay 3 is shown to 
the satisfaction of the Director to have been unavoidable. 


aware of the expiration of the patent, and the steps taken to file the 
petition promptly. 

2 This decision may be regarded as a final agency action within the meaning 
of 5 U.S.C §704 for the purposes of seeking judicial review. See MPE? 
§ 1002.02. 
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§1.378 (b) (3) is at issue in this case. Acceptance of a late 
maintenance fee under the unavoidable delay standard is 
considered under the same standard for reviving an abandoned 
application under 37 C.F.R. § 1.137(a), This is a very 
stringent standard. Decisions on reviving abandoned 
applications on the basis of "unavoidable" delay have adopted 
the reasonably prudent person standard in determining if the 
delay was unavoidable : 

The word Unavoidable' ... is applicable to ordinary 
human affairs, and requires no more or greater care or 
diligence than is generally used and observed by 
prudent and careful men in relation to their most 
important business 4 . 

In addition, decisions are made on a "case-by-case basis, taking 
all the facts and circumstances into account." Nonetheless, a 
petition cannot be granted where a petitioner has failed to meet 
his or her burden of establishing that the delay was 
"unavoidable 3 . " 

An adequate showing that the delay in payment of the maintenance 
fee at issue was unavoidable" within the meaning of 35 U.S.C. 
§ 41(c) and 37 C.F.R. § 1.378(b) (3) requires a showing of the 
steps taken to ensure the timely payment of the maintenance fees 
for this patent. Where the record fails to disclose that the 
patentee took reasonable steps, or discloses that the patentee 
took no steps, to ensure timely payment of the maintenance fee, 
35 U.S.C. § 41(c) and 37 C.F.R. § 1.378(b)(3) preclude 
acceptance of the delayed payment of the maintenance fee under 
37 C.F.R. § 1.378 (b) . 

The burden of showing the cause of the delay is on the person 
seeking to revive the application 5 . 

A delay caused by an applicant's lack of knowledge or improper 
application of the patent statute, rules of practice, or the 


3 This delay includes the entire period between the due date for the fee and 
the filing of a grantable petition pursuant zo 37 C.F.R. §1. 378(b). 

4 In re Mattullath , 38 App. D.C. 437, 514-15 (1912) [quoting Ex parte Pratt , 
1887 Dec. Comm'r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd , 221 F. 
Supp. 550, 552, 138 U.S.P.Q. 666, 167-63 (D.D.C 1963), af f ' d , 143 
U.S.P.Q. 172 (D.C. cir. 1963); Ex parte Henrich , 1913 Dec. Comm'r Pat. 139, 
141 (1913) . 

5 Haines , 673 F. Supp. at 316-17, 5 U.S.P.Q. 2d at 1131-32 
5 Id. 
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MPEP is not rendered "unavoidable" due to either the applicant's 
reliance upon oral advice from USPTO employees or the USPTO's 
failure to advise the applicant to take corrective action 7 . 

The Office must rely on the actions or inactions of duly 
authorized and voluntarily chosen representatives of the 
applicant, and the applicant is bound by the consequences 
of those actions or inactions 8 . Specifically, a 
petitioner's delay caused by the mistakes of negligence of 
his voluntarily chosen representative does not constitute 
unavoidable delay within the meaning of 35 U.S.C. § 133 9 " 

The actions of the attorney are imputed to the client, for 
when a petitioner voluntarily chooses an attorney to 
represent him, the petitioner cannot later avoid the 
repercussions of the actions or inactions of this selected 
representative, for clients are bound by the acts of their 
lawyers/agents, and constructively possess "notice of all 
facts, notice of which can be charged upon the attorney 10 ." 

Courts hesitate to punish a client for its lawyer's gross 
negligence, especially when the lawyer affirmatively misled 
the client," but "if the client freely chooses counsel, it 
should be bound to counsel's actions 11 ." 

Presuming for the purposes of discussion that it was an 
act/omission of Counsel that contributed to any of the delay 
herein, the act(s) or omissions of the attorney/agent are 
imputed wholly to the applicant/client 12 in the absence of 


7 See In re Sivertz, 227 USPQ 255, 256 (Comm'r Pat. 1935). 

8 Link v. Wabash , 370 U.S. 625, 633-634 {1962}. 

9 Haines , 673 F.Supp. at 316-17, 5 U.S.P.Q.2d at 1131-32; Smith v. Diamond , 
209 USPQ 1091 (D.D.C. 1981); Potter v. Dann , 201 USPQ 574 (D.D.C. 1978); Ex 
parte Murray , 1891 Dec. Comm'r Pat. 103, 131 {Comm'r Pat. 1891). 

10 Link at 633-634 . 

1 1 Inryco, Inc. v. Metropolitan Engineering Co., Inc. , 708 F.2d 1225, 1233 
(7th Cir. 1983). See also , Wei v. State of Hawaii , 763 F.2d 370, 372 {9th 
Cir. 1985); LeBlanc v. I.N.S. , 715 F. 2d 635, 694 (1st Cir. 1983). 

12 The actions or inactions of the attorney/agent must be imputed to the 
petitioners, who hired the attorney/agent to represent them. Link v. Wabash 
Railroad Co. , 370 U.S. 626, 633-634, 82 S.Ct. 1386, 1390-91 {1952). The 
failure of a party's attorney to take a required action or to notify the 
party of its rights does not create an extraordinary situation. Moreover, the 
neglect of a party's attorney is imputed to that party and the party is bound 
by the consequences. See Huston v. Ladner , 973 F.2d 1564, 23 USPQ2d 1910 
(Fed Cir, 1992) j Herman Rosenber g and Parker Kalon Corp. v. Carr Fastener 
Co. , 10 USPQ 106 (2d Cir. 1931) . 
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evidence that the attorney/agent has acted to deceive the 
client . 13 

Moreover, Link sets forth: 

n [I]f an attorney's conduct falls substantially below what is 
reasonable under the circumstances, the client's remedy is 
against the attorney in a suit for malpractice. But keeping [a] 
suit alive merely because plaintiff should not be oenal ized for 
the omissions of his own attorney would be visiting the sins of 
plaintiff's lawyer upon the defendant* 4 . !! 


Portions of the Code of Federal Regulations and the MPEP 
relevant to the abandonment of this application 

37 C.F.R. § 1.362 Time for payment of maintenance fees. 

(a) Maintenance fees as set forth in §§ 1.20(e) through (g) are required to 
be paid in all patents based on applications filed on or after December 12, 
1980, except as noted in paragraph (b) of this section, to maintain a patent 
in force beyond 4, 8 and 12 years after the date of grant. 

(b) Maintenance fees are not required for any plant patents or for any design 
patents. Maintenance fees are not required for a reissue patent if the patent 
being reissued did not require maintenance fees. 

(c) The application filing dates for purposes of payment of maintenance fees 
are as follows: 

(1) For an application not claiming benefit of an earlier application, the 
actual United States filing date of the application. 

(2) For an application claiming benefit of an earlier foreign application 
under 35 U.S.C. 119, the United States filing date of the application. 

(3) For a continuing (continuation, division, continuation- in-nart } 
application claiming the benefit of a prior patent application under 35 
U.S.C. 120, the actual United States filing date of the continuing 
application . 


13 When an attorney intentionally conceals a mistake he has made, thus 
depriving the client of a viable opportunity to cure the consequences of the 
attorney's error, che situation is not governed by the stated rule in Link 
for charging the attorney's mistake to his client. In re Lonardo , 17 USPQ2d 
1455 (Comm'r. Pat. 1950). 

14 Link at 634. See also Mekdeci v. Merrell Nat 1 1 . Laboratories , 711 F.2d 
1510, 1522-23 (11th Cir. 198?) {'"There is no constitutional ' or statutory 
right to effective assistance of counsel on a civil case.' ... [A] ' oarty 
. . does not have any right to a new trial in a civil suit because of 
inadequate counsel, but has as its remedy a suit against the attorney for 
malpractice.'") (quoting Watson v. Moss, 519 ?,2d 775, 776 (3th Cir. 1980)) 
and Kushner v. Winterthur Swiss Ins. Co. , 620 F.2d 404, 403 (3rd Cir. 1980) 
("An aggrieved party in a civil case, involving only private litigants unlike 
a defendant in a criminal case, does not have a constitutional right to the 
effective assistance of counsel. The remedy in a civil case, in which chosen 
counsel is negligent, is an action for malpractice."). 
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(4) For a reissue application, including a continuing reissue application 
claiming the benefit of a reissue application under 35 U.S.C. 120, the United 
States filing date of the original non- reissue application on which the 
patent reissued is based. 

'(5) For an international application which has entered the United States as a 
Designated Office under 35* U.S.C. 371, the international filing date granted 
under Article 11(1) of the Patent Cooperation Treaty which is considered to 
be the United States filing date under 35 U.S.C. 363. 

(d) Maintenance fees may be paid in patents without surcharge during the 
periods extending respectively from: 

(1) 3 years through 3 years and 6 months after grant for the first 
maintenance fee, 

(2) 7 years through 7 years and 6 months after grant for the second 
maintenance fee, and 

(3) 11 years through 11 years and 6 months after grant for the third 
maintenance fee. 

(e) Maintenance fees may be paid with the surcharge set forth in § 1.20(h) 
during the respective grace periods after: 

(1) 3 years and 6 months and through the day of the 4th anniversary of the 
grant for the first maintenance fee. 

(2) 7 years and 6 months and through the day of the 8th anniversary of the 
grant for the second maintenance fee, and 

(3) 11 years and 6 months and through the day of the 12th anniversary of the 
grant for the third maintenance fee. 

(f) If the last day for paying a maintenance fee without surcharge set forth 
in paragraph (d) of this section, or the last day for paying a maintenance 
fee with surcharge set forth in paragraph (e) of this section, fails on a 
Saturday, Sunday, or a federal holiday within the District of Columbia, the 
maintenance fee and any necessary surcharge may be paid under paragraph (d) 
or paragraph (e) respectively on the next succeeding day which is not a 
Saturday, Sunday, or Federal holiday. 

(g) Unless the maintenance fee and any applicable surcharge is paid within 
the time periods set forth in paragraphs (d) , (e) or (f ) of this section, the 
patent will expire as of the end of the grace period set forth in paragraph 
(e) of this section. A patent which expires for the failure to pay the 
maintenance fee will expire at the end of the same date (anniversary date) 
the patent was granted in the 4th, 8th, or 12th year after grant. 

(h) The periods specified in §§1.362 (d) and (e) with respect to a reissue 
application, including a continuing reissue application thereof, are counted 
from the date of grant of the original non- reissue application on which the 
reissued patent is based. 

[49 FR 34724, Aug. 31, 1984, added effective Nov. 1, 1984; paras, (a) and 
(e) , 56 FR 65142, Dec. 13, 1991, effective Dec. 16, 1991; paras, (c) (4) and 
(e) revised and para, (h) added, 58 FR 54504, Oct. 22, 1993, effective Jan. 
3, 1994] 


Application of the standard to the current facts and 

circumstances 

Petitioner's explanation of the delay has been considered, and 
it has been determined that it fails to meet the standard for 
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acceptance of a late payment of the maintenance fee and 
surcharge, as set by 35 U.S.C. § 41(c) and 37 C.F.R. 
§ 1.378(b) (3) . 

The arguments and exhibits submitted on renewed petition have 
been reviewed and considered, and they have not been deemed to 
be persuasive. 

The period for paying the 7^-year maintenance fee without the 
surcharge extended from March 1, 2001 to September 1, 2 001, and 
for paying with the surcharge from September 2, 2 001 to March 1, 
2002. Thus, the delay in paying the 7^-year maintenance fee 
extended from March 1, 2002 at midnight to the filing of the 
original petition on November 6, 2006. 

The underlying facts are summarized as such: 

• The inventor assigned all patent rights to Cynosure. 

• On March 1, 1994, the present patent issued. 

• At the time of issuance, Horace Furumoto was the President 
of Cynosure, Emanuel Crespo served as Cynosure's in-house 
attorney, and Cynosure relied on outside counsel (David 
Prashker) to track its maintenance fee payments. 

• The 3^-year maintenance fee was timely submitted on 
November 20, 1997, along with the required surcharge, by an 
unknown ent i ty . 

• In 2003, Cynosure underwent a corporate restructuring, Mr. 
Furumoto retired, and Mr. Crespo left the company. 

• Prior to the restructuring, George Cho was responsible for 
Cynosure's clinical studies, regulatory affairs, and 
quality assurances. After the corporate restructuring, he 
became responsible for regulatory affairs and management of 
Cynosure's intellectual property. 

• Upon assuming responsibility for Cynosure's patents, Mr. 
Cho was given a list of what was intended to constitute 
Cynosure's entire patent portfolio. The present patent did 
not appear on the list, which had been had previously 
maintained by Mr. Crespo. 

• It is not clear when Cynosure ceased using David Prashker 
as outside counsel, and retained the services of HBSR. 

The decision on the original petition set forth that Petitioner 
had failed to establish that the entire period of delay was 
unavoidable for the following reasons: 
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1. It was not clear who submitted the first maintenance fee. 

2. It had not been established that Mr. Prashker had any steps 
in place for ensuring the timely payment of the maintenance 
fee . 

3. Petitioner had submitted a statement of facts from George 
Cho, however Mr. Cho does not have firsthand knowledge of 
"the facts involved at the time of expiration of the patent 
for failure to pay the second maintenance fee." 

4. The decision further indicated that a statement of facts 
would be required from Messrs. Furumoto and Crespo, 
indicating why this patent was not included in the list 
that was presented to Mr. Cho and represented as Cynosure's 
complete patent portfolio. The decision also indicated 
that a statement of facts would be required from Mr. 
Prashker . 

Regarding the first and second points above , it has not been 
determined who submitted the first maintenance fee, nor has it 
been established that any steps were in place for ensuring that 
the maintenance fee would be submitted in a timely manner. 

Petitioner has set forth that "[t]he evidence suggests that Mr. 
Prashker did pay the first maintenance fee... 15 " Petitioner has 
further asserted Mt]he evidence furthest suggests that Mr. 
Prashker...had a system in place for monitoring deadlines and 
paying maintenance fees... 16 " Each assertion amounts to mere 
supposition and conjecture. In essence, Petitioner has based 
his first assumption on the fact that Mr. Prashker was acting as 
outside counsel at the time. The second assumption is based on 
the first - if Mr. Prashker submitted the first maintenance fee, 
then he must have had a system for tracking the maintenance fees 
that was reliable. 

Petitioner further set forth w [w] hatever system was in place 
that resulted in the first maintenance fee being paid, the 
evidence suggests that this system failed with respect to the 
fee due in 2001- 2002 17 . " 

Petitioner has not described what steps, if any, Mr. Prashker 
had in place for ensuring the timely submission of the 
maintenance fee. 


15 Renewed petition, page 3. 

16 IcL at 4 . 

17 Id. 
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Petitioner has added that HBSR handled "the majority of 
Cynosure's patents' 7 during "the time period relevant to this 
case (i.e. 2001-2002) 13 . " The inclusion of the word "majority , " 
coupled with the assertion regarding the failure of the system 
that Petitioner has asserted that Mr. Prashker had in place 
strongly suggests that HBSR was not in charge of tracking the 
maintenance fees for this patent at the time of expiration. As 
such, the system that HBSR had in place is not relevant to the 
expiration of this patent. 

Assuming arguendo that HBSR was in charge of tracking the 
maintenance fees for this patent at the time of expiration, it 
is not clear why this maintenance fee was not timely submitted. 
Petitioner has described the tracking system that HBSR has in 
place, and has indicated that a patent is entered into the 
docketing system "upon receipt of the Issue Notification from 
the USPTO 19 ." This patent issued in 1994. As such, it does not 
appear that this patent would have been entered into HBSR's 
docketing system, and no mention has been made of any provision 
for when HBSR assumes responsibility of issued patents. 

Regarding the third point above , Petitioner has asserted that 
Mr. Cho is "directly knowledgeable of Cynosure's current and 
historical practices with respect to maintenance fee payments 20 , 
and has cited to the fourteenth paragraph of Mr. Cho's 
declaration of facts. This paragraph has been reviewed, and it 
appears that his knowledge is limited to an approximate number 
of patents that Cynosure owns, the fact that Cynosure relies on 
outside counsel, and that this system has worked "well to date. 
Mr. Cho does not appear to have any firsthand knowledge 
pertaining to the docketing system that Mr. Prashkar might or 
might not have had in place, or the identity of the party who 
submitted the first maintenance fee. These are the relevant 
issues, and it is clear that Mr. Cho does not have any firsthan 
knowledge relating to them. 

The requirement that Petitioner must address the issue of why 
this patent was not included in the list that was presented to 
Mr. Cho, and represented as Cynosure's complete patent 
portfolio, does not appear to have been addressed. 


18 icL_ at 2 . 

19 id^ . 

20 Id. 
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Regarding the fourth point above , a statement of facts has not 
been provided from any of these three individuals. Petitioner 
has asserted that Mr. Furumoto is deceased. It appears that 
Petitioner has made the conscious decision not to provide a 
statement from Messrs. Crespo and Prashker, based on their 
indication to Petitioner that they had no recollection of any 
information related to this patent 21 . Nevertheless, statements 
from these individuals were required 22 , and they have not been 
provided. Without statements from the parties responsible for 
the payment of the maintenance at the time the patent lapsed, a 
determination as to whether the failure to pay the maintenance 
fee was unavoidable cannot be made. In the ahsence of such 
statements, we are left with speculation and conjecture as to 
what happened . 


Conclusion 

The prior decision that refused to accept, pursuant to 37 C.F.R 
§ 1.378(b), the delayed payment of a maintenance fee for the 
above -identified patent, has been reconsidered. For the above 
stated reasons, the delay in this case cannot be regarded as 
unavoidable within the meaning of 35 U.3.C. § 41(c)(1) and 37 
C.F.R. § 1.378 (b) . 

Since this patent will not be reinstated, Petitioner is entitled 
to a refund of the surcharge and the 1 X A and HM-year maintenance 
fees, but not the $400 fee associated with the filing of this 
renewed petition pursuant to 37 C.F.R. § 1.378(e). These fees 
will be refunded to Petitioner's Deposit Account in due course. 


21 See renewed petition, page 4 . 

22 On the fourth page of the renewed petition. Petitioner sets forth "...the 
Office suggested (emphasis added} that a renewed petition include statements" 
from these individuals. The fourth page of the decision on the original 
petition clearly set forth that the submission of these statements was not a 
mere suggestion, but rather rhat these statements were "required." 
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Telephone inquiries regarding this decision should be directed 
to Senior Attorney Paul Shanoski at (571) 272-3225 23 . 


Charles Pearson 
Director 

Office of Petitions 


cc: Kevin Shaughnessy 

Hamilton Brook Smith and Reynolds PC 
530 Virginia Road 
P.O. Box 9133 
Concord, MA 01742 


23 Petitioner will note that ail practice before the Office should be in 
writing, and the action of the Office will be based exclusively on the 
written record in the Office. See 37 C.F.R. § 1.2. As such. Petitioner is 
reminded that no telephone discussion may be controlling or considered 
authority for any further action (s) of Petitioner. 
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Patent No. 6,205,885 

Issue Date: March 27, 2001 : Decision on Petition 

Application No. 09/391,709 : 

Filing Date: September8, 1999 : 

Attorney Docket No. 70614.30 : 


This is a decision in response to the communication filed July 21, 2010, which is being treated as 
a petition under 37 C.F.R. § 1 .1 83 and a petition under 37 C.F.R. § 1 .378(b). 

The petition under 37 C.F.R. § 1.183 is granted. 

The petition under 37 C.F.R. § .1 .378(b) is granted. 

The Office has charged the required petition fee ($400), the required surcharge ($700), the 
3.5 year maintenance fee ($490), and the 7.5 year maintenance fee ($1,240) to Deposit 
Account No. 08-1394. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Charles Steven Brantley 
Senior Petitions Attorney 
Office of Petitions 
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Crankbrothens, Inc., formerly known as California Crank Brothers, Inc. ("Cnuik 
Brothers"), the assignee of U.S. Patent No. 6,205,885 to Hermansen ("Hermansen *885") submits 
this Supplemental Petition to the Commissioner to revive I-ferroansen '885 and to accept delayed 
payment of the first maintenance fee, and renewed timely payment of tire refunded second 
maintenance tec, for Hermansen '885, This Supplemental Petition is filed in response to the 
Decision on Petition mailed June 3, 2009. 

Crank Brothers and the undersigned attorneys greatly appreciate the availability of Acting 
Assistant Commissioner for .Patent Examination Policy Robert W. Bahr to meet and discuss 
Hermansen '885 on May 19, 2010. Crank Brothers respectfully requests consideration of this 
delayed Supplemental Petition submission under 37 C.F.R. §§ 1.182, l.l 83, and/or 1 .378 to 
waive the requirement to reply within two months of the Decision on Petition mailed June 3 4 
2009 in view of the apparently falsified record created by Crank Brothers' former patent, counsel 
Leonard Tachner ("Tachner") or his employees. The inaccurate facts and apparently falsified 
documents in the record, coupled with incorrect U.S. Patent and Trademark Office ("U8PTO") 
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records hindered the investigation as to the true facts relating to Hermansen c 885. This 
extraordinary request is made in view of the recent discovery of Tachner or his employees 1 
apparently fraudulent concealment of the actual facts while attempting to have the delayed 
maintenance fees accepted, as well as the importance of Hermansen *885 to Crank Brothers. 

Hermansen l 885 issued on March 27, 200 L Hermansen '885 names as inventors, the 
principals of Crank Brothers, namely* Carl Winefordner and Frank Hermansen. The first 
maintenance tee for Hermansen '885 could have heen paid beiween March 27, 2004 and Monday 
March 28, 2005, The first maintenance fee was not timely paid and Hermansen '885 expired at 
midnight on March 29 s 2005. 

A Petition for Acceptance of Delayed -Payment of Maintenance Fee Under Rule 1.378(b) 
(the "Petition*) was filed by Tachner on October 18, 2007, A Decision (the w Rm Decision") 
dismissing the Petition was mailed to Tachner on April 9, 2008. A Request for Reconsideration 
of Petition for Acceptance of Delayed Parent of Maintenance Pee Under Rule. 1378(b) (Ihe 
''Request") was filed by Tachner on July 3.1, 2008. A Decision (the "Second Decision*) granting 
the Petition was mailed fco Tachner on October 1 5, 2008, As a result of the Second Decision, 
Hermansen *885 was reinstated. The second maintenance fee and ihe required surcharge were 
then timely submitted by Tachner on November 6> 2008. A "corrected" Decision (the 'Third 
Decision 1 ')., which vacated the Second Decision mid denied the Petition, was mailed to Tachner 
on June 3, 2009 and roughly concurrently the USPTO apparently. refunded to Tachner\s deposit 
account all fees associated with the first and second maintenance fee payments. Copies of the 
Petition, the First Decision, the Request, the Second Decision and the Third Decision are 
attached as Exhibits A-E, respectively. 

iritis Siippjementa! Petition for Reconsideration and. the attached Declaration and .Exhibits 
constitute a veri fied, showing that the delay in the payment of the first maintenance fee for 
Hermansen "885 was unavoidable, despite the exercise of reasonable care by Crank Brothers to 
ensure that the first maintenance fee wouJd be timely paid. Specifically, this Petition and. the 
attached Declarations demonstrate that Ihe delay in the payment of the first maintenance fee 
resulted from one or more of a docketing error and a clerical error committed apparently by 
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Tachner staff and the apparent fabrication o f evidence by Tachncr or his staff to actively 
oonccal such errors while at the same time attempting to reinstate the patent. 

EVIDENCE fK SOl^ORT OF PETITION 

Attached to this Supplemental Petition is the Declaration of Torn Chen (Exhibit F), Crank 
Brothers' current patent counsel. The Chen Declaration together with Exhibits A-E and Exhibits 
G-Y, demonstrate that: 

(1) One or more of a docketing error and a clerical error whs the cause of the delay 
inpayment of the- iSrst maintenance fee for Herm?nsen *88-5> 

(2) Tachncr or his staff intentionally deceived Wmcforciner, Hernianscn, Crank 
Brothers and. the USPTO as to the errors that led to the delay in payment of the 
first maintenance fee for Hermansen '$85, and 

(3) Wuicfordner, Hermansen and Crank Brothers have at all times exercised due 
care and been diligent in pursuing the reinstatement and payment of maintenance 
fees for Hermansen "885, 

ARGUMENT IN SUPPORT OF PETITION GRANT 

35 U.S.C § 41(c)(1) and 37 CFR § 1.378(b) provide thai the Director may accept the 
payment of any maintenance fee due on a patent after the expiration of the pateni if* upon 
petition, the delay in -payment of the maintenance fee is shown to the satisfaction of the 
Commissioner to have been unavoidable. 

As noted in the Third Decision, 37 CFR § 1. 378(b)(3) states that any petition to accept 
delayed payment of a maintenance fee must include: 

"A showing that . . . reasonable care was taken to ensure that the maintenance fee 
would be paid timely and that the petition was filed promptly after the patentee , . 
. became aware of . . .the expiration of the patent. The showing must enumerate 
the steps taken to ensure timely payment of the maintenance fee, the date, and the 
manner in which the patentee became aware of die expiration of the patent.'* 
(Third Decision, page 2). 

The Third Decision also .states thai: 

"In order for a party to prove unavoidable delay, the Office requires the party 
demonstrate the party exercised the 'care or diligence tha[(] is generally used and 
observed by prudent and careful men in relation to their most important 
business.*" (Third Decision, page 2). 
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As noted in MPEP § 71 1 .03(c)(2) decisions on reviving abandoned applications on the 

basis of "unavoidable" delay follow the reasonably prudent person standard to determine if a 

delay was unavoidable. This section of the MPEP goes on io note that in the context of the 

reasonably prudent person standard: 

'The word "unavoidable 1 ... is applicable lo ordinary human affairs, and 
requires no more or greater care or diligence than is generally used and observed 
by prudent and careful men in relation to their most important business. It permits 
them in the exercise of this care to rely upon the ordinary and trustworthy 
agencies of mail and telegraph, worthy and reliable employees, and. such other 
means and instrumentalities as are usually employed in such important business, 

(Emphasis added) 

Also as noted in MPEP § 71 1.03(c)(2); 

4< A delay resulting from an error (e.g., a docketing error) on the part of an 
employee in the performance of a clerical function may provide the basis for a 
showing of 'unavoidable* delay, provided it is shown that; 

(A) the error was the cause of the delay ai issue; 

(B) there was in place a business routine for performing the clerical 
function that could reasonably be relied upon to avoid errors in its 
performance; and 

(C) the employee was sufficiently trained and experienced with regard to 
the function and routine tor its perlb.rm.ance that reliance upon such 
employee represented the exercise of due care/* 

h CRANK BROTHERS RELIED UPON TACHNER IX) PAY THE 
MAINTENANCE If EES FOR HERM ANSEN *88S 

As stated in the Declarations of Carl Winefordner and Frank Fermansen submitted with 
the Request, Crank. Brothers engaged Tachner to provide various services with respect to the 
preparation, prosecution and maintenance of Crank Brothers' U.S. and corresponding foreign 
patents. While the degree of reliance by Crank Brothers on Tachner for services related to the 
preparation and prosecution of patent matters varied, one thing was consistent ~ Tachner was 
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Always responsible for the docketing and payment of maintenance fees and annuities with respect 

to all of Crank Brothers' U.S. and foreign patent matters. 

With, respect to Meim.ans.cn *885> Winefordner and Hermansen wrote the .underlying 

application while Tachner edited the application and wrote the claims. Winefordner and 

Hermansen filed the application and it was allowed on the first action. Winefordner and 

Hermansen paid the issue fee and thereafter met with Tachner and his staff and requested that 

Tachner assume responsibility for Hermansen '885 including the docketing and payment of 

maintenance fees. Obviously, once the issue fee was paid, the only action left to be taken with 

respect to Hermansen 4 885 was the payment of the- first, second and third maintenance fees, if 

Crank Brothers had not intended for Tachner to handle the ti mely payment of maintenance fees 

for Hermansen '885, there would have been no reason for Winefordner and Hermansen to meet 

and request that Tachner assume further responsibility for the paient. Indeed, according to the 

Winefordner 'Declaration, Winefordner stated that; 

**Our plan was to turn .over this patent to Mr* Tachner as soon as we received the 
first Office Action* but as it turned out, this patent was approved without any 
Office Actions. So Frank and .[ paid for the patent issue fee directly, and then met 
with Mr. Tachner s secretary, Janis Foreman, and requested that the Law Office of 
I^Onard Tachner take over further responsibility for this patent including future 
maintenance fees/* ( Winefordner Declaration, paragraph 4, pages 2-3)< 

Winefordner also stated that : 

U J am 100% sure that I gave Mr, Taehner's secretary, Janis Foreman, instructions 
to pay the maintenance fees on our '885 paient and I am without any doubt sure 
that 1 never told her that I or we would pay it. ourselves. I specifically told Ms, 
Foreman this in person while Frank and I visited the law office" (Winefordner 
Declaration, paragraph 5, page 3). 

Finally, Winefordner stated that: 

"Frank [Hermansen] and I specifically communicated to the Law Offices of 
Leonard Tachner to take over patent responsibilities and pay the maintenance fees 
of the '885 patent/' (Winefordner Declaration, paragraph 1 1> page 5). 

According to the Hermansen Declaration, Hermansen substantiates the statements made 

by Winefordner as follows: 

"I recall that we paid for the patent issue fee directly and then met with Mr. 
Tachners secretary, Janis Foreman, to request that the Law Office of Leonard 
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Tacbher take over all responsibility for this patent including payment of future 
maintenance fees/* (Hermansen Declaration, paragraph 3, page 2). 

"We made our instructions and intentions very clear to Mr. Tachner's secretary." 
(l-farm ansen Declaration, paragraph 4 ; page 2). 

**t am completely positive that we requested the Law Office of Leonard Tachner to 
pay the maintenance fees on tins patent as 1 was present during this conversation." 
(Hermansen Declaration, paragraph 5, page 2). 

In view of the Wineibrdner and Hermansen Declarations, it is clear that Crank Brothers 
was never confused about whose responsibility it was to pay the maintenance fees for Hermansen 
'885 - Tachner was responsible at all times. As will, be shown below, Tachner was not confused 
either - he. knew he was responsible for those maintenance fees. 

It is important to note ihatHennansen '885 is the brightest gem in Crank Brothers* 

American success story and it has and does protect a significant port ion of Crank Brothers' 

domestic bicycle pedal revenue from substantial foreign competition headquartered in, for 

example, Japan and France. 1 Attached as Exhibit G is a copy of an email from Winefordner to 

Tachner dated March 27, 2008 which states that; 

'There are many millions of dollars of revenue potentially riding on [the 
reinstatement <rfHerniansen *885J, because Vm sure that we will be copied 
heavily if the bike industry figures out that we don't have an active patent. Last 
year we sold over §7,000,000 worth of pedals under this patent, and this year it 
will be more. It is the majority of our business still " 

Thus, based solely on the Declarations of Winefordner and Hermansen submitted with the 
Request, the record is clear that Crank Brothers never informed Tachner or his staff ihat Crank 
Brothers would pay the maintenance fees for Hermansen. *885 or any of Crank Esthers' other 
U.S. and foreign patents handled by Tachner. The USPTO, however, was apparently misled by 
the Declaration of Sms Foreman submitted with the Petition and the Declaration of Leonard 
Tachner submitted with the Request which are discussed below, as to the facts surrounding the 


1 It should fo« noted that Crank Brtftexs became part of a ford&tvowued entity aiter January, 2008 alter the 
events leading to the Petition and ita? filing <rf the Petition itself. Crank Brothers still has the same principals ami 
substantially the same maxrofecturing facilities in the U.S. as before this change, and still qualifies for small entity 
status. 
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delayed maintenance fee payment in Hermansen *885 when issuing the First Decision and the 
Third Decision. 


2. TACHNER ALLEGED THAT CRANK BROTHERS ASSUMED 
R£SPQNSIBn;rrY FOR PAYMENT of maintenance fees for 
IIERMANSEN '885 

According to the Petition, which was authored t>y Tacbner, the delay in payment of ihe 

first maintenance fee for Herroansen 4 885 was allegedly clue to confusion between Tachoer's 

staff and Crank Brothers as to who would pay ihc maintenance, fee. In an attempt to document 

the alleged confusion, the Petition included the Declaration of Janis* Foreman, Tachner' s Office 

Manager and secreiary* which stated that: 

*[B}efore the first annuity became due (September 27. 2004) 1 entered a statement 
on the face of the file that the client would pay the annuities ... As shown in the 
attached Exhibit C which is a photocopy of the face of our Docket No, SLEP-.2 1 , it 
is noted the client will pay the maintenance .fee. All of the issued patent file faros 
for this client show that the client will pay their own annuities as of mid-2004 (see 
sample photocopies attached as Exhibits D1-D6). I recall doing so based on a 
discussion with the client indicating .that they would pay their own annuities/* 
(Foreman Declaration, paragraph 4, page 2). 

As will be demonstrated below, the above-noted statement in the Foreman. Declaration 
was apparently false and was presumably made in an apparent attempt to fraudulently conceal the 
cause of the error that led to the late payment of the first maintenance fee for Hennanscn s 885, 

The above-noted apparently false statement in the Foreman Declaration was extremely 

important to the effort to reinstate Hermansen *885. Indeed, the First Decision stated that: 

"Based on ihe facts in the record, it appears the most likely explanation for 
petitioner's failure to pay the fee is: 

(1 ) Petitioner informed the law firm petitioner would pay maintenance 
fees in the future, 

(2) Petitioner failed, to take steps to ensure The fees would be timely 
paid, and 

(3) Petitioner failed, to pay the fees/' (First Decision, page 3). 
The First Decision also stated that: 


"If petitioner never informed the law firm that petitioner] would pay the 
fees, then Ms, Foreman's conduct does not appear to have been reasonable. Ms. 
Foreman did not simply make a typographical or minor clerical error. Instead near 
mid-2004, she intentionally changed most, if not all of petitioner's files, io 
indicate petitioner would be paying the fee. 

The Office notes Ms. Foreman has stated, 'All of the Issued patent files for 
this client show that the client will pay their own annuities as of ■mid-2004.* 
However, the front, of the files for Patent No. 6,851,189, and Patent No. 
7,225,70-5, render the comment ambiguous. The front of each file appears to 
indicate the 'client, to pay 5 entries were made after mid-2004. For Patent No. 
6,851,189, the entry indicating * client to pay annuities* follows the entry 
indicating the issue fee was paid December 30, 2004. For Patent No, 7,225/703, 
the entry indicating 'client pays annuities* follows the entry -indicating the issue 
fee was paid April 16, 20(17. Jf Ms. Foreman made an error, it appears she made 
the same error on. multiple occasions. Any request for reconsideration should he 
accompanied by a full discussion of each occasion Ms. Foreman changed any of 
petitioner's files to indicate petitioner would pay the fee/ 5 (emphasis in original) 
(First Decision, pages 4-5). 

The Third Decision also refers, to the apparently false statement in the Foreman 
Declaration: 

H ln this case, the facts arc clear thai petitioner initially retained Tachner 
and relied on Tachner to inform petitioner of when .maintenance fees became due 
for petitioner's patents, However, at some point prior to September 22, 2004, 
when the first maintenance fee became due, an entry- was made in the docket 
records that 'the client will pay their own annuities/ The record is not clear thai 
an error in docketing the payment of the maintenance feci* occurred. The facts as 
set forth in the Foreman declaration do ndt show that any error in docketing was 
made by the party responsible for maintaining the docket records. What the facts 
of record show is that there was confusion between the client and the attorney 
over who would pay the maintenance fee." (Third Decision, page 6). 

"U is well established that failure in communications between a client and 
his or her attorney does not constitute unavoidable delay. Here it would appear 
that a misunderstanding has occurred over who would be responsible for tracking 
and paying the maintenance fee. The failure in communication is not considered 
io be unavoidable error," (Third Decision, page 7). 

Thus, ii is clear that the apparently false statement in the Foreman Declaration alleging 
that there was confusion between Tachner' s office and Crank Brothers over who would track and 
pay the maintenance fees for Hermansen *885 were the key "facts" relied upon in the First and 
Third Decisions in which the Petition io reinstate Hermanseu '885 was denied. 
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In addition to the apparently false statement in the Foreman Declaration, the Request 

included the Declaration of Leonard Tachner, which also included potentially false statements 

concerning Herhnuiscn. *8&5, Specifically, the Tachner Declaration states that: 

"Because .1 did not file or prosecute the *885 patent, we have no file history 
for it. Apparently, Messrs. Winefordner and Hermansen still have the prosecution 
'documents far the '883 patent. We have made a substitute file in which there is 
only a copy of the issued patent and a copy of our October 2007 petition, Any ami 
all documents that might have been received by our office from the USPTO in 
regard to the ; 885 patent should, be contained in that file, but there are none.*' 
(Tachner Declaration, paragraph 6, page 3). 

Contrary to the Tachner Declaration, and as slated in the Chen Declaration, Tackier* s file 
for Hermansen *885 contains a stamped postcard receipt dated May 17, 2004 which confirms that 
Tachner changed the correspondence address to ensure receipt of OSPTO correspondence for 
Hermansen *885, A copy of this stamped postcard receipt is attached as Exhibit H". It is 
important to note that Tachner filed the change of correspondence address documentation during 
the time the window was open for payment of the first maintenance fee for Hermansen '885, i.e., 
between Match 27, 2004 and March 28, 2005, Tachner presumably changed fiie correspondence 
address for Hermansen ; 885 so he could receive reminders regarding the maintenance foes, 
which he was responsible for paying, directly from the USPTO. 

T herefore, the Tachner Declaration was factually incorrect in stating; (i) ihere was 
nothing in Tachner \s file for Hermansen '885 besides the patent, and (it) there was confusion as 
to who was responsible for the maintenance fee payment. Jh reality, no confusion existed at the 
time, Tims, it is clear that Tachner was responsible for the payment of maintenance fees for 
Hermansen '885 at the time the first and second maintenance fees were due. 

3, TACHNER APPARENTLY FRAUDULENTLY CONCEALED THE ERROR 

THAT LED TO THE LATE PAYMENT OF THE FIRST MAINTENANCE FEE 
FOR HERMANSEN '885 

On or about April 14 } 2009, at the request of Crank Brothers, Tachner transferred all of 
his files concerning Crank Brothers 1 patent and trademark matters k> Haynes and Boone* LLP, 
Consequently, Haynes and Boone now has custody of Tachner s actual tiles including the 
original file covers that were prepared by Tachner or his staCf in connection with the filing, 
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prosecution and maintenance of Crank Brothers 1 U.S. patent filings. Attached as Exhibits .(~N 

are tine and correct photographs of the file covers that Tachner or his staff prepared in 

connection wife the following U.S, Patents owned by Crank Brothers: 

U.S. Patent No, 5,676,529 
O.S. Patent No. 6,027,319 
U.S. Patent No. 5,857,509 
U.S. Patent No. 6,059,245 
US. Patent No. 6,851,189 
US. Patent No, 7,221703. 

Upon. receipt of the transferred patent files from Tachner, Crank Brothers' current patent 
counsel placed a tracking label in the upper left corner and an attorney docket number in the 
upper right corner of the file covers. As a. result, the notations placed on the file covers by 
Tachner or his staff remain untouched. In this regard, see paragraph 7 of the Chen Declaration. 

With respect to the notations placed on the file covers by Tachner or his staff, Exhibits I* 
N correspond exactly to Exhibits D1-D6, respectiveJy;;to the Foreman Declaration, except for 
one significant detail Specifically, the handwritten notations of "client will pay", "client pays" 
''client to. pay annuities", or "client pays annuities" that appear in. the right-hand column next to 
the due dates for the annuities for such patents as well as the semi-circular bracket shown in 
Exhibits Dl 436 to the Foreman Declaration are absent ftom the photographs in Exhibits J-N. 
The photographs in Exhibits I-N also demonstrate -that there are no alterations* erasures, white- 
outs or cover ups on the file covers. This is also confirmed by paragraph 7 of the Chen 
Declaration. Consequently, the only explanation for the discrepancy between Exhibits J-N and 
Exhibits D1-D6 to the Foreman Declaration is that Tachner or his staff made photocopies of the 
respective file covers, entered the handwritten notations on the photocopies, made photocopies of 
the hand-altered photocopies and submitted them under oath as being true copies of the file 
covers, ft is clear from Exhibits I-N ihat the handwritten notations shown in Exhibits DKD6 to 
the Foreman Declaration were never actually written on the file covers. 

Attached as .Exhibit () is a photograph of the cover of Tachner 1 s file for Hermansen * 885. 
Exhibit O corresponds exactly to Exhibit C to the Foreman Declaration, except for the tracking 
label and attorney docket number placed on the file cover by Crank Brothers* current patent 
counsel Contrary to Exhibits NN, Exhibit O does show ihat the handwritten notation "client to 
pay annuities" was actually written, on the file cover and was subsequently crossed out (perhaps 
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immediately after being written; when Tachner attempted to pay the first maintenance fee with 
ihe Petition on October 18, 2007. It follows then that if the handwritten notations shown in 
ExhibtteD!-P6 to the Foreman Declaration had actually been written on the file covers, when 
the maintenance fees were later paid by Tachner, the handwritten notations would be crossed oat 
like they were on Exhibit O. This inconsistency also supports the conclusion that rather than 
being authentic copies of the file covers of Tachner's files concerning Crank Brothers' U.S. 
patents, .Exhibits D1-D6 to the Foreman Declaration appear to have been intentionally falsified - 
presumably to support Tachner's contention that there was confusion as to whether Tachner or 
Crank Brothers was responsible for the tracking and payment of the first maintenance fee for 
Hermansen '885. Consequently, it appears thai Tachner intentionally fraudulently concealed 
from Crank Brothers and the USPTO (be docketing or clerical error committed by Tachner's staff 
that led to the delay in the payment of the first maintenance fee for Hermansen * 885. Since the 
file covers of Exhibits Dl-Dtf to the Foreman Declaration bearing handwritten notations have 
been shown to have been apparently falsified, the veracity of the allegedly, corroborative, 
handwritten docket sheets attached to the Foreman Declaration as Exhibits A and B1-B3 are also 
suspect and will not be commented upon herein. 

Tachner and his staff apparently had clear motivation to conceal the docketing or clerical 
error from Crank Brothers and the USPTO. Tachner and his staff were well aware of the 
significance of Hermansen ' 885 to Crank Brothers' competitive position in. the bicycle pedal 
Industry. Indeed, Tachner stated in the Request that: 

"[IJf this request, for reconsideration of the petition is found lacking. I am 
personally at risk for a staggering liabili ty which would likely terminate a 36-year 
career ... and negatively affect the rest of my life." (Request, pages 2-3). 

Further, during die course of the maintenance history concerning Hermansen '885 there 
were four documents that showed a negative effect on the status of Hermansen '885. These 
documents are: 

1 . The Maintenance Fee Statement that would have been routinely mailed on or 
about September 27, 2004 (three and one-half years after the issue date of 
Hermansen '885) to Tachner as the 'Tee Addressee"; 

2. The Notice of Patent Expiration dated April 21, 2005, a copy of which is 
attached as Exhibit P; 
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3, The First Decision; and 

4. The Third Decision. 

Each of these 'documents was properly addressed to Tachner, but Tachner claims to have 
never recei ved any of them (See paragraph 5 of the Tachner Declarati on and paragraph 5 of the 
Chen Declaration). On the other hand, the only positive document following the issuance of 
Hermansen '885, namely the Second Decision, was received by Tachner. In light of Tachner s 
apparent intentional falsification of documents and potentially active concealment of the error in 
the payment of the first maintenance fee for Hermansen '885, it stretches credulity to believe that 
Tachner and his staff did not receive even a single one of the four above-noted documents that 
bore negatively on die status of Hermansen '885. Instead, what seems likely is that Tachner or 
his staff did receive such documents bat destroyed them to further the concealment of errors 
concerning Hermansen *8S5. 

As further evidence, of the apparent concealment of the error concerning Hermansen '885 
by Tachner or his staff) it should be noted that Winefordner and Hermansen were completely- 
unaware of the contents of the Petition, the Foreman Declaration, the Request and the Tachner 
Declaration. Instead., Winefordner arid Hermansen had only been permitted to review their own 
Declarations, and. therefore could not. have possibly understood the facts and positions that 
Tachner stated (and those he omitted) in pursuing the reinstatement of Hermansen '885 by the 
filing of the Petition and the Request. In this regard, see Winefordner's email dated July 1 4, 
2008 to Tachner attached as Exhibit Q which states that '*l>']e don't know what you included in 
the petition." Also, see the Declaration of Carl Winefordner ("Winefordner II Declaration' 5 ) 
attached hereto as Exhibit R. 

Stilt further, attached as Exhibits S and T are the transaction histories for Crank Brothers' 
U.S. Patent Nos. 5,676,529 and 5,857,509, respectively. As noted in "Exhibit S, U.S. Patent No. 
5,676,529 expired twice, namely on November 20, 2001 and on November 1 6, 2005. Also, a 
Petition to Accept Late Payment, of Maintenance Fee was filed on October 3, 2007 and a 
Decision on the Petition was mailed on October 3, 2007. As noted in Exhibit T, U.S. Patent Wo. 
5,857,509 expired on February 14, 2007, a Petition to Accept Late Payment of Maintenance Fee 
was filed on October 3, 2007 and a Decision on the Petition was mailed on October 3, 2007. As 
noted in the Winefordner II Declaration, Tachner never told Crank Brothers that U.S. Patent No. 
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5,857,509 had expired nor that U.S. Patent No. 5,676,529 had expired twice. Rather, Tachner 
hid these adverse events and correspondence from the USPTO from Crank Brothers., although hi 
those cases he was able to revive the expired patents without Crank Brothers* invol vemeut or 
knowledge (Winefordner II Declaration, at paragraphs 4-6). 

As noted in. paragraph 8 of the Chen Declaration, every single one of the Notices of 
Patent Expiration, Petitions to Accept Late Payment of Maintenance Fee and Decisions on 
Petition for U.S. Patent Nos> 5 V 676 > 529 and 5,857,509 was missing from the files Tachner 
transferred to Crank Brothers' current patent counsel* In addition, the Petition and the Request 
are missing from Tachner '$ file for Hermaftsen '885. Finally, as noted in paragraph 8 of the 
Chen Declaration, in a telephone conversation between Chen and Tachner on July 7> 2010, 
Tachner confirmed that, he had transferred to Crank Brothers* current patent counsel all of his 
files and documents concerning Crank Brothers* patent matters. Every single one of these 
documents, especially those prepared by Tachner or his staff; should he in the files. The absence 
of these documents from Tachner' s files certainly suggests they were intentionally removed in 
furtherance of the concealment from Crank Brothers and the USPTO of the errors concerning 
Hermanscn v 885 and other patents owned by Crank Brothers. When an attorney intentionally 
conceals various substantive mistakes from his client, fairness requires that the client not be 
adversely prejudiced by requiring diligent action until after the client understands the extent of 
the deceit foreLonardo, 17 lLS.P.Q/2d 1455 (Com'rPat, 1990). 

Finally, attached as Exhibit U is a copy of an email from Janis Foreman of Tachner' s 
office io Winefordner dated October 3, 2007. Exhibit U demonstrates that Tachner and/or his 
staff discovered several concurrent maintenance fee problems regarding Crank Brothers' U.S, 
patents for which Tachner was responsible, and attempted to correct these problems without 
explaining to Crank Brothers that the affected patents had expired> Exhibit U, of course, came 
well, after mid-2004 when the Foreman Declaration alleges Crank Brothers was responsible for 
all of Crank Brothers* annuity payments. Importantly, Exhibit U does not state that Crank 
Brothers missed the maintenance fee deadline as it would if they were responsible, but rather, 
Tachner takes responsibility for the missed maintenance fees and indicates corrective action has 
been taken (without Crank Brothers' input) to "correct the situation/' Why? Because Tachner 
was responsible for all maintenance fee payments. Attached at Exhibit V is a list of Crank 
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Brothers* US, and foreign patent, mutters being handled by Tachner, The list is dated October 3> 

2007 and was attached .to the email shown in : Exhibit U. As will be noted, the list shown in 

Exhibit V includes the due dates for all three .maintenance fee payments for Hermansen *885. 

Exhibit V also reveals another apparently false statement in. the Foreman Declaration. 

Specifically, the Foreman Declaration states that: 

"Around March 2001, when tire Firm received the above-captiohed issued patent, 
I supervised Miller to assure that entries were made in the docket system for 
September 27, 2004 (3,5 yr annuity), September 27, 2008 (7.5 yr annuity) and 
September 27, 201 2 ( II .5 yr annuity) deadlines for payment of the maintenance 
fees, and lo send a letter to the client explaining the -requirement for paying the 
maintenance fees/' (Foreman Declaration, paragraph 3 t page 2). 

While Hermansen '885 was issued cm March 27, 2001, it seems likely that Tachner did 
not receive instructions from Crank Brothers to do anything with respect to Hermansen ' 885 until 
sometime between March 11 2004 and March 26, 2005, Specifically, the list in Exhibit V 
demonstrates that Tachner* s system for naming files for Crank Brothers was to designate the 
client with the term "SUP" and to then open new matters in a chronological sequence. Had 
Tachner actually received Hermansen '885 around March 2001 and opened a matter for it so thai 
the maintenance fees could be; docketed, Tachner* s matter name for it would have been SL1P-6. 
This is because Tachflfcr'a matter number SLIP-5 was for U.S. "Patent Application No. 09/679,078 
filed May 14, 1998 and Tachner's matter number SLIP-6 was for US* Patent No. 6,851 ,189 
which issued from U.S. Patent Application No. JO/375,243 .filed February 27, 2003. 

Instead, as shown in Exhibit V, Tachner's matter number for Hermansen *885 was "SLIP- 
21". Tachner's matter number SUP-20 was for U.S. Patent No. 7,225,703 which issued, from. 
U.S. Patent Application No. .10/802,105 filed March 16, 2004 and Tachner's matter number 
SUP-22 was for US: Patent Application No. 11/138.134 filed March 26, 2005. Consequently, 
what seems likely is that Tachner or his staff received Hermansen '885 from Crank Brothers 
shortly before the filing of the Change of Correspondence Address evidenced by the stamped 
postcard receipt dated May 17, 2004 and attached as Exhibit H. As noted above, Tachner filed 
the Change of Correspondence Address during the time the window was open for payment of the 
first maintenance fee for Hermansen '885, i.e. between March 27, 2004 and March 28 s 2005. 
The onlV logical conclusion is that Crank Brothers gave Hermansen *885 to Tachner and 


14 


requested that he file the Change of Correspondence Address so that Tachner could receive 
maintenance fee reminders directly from the USPTQ and pay such maintenance fees when due. 

The apparently false statement in the Foreman Declaration about the timeframe in which 
Tachner or his .staff set up a file and docketed the maintenance lees for Hermansen '885 is 
another example of how Tachner submitted apparently false statements in an effort to conceal the 
error that led to the late payment of the first maintenance fee for Hermansen *885> 

4. IF TACHNER II AD NOT APPARENTLY FRAUDULENTLY CONCEALED THE 
ERROR THAT LED TO THE "LATE PAYMENT OF THE FIRST 
MAINTENANCE FEE FOR HERMANSEN v 885> IT WOULD HAVE LIKELY 
BEEN REINSTATED 

As noted above, MPEP § 71 L03(c)(2) stales thai: 

"A delay resulting from an error (e.g.. a docketing error) on the part of an 
employee hi the performance of a clerical function may provide Ihe basis for a 
showing of * unavoidable 5 delay, provided it is shown that: 

(A) the error was the cause of the delay at issue; 

(B) there was in place a business routine for performing the clerical 
function that could reasonably be relied upon to avoid errors in its 
performance; and 

(C) the employee was sufficiently trained and experienced with regard to 
the function and routine for its performance that reliance upon such 
employee represented the exercise of due care. ,? 

As detailed above, tire docketing or clerical error was clearly the cause of the- delay in the 

payment of the first maintenance fee for Hermansen '88$. 

The Tachner Declaration submitted with the Request states that: 

"Over a period of almost thirty years I personally trained Ms. Foreman to 
cany out numerous duties in my practice. Included among these duties is that of 
being responsible for the timely payment of maintenance fees for cmr clients' 
issued U.S. patents. I have also instructed her in communicating with clients in a 
timely manner to learn whether they wish to have us pay maintenance fees for 
them so that we can anticipate being reimbursed for that payment and being paid a 
reasonable service fee. Over that period of time I have come to rely on Ms. 
Foreman to properly cany out these duties, she has paid hundreds of maintenance 
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fees to the U.S. Patent and Trademark Office." (Taehner Declaration* paragraph 
2, pages 1-2). 

The Taehner Declaration submitted with the Request also states that; 

"Ms. Foreman has been a hard-working, dedicated and loyal employee of 
my firm for decades. I've not previously had reason to doubt her word or question 
her actions, Ms. Foreman has through many years of her service io the firm and in 
herniation with clients over that period, convinced rae that she could be relied 
upon to communicate unambiguously with .-clients and to follow instructions from 
me and from clients in regard to what to pay or not pay to the Patent Office in 
behalf of clients/ 5 Taehner Declaration, paragraph 7, page 4). 

Thus, it is apparent from the Taehner Declaration that there was in place a business 
routine for perforating the clerical function that could reasonably be relied upon to avoid errors 
in its performance, and the employee (Ms, Foreman) was sufficiently trained and experienced 
with regard to the function and routine for its performance that reliance upon such employee 
represented the exercise of due care, Consequently, had Taehner admitted in the Petition or the 
Request that his staff had made at least one of a docketing and clerical error that led to the delay 
in the payment of the first maintenance fee for l lermansen *885, it would have been likely that 
Hermansen '885 would have been reinstated. 

In his attempts to reinstate Hermansen '885, Taehner was then faced with tire prospect of 
admitting the error but was likely concerned that if the reinstatement effort was unsuccessful, the 
admission of the error could be used against him in any resulting malpractice claims brought by 
Crank Brothers. Instead of doing the right thing, Taehner* or his staff appears to have chosen to 
cover up ihe error by submitting apparently falsified documents and testimony, 

5, TAGHNEK CONCEALED FROM CRANK BROTHERS. THE REFUND OF 
MAINTENANCE FEE PAYMENTS FOR HERMANSEN 4 885 

In connection with the unsolicited Third Decision, on or about June 4, 2009, the USPTO 
refunded to Tachner's deposit account ihe fee payments in connection with the first and second 
maintenance fees for Hermansen '885. Taehner had previously invoiced Crank Brothers and had 
received payment from Crank Brothers for the first and second maintenance fees for Hermansen 
'885 (Winefordner II Declaration, paragraph 8). 
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To date, Tachner has not informed Crank Brothers thai the fees have been refunded to bis 
deposit aceonnt and he has failed to reimburse Crank Brothers for such" fees (Winefordner II 
Declaration, paragraph 8). Regardless of whether or not Tachner actually received the Third 
Decision, he certainly should have been aware that the .first arid second maintenance fees? had 
been refunded to his USPTO deposit account. He also should have refunded these fees to Crank 
Brothers, 

Thus, in addition io apparently concealing the error and submitting apparently falsified, 
documents and testimony in connection with his attempts to reinstate Hermansen ' 885* Tachner 
also failed to notify Crank Brothers that the USPTO refunded the firs! and second maintenance 
fees to Tachner's deposit account payments arid he also failed to refund such fees to Crank 
Brothers. 

6. CRANK BROTHERS SHOULD NOT BE BOUND BY TACHNER'S CONDUCT 

As demonstrated above, Tachner or his staff appear to have tampered with the file covers 
that were exhibits to the Foreman Declaration submitted with the Petition in a successful attempt 
to create the illusion that there was confusion between Crank Brothers and 1 actmer or his staff 
about who was responsible for payment of the maintenance fees for Hermansen *885. In reality, 
there was no confusion-— Tachner was responsible, hut apparently his staff had simply made a 
clerical error likely in docketing about who was responsible. Crank Brothers should not be 
punished in view of its diligent efforts regarding Hermansen. *885 and the unknown and 
unforeseeable actions of Tachner and his staff, given that Tachner, and possibly his employees, 
acted outside the scope of his authority, acted without knowledge of Crank Brothers as to 
portions of the filings regarding the reinstatement of Hermansen % 885, misled Crank Brothers as 
to the specifics of the Petition and the Request, failed to make other filings authorized by 
Petitioners (Le,, the maintenance fees), failed to keep Crank Brothers updated on the status of 
Hermansen '885, apparently failed to notify Crank Brothers about the refunded first and second 
maintenance fees and to refund these fees, and apparently acted outside the scope of his 
professional responsibilities. While the general rule is that an attorney's conduct is chargeable to 
his client, the general rule has an important exception as noted by die Commissioner of Patents 
and Trademarks in In reUnardo, 17 U.SJP.Q. 2d 145S (Conrr Pat., 1990): 
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"When an attorney intentionally conceals a mistake he has made, thus depriving 
the client of a viable opportunity to cure the consequences of the attorney's error, 
the. situation is not governed by the . . .rule * . . for charging the attorney's mistake 
to his client" (17 U.S.P.Q.2d at 1458). 

In. a manner similar to the facts of the hi re Lonardo decision, h ens Tachner and/or his 
staff appear to have knowingly and intentionally misled Crank Brothers and the USPTO as to the 
error that led to the late payment of the first maintenance fee for Hermansen '885 as well as the 
contents of his submissions over the course of tire revival efforts. 

Now that the record has been clarified as to the actual facts concerning the understanding 
of Tachner and his staff regarding the payment of maintenance lees for Hermansen *885 ? it 
should be clear that the unavoidable error (hat led to the late payment of the first maintenance fee 
for Hermansen '885 was not caused or committed by Crank Brothers. Rather, Crank Brothers 
relied on Tachncr's apparently reasonable procedures, hut a docketing or clerical error occurred 
which error was compounded by Tachner 5 s or his staffs efforts to apparently conceal the nature 
of the error. Crank Brothers was unable to discover this problem until Hermansen '885 and 
another patent entrusted to Tachner were both roughly concurrently discovered to have lapsed 
due to failure to pay maintenance fees. These lapses by Tachner and his siaff occurred despite 
Crank' Brothers' instructions to Tachner and his staff to pay all such maintenance fees and to 
confirm with Crank Brothers about such payments in advance - in case Crank Brothers elected to 
abandon any of its patent rights; It was only at that juncture that Crank Brothers had any idea 
that Tachnefs procedures were either not entirely reliable or were not followed, and that an error 
or two had occurred. But even then, Crank Brothers still did not understand that Tachner's 
attempts to revive Hermansen l 885 were also unreliable at best - and in reality based on 
apparently falsified documents and testimony apparently designed to conceal reality from Crank 
Brothers and the USPTO, Because Crank Brothers was not able to review the Petition, the 
Request, the Foreman Declaration, and the Tachner Declaration, given that Tachner never 
provided drafts or copies of these documents, Crank Brothers had no reason to suspect these 
submissions were inaccurate and could not have discovered the incorrect facts submitted by 
Tachner. (See, e.g.. Exhibit Q). 

Thus, it was not until a few weeks ago that Crank Brothers and current counsel of record 
discovered the apparently falsified documents and testimony previously submitted by Tachner in 
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connection with the Petition and the Request as well as the accompanying Declarations of 
Foreman and Tachner. This discovery permitted Crank. Brothers with an opportunity to 
understand what Tachner and his staflfhad actually done unci what (erroneous) facts had actually 
been presented to (he Patent Office in connection with the Petition and the Request In view of 
Tachners, and his staffs, apparently falsified submissions in. connection with the maintenance 
foe payments and. attempted, revival of Hermansen '885, it would contravene the basic notions of 
equity for Grank Brothers to be forced to stand in Tachner's shoes. 

Indeed, in concert with the decision of the Commissioner of Patents and Trademarks in In 
re Lonardo, the USPTO should ignore- the time period of delay caused by prior counsel's 
deception, and. should instead look only to Crank Brothers' intent and prompt action once aware 
of the true nature of ihe problem, In mLonardo, 17 U.S.P.Q. 2d 1455 (ConVrPat, 1990). 
Further, Crank Brothers' request for consideration is based on the recently discovered inaccurate 
facts submitted in the Petition and the Request, coupled with the corrected facts now diligently 
disc-owed and submitted in connection with reviving Hermansen '885 for late payment of the 
first and. second. maintenance lees with surcharges and petition fees now past due, despite the 
exercise of reasonable, care to ensure that the lees would be timely paid. Despite the procedures 
in place by Tachner, as submitted, in the Petition and Request including the docketing of USPTO 
deadlines and monitoring of same; the docketing notation and possibly other errors by Tachner's 
staff nullified the existing checks and. balances he established to ensure timely payment of the 
maintenance fees —upon which Crank Brothers reasonably relied as shown herein. At no point 
in time did Crank Brothers ever intend for their most important patent, .Hermansen '88S, to lapse 
for any reason (See Exhibit Q, stating to Tachner on July 1 4, 2008 that "we never intended this 
patent to go inactive"). 

1, PETITIONERS HAVE BEEN DILIGENT: THE ADDITIONAL DELAY FROM 
MISLEADING PRIOR COUNSEL ACTS AND INCORRECT USPTO RECORDS 
FROM THEIR DISCOVERY TO THE PRESENT WAS UNAVOIDABLE 

To clarify and support that the delay from issuance of the unsolicited Third Decision was 
also unavoidable, Crank Brothers provides additional new facts below regarding the delay from 
that time to the submission of this Supplemental Petition. Initially, Tachner claims to have never 
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received the unsolicited Third Decision denying the Request, nor would anyone have been 
expecting such a document. Despite the Correspondence Address correctly identifying Tachncr's 
current office address, Tachner told Crank Brothers Chat he never received any further USPTO 
communications regarding Hermansen '885 to date despite the correspondence address being his 
then current office address. (Chen Declaration, paragraphs 5-6, pages 1-2). 

Instead, Crank Brothers' Italian patent counsel APIA sent an email to Winetbrdner on 
December 15, 2009 to which was attached a. list of Crank Brothers' patents which list indicated 
that Hermansen '885 was ^granted/abandoned." See attached Exhibit X, which includes a copy 
of this email and the attached list. Crank Brothers replied to APTAby emai l on December 18, 
2009 and stated that Hermansen : 885 is not abandoned because the previous attorney (Tachner) 
made a mistake and did not pay the maintenance fee on time which caused, it to be briefly shown 
as abandoned, bui that the attorney had petitioned to the USPTO and was able to pay the fee and 
make the patent active again. See attached Exhibit X which includes a copy of Crank Brothers' 
email sent on December 18, 2009. Thus* even up to this point, Crank Brothers had no reason to 
suspect that a clock was ticking or that Hermansen '885 was again in jeopardy. 

On January 21., 2010, APIA sent an email to Torn Chen and asked if any confirmation 
existed from the USPTO about the late payment, of the maintenance fees for Hermansen *885. 
(Sec Exhibit Y which includes a copy of this email, and the Chen Declaration, paragraph 3, page 
1). The same day, Mr. Chen scut an email to his assistant Ms. Annie McNally and asked her to 
check on APTA's request for information about the late payment of the maintenance fees for 
Hermansen -885 (See Exhibit Y). On that same day, Ms. McNally learned that the Request 
appeared to have ultimately been denied in June, 2009, that a decision to that effect had been 
mailed to Tachner, and that based on USPTO records Hermansen '885 had expired on March 27, 
2009" (see Exhibit Y, the Chen Declaration, paragraph 4, page 1 and Exhibit I to the Chen 
Declaration). As shown in Exhibit W, the erroneous expiration date for Hermansen '885 is to 
this day still shown in the records of the USPTO. Thus, as of January 21 , 2010, Mr. Chen and 
Crank Brothers understood that Hermansen '885 had somehow expired or gone abandoned again 
on March 27, 2009 based on USPTO records (Chen. Declaration, paragraph 4, page 1 ). ft would 
therefore have been possible io file a Petition to Revive under the unintentional standard since 
the lapse had been within the last two years (/.<?., from March 27, 2009 one would have until 
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March 27, 201 1). The file history for Hermansen '885 was not then and is not now available 
electronically on the USPTO PAIR system. 

The ofttei al file history for Hermansen '885 was ordered on January 22, 20 1 0. As shown 
in Exhibit Y, Ms. McNdly contacted the USPTO on January 25, 2010 to confirm when 
Hemmnsen 4 88S actually expired given the confusing online history for Hermansen '885. 
According to Exhibit Y. she was told by Michael Bason at (he Petitions Office that he could not 
determine the facts since there was not* much available electronically, and that he would pvll the 
file and call Ms. McNally back. Several weeks passed and as shown in Exhibit Y y on February 
16, 2010, Ms, McNalJy told Mr, Chen she was checking up on the request for information, but 
that the USPTO had been closed for four days due to a snow emergency. As also shown in 
Exhibit Y, a message was left with the Petitions Branch by Ms. McNally on February 1 7, 2010 
after she was informed that Steven Brantley had responsibility for Hermansen '885. 

On February 17, 2010, Mr> Chen spoke with Tachner who stated that he assumed 
Hermansen '885 had been reinstated because ihe Petition for Acceptance of Delayed Payment of 
Maintenance Fees was granted, which was the hist he had heard about this matter. (Chen 
Declaration, paragraph 5, pages 1 -2), tachner also stated that he was unaware of any fees being 
credited to his USPTO Deposit Account or the subsequent unsolicited Third Decision denying 
the requested relief (Chen Declaration, paragraph 5-6, pages 1-2), 

On February 26, 201.0, the file history for Hermansen '885 was received from the USPTO 
and transmitted to Randall Brown, Chair of Haynes and Boone, LLP's IP and Technology 
Transactions Section, for his review. On March 2, 20 1 0, Mr. Brown .acknowledged receipt, and 
between March 7 and April 1,201 0 Mr. Brown reviewed the file history and conducted research 
and held various discussions to determine courses of action for reviving Hermansen '885. On 
April 1, 2010, Mr. Brown contacted Mr. van Horn to discuss the situation. 

On April 27-28 s 2010, Mr. van Horn contacted the 'USPTO to discuss an appropriate 
avenue to proceed to rectify the injustice of the expiration of Hermansen ' 885 and the 
undersigned attorneys were asked to assist with this effort. Mi\ van Horn subsequently arranged 
the meeting noted above, which was held at Mr. Bahr's earliest convenience on May 1 9, 2010. 
Additional evidence has been obtained periodically since May 19 from Crank Brothers, whose 
records have been partially compromised with the passage of time. In short. Crank Brothers and 
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their new counsel "have diligently pursued the actual facts regarding Hcrmanscn '88$, and have 
diligently prepared this submission, during the time from aboui December 1 9, 2009 (well before 
the actual state- of Hermansen '885 was known to Crank Brokers) to the present, despite, being, 
hindered by incorrect DSPTO records as to the actual date of expiration, lack of an electronic 
USPTO file history for "HernHmsen '885, lack of complete contemporaneous correspondence 
between Crank Brothers and Tachner, and Crank Brothers' present inability to rely on accurate 
information from. Tachner and his staff 

Based on the corrected record and the new facte showing diligence by Crank Brothers, it 
is believed that Tachner and his staffs apparent fraudulent and deceptive actions should be 
eUmimrted from consideration of the unavoidable delay in seeking reinstatement of Hermansen 
4 885. Therefore, it is respectfully submitted that the relief previously granted in the Second 
Decision was appropriate and should be reinstated or (hat relief be granted based on the Petition 
When taking the corrected facts and elimination of the incorrect, foots into account. 

SUMMARY 

It is respectfully submitted that, the delay in the payment of the first maintenance fee for 
Hermansen *885 has now been demonstrated to have been unavoidable. Specifically, the delay 
resulted from errors committed by Tachner* s staff that were later apparently actively and 
intentionally concealed from Crank Brothers as well as the USPTO. Also, it has conclusively 
been shown that: 

(1) the error was the cause of the delay at issue; 

(2) there was in place a business routine for performing the clerical function that could 
reasonably be relied upon to avoid errors in its performance; and 

(3) the employee was sufficiently trained and experienced with regard to the function and 
routine for its performance that reliance upon such employee represented the exercise of 
due care. 

The second maintenance fee, despite being, timely paid and accepted, was later apparently 
reftinded to Tachner in connection with the issuance of the unsolicited Third Decision, 
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In conclusion, all of the .foregoing demonstrates that it was the docketing or clerical errors 
committed by Tachncr's staff that resulted in tire delay in payment of die first maintenance fee 
for Bennansen '885, Also, the error was apparently intentionally concealed by Tachner and his 
staff, which concealment prevented ("rank Brothers from having an opportunity to cure the 
consequences of the error, Finally, had the error not been concealed, it would ha ve been likely 
that Hermahsen "885 would have been reinstated since the error appears to have been committed 
despite the exercise of due care by Tachner and his staff, such thai the error was unexpected and 
unforeseen and, therefore, was unavoidable. 

As shown herein, there was no confusion between Crank Brothers and Tachner. Rather* 
it was a docketing error or misunderstanding solely on the part of Tachner s staff, likely in the 
improper docketing and/or file jacket notation, "client will pay/' Thus, the main reason 
previously relied upon by the USPTO to deny relief to Crank. Brothers was incorrect. The error 
was indeed unavoidable and completely dlie to a docketing error, which was undiscoverahle until 
Crank Brothers requested the undersigned to investigate the facts, and was not due to any 
tniscommuoication on the part of Crank Brothers. 

As demonstrated, herein, all of the delay from the time Crank Brothers became aware of 
the Third Decision uniil die fi ling of this Supplemental Petition was unavoidable. Crank. 
Brothers accordingly requests that the Commissioner grant this Supplemental Petition and accept 
submission of payment for both the first and second maintenance fees for Hermansen * 885 so 
ihat ihfe patent can be reinstated, 

If any additional information would assist a decision on this Petition, please contact the 
undersigned attorneys for Crank Brothers. The Commissioner is hereby authorised to charge ail 
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fees associated with this Supplemental Petition, including but not limited to the Petition fee, first 
and second maintenance fees and applicable surcharges tp Deposit Account. No. 08-1 394, Order 
No. 70614.30. 

Respectfully submitted, 

FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, LLP 


Date Charles K. Van Horn (Reg. No. 40,266) 

HAYNBS AND BOONE, LLP 


Date 


Jeffrey A. Wolfson 


(Reg. No. 42,234) 


HAYNES & BOOMC LLP 

Customer No. 27683 
.Phone:202-654-4565 
Fax: 214-200-0853 


Exhibits A-Y 

{.MSG9591 


I hereby certify ihat ftis correspondence is being riled with 
ibe United States Patent and Trademark OCfice via BFS-Wcb 
on the following date. 


Date 
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tees associated with ihis Supplemental Petition, including but not limited to the Petition fee. first 
and second maintenance foes and applicable surcharges to Deposit Account No- 08-1394, Order 
Ho. 70614.30. 

Respectfully submitted, 

HNNEOAN. HENDERSON. FARABOW, 
GARRETT & DUNNBR, LLP 

21 JJU ZO IO QJLM £, Utw H»K 

Date Chariot E Van Horn (Reg. Nfo. 40,266) 


HAYNES AMD BOONE, LLP 


Da«0 


^ <L) ?/>! O 


Exhibits A~Y 


^r^l^^4„.i^ 

lefl$y X/Wc#on (Reg^No. 42,234) 

HAYNES & BOONE LLP 
Customer No. 27683 
Phone: 202-654-4565 

Fax: 214-200-0853 


1. hereby certify that ibis correspondence is being filed with 
rhe United States J^tem and Trt*icmarfc. Office via EFS-Wef) 
on ihc fcllpwing date. 


n*£^i&^ 
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California Crank Brothers, 
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Clip* ess Bicycle Pedal 


Serial No.: 09/391*709 
Filed: September 8» 1999 


MAIL STOP: PETITIONS 
Commissioner for Patents 
U;S, Patent & Trademark Office 
P.O f Box 1450 
Alexandria, VA 22313-1450 


Dear Sir: 


PETITION JEP R ACCEPTA NCE OF DELAYED 


The Petitioner herein, Leonard Tadmer, r«?sspecrf\$!ly requests great in^ of this petition, 
namely, a finding Ihn; expiration of the abovc-captioned patent, bused upon a delay of 24 months 
dud J weeks in parent of thtr nutintcnanee fce, was imftvokln^8^i : 8 ^/g|f|«rti^b45^ il ^ 7S, ^ a 


Enclosed herein are the required maintenance fee, the retired surcharge am! a showing 
as called for in Rule J ,37K{b). Tha shewing under paragraph (3) of I -378(b) is provided herein 
in the form of o Declaration of my Office Manager, tents Foreman. 


In Ms, Foreman's Declaration, she explains under oath that the delay in payment resulted 
from an unfortunate confusion between owr oftice stall and the patentee as to who would pay die 
maintenance fees fox this client.. Ms. Foreman believed lha; .she had received instruction from 
the eUcrd that they would pay their own maintenance fees nrKif^t*^rikfi&^ 
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PCTTfljOH yp & ACQ K PT ANCK OF DELAYED 
6,205,885 

notation to thai cffeci on all appropriate, docket sheets and on all corresponding fde wrapper 
covers. Ms> Foreman has been my principal stuff employee for over 79 years and Oftice 
Manager for about .25 y&m+ 

On or about October 3, 2007 we. teamed that the client/patentee had not paid the 
maintenance fee. We Seamed that the patentee bftd apparently forgotten the instruction 
communicated to Ms. Foreman and instead hnil assumed that our staff had paid the fee in a 
timely tuMmer.. We inimediracl.y se; shout to determine the cause of the delay in payment and 
have since determined thai the cause was tlsc «ftoemttli<rottl confusion between the instruction 
Ctort; the diem and the client's apparent gumption diat there wire -no such unmniuucaticm. We 
believe that (he tifcjit's eoinrnimicatujri came ih 2004 shortly aM we paid the first rnaintennrice 
fee oft two earlier patents in Febmiary of that year and billed the ciiem. accord msly- We believe 
thul the client had forgotten that they had given sueh an instruction to our staJT. 

The undersigned petitioner has a very aciive patent prosecution practice which has 
resulted in the issuance of upwards of least 500 U.S. patents over the past 29 yea*. Wc depend 
to a greai extent on docket entries and file wrapper entries in meeting deadlines including if and 
when ;0 pay maintenance fees, H^c delay in paymem of the maintenance tee in regard to the 
abovc-captiotied patcni was due entirely io confusion 'between my staff and the cliem as to who 
would pay the fee. As soon as wc learned of the problem, wc started to determine what hud 
occurred and to prepare this petition and attachments. We are submitting »his petition 3 weeks 
beyond the two yctrrUmit under Rule 1.378(c) for uriinteiuiensl delay. 


2 


HSXlTfOK FOR ACCKPTANCl? OF DKLA YE P 

PAYMENT OF MAINTENANCE FEE UNDER U^Dy:^ 


Ii i$ my Earnest belief that the ttmtoiott atul resulting payment delay vvus unavoidable. 
Nevertheless, ! have instructed Ms. FcJremvt to rely only on written instruction from a client w>t 
to pay a -tnaintgnance fee for any reason in the fuiurc. 
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iinavolrfsMe s!n«» remapnaate ojf a was takim w-sjro that the faatnienancd to** vxtxiW ba p3irf t:tTefy 
rtn<) imn tws potito ia baii^ fSnd pmmptty .iftor tho patenuw was jnciif-ea or uacsntA 
a>sr« of, (ha *jypir atjw of tha patent. The btaiamani n^t ornimw^ifi *ho step* taken to cir«t : fj» lirooiy 
pa>p^em of iho nxasniiirtance taa, Ute d3ie and me murine/ m wfti^ft paiontea bacame awuo of mo 
cxpi.^Jortof tno pmi-nt. .vhj tha $top« taKcn to.fito tho peiition prompyy. 


$. P^T»TtONB^(S] 
ACCGPTE 
v — 


JESTS THAT THE DF.LAYHD PAYMENT OP TH£ MAINTENANCE" FEF. 3E 



Ptif.tior.af{si 


.1^5 

* '* ' Typad cr pHntcd r.omo(s J 
17061 SKY PARK CXHCLE > StiVtU 38-£ 
-Address 


/y/i/k 

Data 

^9-752-3s23 

" fmphiw Nonpar 


XRVIMK, CAtXFQHy.UA 92 61 A ^ 

Address 

fiTl MiJlm«r»crtcis Fto payment 

fit'l Statamant why jn^ntananca tee wiia not paW Urnaty 

Surcharge cndci* 37 CFR 1 .20{i){l) (f«a lw Wag lha maittt«iViiu;o too (ififttionj 
□ Cmnr: 


37 CFR 1.378(d) states: "Any petition once* mis section must bosiyneC by m> fttlstfnoy c/ sgcnt 
regisieretJ to practice oefo?e tr»t* Pa-ent and Trademark Otflce, or t>y cfcepaierv.ee. (he assignee* 
or otfcor §3ris)ir> interest 

V^Mi^ 

x / \ S&rtatura Date 7 


Typec" of pr»ntorf name Registrator! Number, if applicable 


STATE MENT 

(in trio Mew. please provide Iho snowing of unavoidable oeiay recited in paragraph $ above,) 


(tftttte tfftecft ectoitiomi stwets if additional spacu .<s nwJvti) 



NiTEP STATES PATENT AND TRADEMARK OFFICE 


Inventor: 

Frcnk He-rm&rtsen et tii 

Assignee: 

California Craak Broths 

* 


tec, 


fctiemWa; 

4205,885 

Serial No.: 


Issued! 

M<irch27 > 200l 

Filed: 

Septembers. VW9 

Title: 

Clipl&$ Bicycle Pedal 




MAit ST OP: PETITIONS 

Commissioner for Patents 
U.S. Potent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1430 


GCr 2S 2B.fi? 


Dear Sir: 


pRj^ARATION OF J AMS FORE MAN 


lj Jams Foreman, declare .is fallow*: 

1. I am the Office Manner for LcwardTa^hncT, A Professional Law Corporation 
(the ^imt"), I bc&m employment wilh the Firm over 2° years a#o. My employment with the 
Firm hos b«ea continuous in th<? capacity of Office Manager fur ai teasi 25 years. 

2, A»ou$ with Jodie Miller ("Miller"), secretary and docker citric for the Finn, I 
manage the docket system fur the Fimi ami fluently review docketing entries and due dates 
wiih Uonard Ttichncr ("Tachner"), The docket system trucks paytnen! due dares for 
maintenance &c$ and for all other deadlines wflh the USPTO. The procedure for rc$t>*)ndin£ to a 
doctctr. entry teg&tding u imintehance fee payment indude*: 1) sending a letter to the client to 
explain the fee and deadline; and (2) paying the maimwanue fee usually after receiving 
authorisation, written or oral fioxn the client 


I 


DECLARATION O K J AMIS P OftEMAN 


3, Around March 300 J . when the Firm receive the above-enpttoneei issued puicnt, I 
supervised Miller tti assort; that entries were nude in the iiockpi system for September 2? ; 2004 
(3.5 yr annuity), September 27, 200S (7i yr annuity) and September 27, 20 i 2 (1 1 .5 yr annuity) 
deadlines Tor payment cvf &e tratntcftnncc fees,, »nd to aenfi a iettefr to the clicm explaining the 
requirement for paving the maintenance fees. 

4, However, before the first annuity became dve .(September 27, 2004 ) I entered a 
statement on the face of the file that the client would pay the annuities (see photocopy »>f docket 
shett attached as Exhibit A), Also -attached are photeeopica of docket sheets showing some of 
this client's other patent annuities wherein it is noted on the docket sheet that fte eliem will pay 
ihcif own annuities (attached hereto as Exhibits B1-B3). Aft shown in attached Eshihit C which 
is a photocopy of the face.of o.ur Docket No. SLi?-2i « it is noted the client wiji pay the 
maintenance tee, Ali of the issued patent file faces for this client show that ths ciienx will pay 
iheir own annuities as of mid-3004 (see sample photocopies attached as Exhibits DUD6). I 
recall doing so based on a discussion with die client indicating thai they would pay their own 
annuities. It is i*ot unusual for a client to express the desire to pay their own maintenance fees in 
order to avoid having to pay the firm the additional service fee wo charge for doing so. For 
example, attached hereto is Exhibit K which is a photocopy of the face cover of Docket No. 
MATHBNY-1 wherein the face of the file shows on entry indicating; that the diem has instructed 
tis that they will pay tiieir own maintenance, fees, 'Hie same is tuie for Exhibit V for our Docket 
No. V1AD*i (photocopy attached), 

5, On October 3, 2007, the. client inquired about annuity payments and specifically, 
if the annuity for this patent had been paid. 1 informed them that I had not paid the maintenance 
fee since I was under the impression that they had wanted to pty the maintenance fee 
themselves. 

6*. The client stated thai they did not reinembct giving me the instruction that "they 
would pay their own maintenance fees". The client slated how important this patent is to (heir 
company and requested that we immediately begin a process to reinstate their patent. 
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DECLARATION OK JAN IS FOREMAN 


i)0 ?. $ 2^2/ 


Z Because there appears to have been cofifuskm between the clierd ami rsyself 
regarding who wouid pay the maintenance fees and because neither the client nor T coxtld find 


the !!0r>puyment of this rr.aintenance fee was unavoidable 

8. Pursuunf to the iwws of 28 U.S.C. .( declare under penalty of perjury uikIct 

the laws of 06 United States of America few the foregoing is true and correct. I further declaro 
that all staflemente made herein of Tny own knowledge arc true and that »H $iat«rocairi made cm 
information and belief grc believed to be true. Ihk dticJarntion* made herein are made, with the* 
knowledge that willful false statements and die like arc-punishable by im% uripiisonjiHmt, Or 
both wvlcr *8 U.S.C. §1001 *md may jeopardies the validity of the present uatettt. 


any written diKumcni- providing instruction:} to' pay or noi to pay the maintenance fee, I believe 




U.0, PATENT AHD'HWJa&tfWWiCS 
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UN:rrft!> States Pa . « r *v*i>.Xk aikm 4&k OpfiG: 


Ut;;ro1 Pitt*!**) TttdtiwrvtVftte 

p.a ho< i*w- 


LEONARD TAOHNER, A PROFESSIONAL LAW 
CORPORATION 

17S6) SJCY PARK CIRCLE, SUITE 


COPY MAILED 
A PR 0 9 Z008 


in ire Patera of Hermann ci 
Patent No. 6,205,8S5 
issue Date; March 27, 200) 


Dcdsioncii Petition 


Application N« : OS/39 I >709 

Filing 6^te: September *L ) 999 : 

Attorney Docket No. * : 

'rhis is ;t decision on the petition under 3? C! ? R 1.378(b), filed October 2007, to reinstate the 
above-idcutificd patent. 

The petition is DISMISSED. 


The infant patent issued March 2?, 2001. 

The last day the maintenance fee could have been timely paid, with a surcharge was Monday, 
March 28, 2005, The maintenance fee wi$ not timely paid imd the patent expired ai midnight on 
March 2$, 2005. 

The law firm who handled prose? utipngf (K£ patent, us wc!i as several of petitioners oihot 
patents, had paid msumemmcc tees for two of j>eti;toner's patcms during February of 2004. 
When the taw firm pays a maintenance fee on behalf of a client* the law firm charges the client a 
service fee. The declaration o! Manis Foreman indicates it is mi unusual for a client to request to 
pay their own fees in order to avoid payment of the Service fee. 

Ms. Foreman believes she received instructions from the client on a date ground mid-2004 
stating the client would pay maintenance fee? in the future, Ms. Foreman Slates, "Ail of the 
kssued patent liley for this client shew ihai the client wili pay their own annuities as of mid- 
2004." 

The 3 : 5 year maintenance fee for the instant patent couid have been paid, without a surcharge, as 
curly as March 27, 2004, and as late as Monday, September 27, 2004. 1 he taw firm's docket 
sheet for the instant patent stated the due date for the first maintenance fee was September 27, 
2004. The corresponding "Action Take in Response" coiumn staled.. "Client said they will pay." 


Faeis; 


Patent No. 6,85 1,189 issued February 8, 2005. A copy of the front of ;hc fiJe includes an entry 
slating she issue paid was paid December 30, 2004, A following entry indicates *clieni to pay 
annuities, u 

.Patent No, 7,225,703 issued hiiic 5, 2007, A copy of the front of the file includes an entry 
Stating \hc issue fee was paid April 16, 2007. A following entry indicates "client pays annuities." 

Petitioner does not remember informing Ms. Fore-nan that Petitioner would handfc paymcm of 
maintenance fees in she future, 

On or about. October 3. 2007. *hc law firm .teamed from petitioner that petitioner toid not paid the 
maintenance fee, 

The instant petition was tiled October 1.8. 2007. 

the Law: 

A grantable petition under 37 CFK i 378(b) must be accompanied by a showing to the 
satisfaction of the Director thai the cniSre delay in paying the required «mi«termnee fe<< from the 
due date for the fee until the filing of a grnritabte petition pursuant to this paragraph was 
unavoidable . 

in order for a party to prove unavoidable delay, the Office requires the party demonstrate the 
pany exercised the *care. or diligence tha{(| is generally used and observed by prudent find 
careful men in relation, to their most important business." 1 However, "the question of whether 
[delay] was unavoidable; (wiill be decided on ft casc-by-case basU, taking aH of the facts and 
circumstances into account."* 

Hie statute requires a showing" by petitioner. Therefore. K&tocner^ 
The decision will be based solely on the written, administrative record 5« exisferifti. It is not 
enough that the delay was unavoidable; petitioner mm prove thai the delay was unavoidable?. A 
petition will not be granted if petitioner provides insufficient evidence to "show'* that the delay 
was unavoidable. 

The CXKce and Congress have recognized the unavoidable standard can be very difficult to meet. 
During \992. Congress considered the difficulty involved in reinstating a patent under the 
unavoidable. Congxtsttional 'reprcKntasJvga described 0k unavoidable standards inflexible., 
extremely hard to meet, too stringent and hafth. 3 Congress did NOT take step* tp make the 

! iajwM*toiif8|k AfP> ti.C 49?, S\US (O.C Cc. \Wy &s te^tJMtaSBu W r\M 34 U &P.<r44 tBNA) 
iHcS. dr. i W) (eumksvJ wnawd} C Jljft itetCtttetfc wt*cthw ft delay to p*vinji 4 xinirlwAwx fee we* *i»vo:4fthk. Ott tout* 
to Abetter ih« party rc*w>ft*tfc!c for payment oniic nwiflifttfirttt; t« CACrctwu \hc Cue we of a/e«ftfwUy pu&ftt p<T*Ort. ') 

V &lU^JdS^^^» f.^>i5.53S.1!5 t0j*AlW?t».C. Or. twj. 



unavoidable standard more flexible, easier too meet, less 'stringent, or less Harsh. Instead, 
Congress determined (hat it would allow patent owners the ability to reinstate 3 patent umter an 
"unintentional" standard <ts long us the- pcrtitfun was filed within 24 months c-J' the expiration of 
the patent. Congress chose 10 continue requiring proof -of unavoidable delay for petitions filed 
after the 24 month time period. 

Rased op. the facts in the record, is appears Jhc most likely explanation for petitioner's failure !0 
pay the fee. is: 

( 1 ) Petitioner informed the la* firm petitioner would pay maintenance fees in the 
future, 

<2) Petitioner failed to take s;eps to ensure the fees would be timeiy paid, and 
(3) Petitioner failed to pay the fees. 

« 

An entity mating the patent thfc same as a reasonable and prudent person would treat his or her 
most important business would not absolve the low tirm of rcsponsibili ly fcr monitoring 
maintenance fees wvithotit.tiik.in&.feasoniiblc imd reliable steps to ensure rnainicnancc fees for the 
patents in the ruiure. The petition foils to lis! any steps taken by petitioner to ensure the fee 
would -be paid timely. 

Petitioner roust prove the entire delay was unavoidable. When the law fum paid the maintenance 
fees for two patents dwing l-ebruory 2004, did the law tirm send petitioner a bill? If yes, and if 
petitioner was relying on the law firm* why did petitioner fall to inquire into the reason ii was not 
rceeivlnfc future bills for maintenance fees during the following; period of over three years. 

fhc petition states the law fmn learned petitioner hid not paid the fee during October 200?, 
However, the petition fails to discuss the date petitioner learned the maintenance fee had not 
been paid. When did petitioner .ft tsx learn thM.the jwmuenauce tee for the instant patent, or any 
of its other patents, had not l*een timely paid? 

Any request fcr reconsideration should be accompanied by a sUitcment by an employee or officer 
of petitioner with first hand knowledge of the relevant facts concerning petitioners aetions and in 
actions with respect to petitioner's patent* and thtf maintenance fee* for each p**cru- 

Even if petitioner could prove it never informed the law firm it would pay the fees, and prove t! 
was reasonable in relying on tin- law firm to pay maintenance fees, such a showing vvoutd not 
oecesfeaf ily demonstrate unavoidable delay. Reasonable reliance oa ;i third party representative 
doe* not, per se, constitute ^unavoidable" delay. When a party relics on an agent to take certain 
steps, the petition must address not only the party's actions but a/.ro address the agent's actions 
or inactions. 4 A showing is insufficient if it merely establishes lha; petitioner did evctytiting 


civCvWUjr:ccJ Urti lit} (tox warou (hi* ti%r& rsyiiU, twi tfwtewfct nut t* vonsfectsd •lma^•[>i;fc^fsfe , wdsr cyiren: taw.* 1 I5g 
CXWfc IttiC {/un* W?} UXmKn Of Ktivifa ftfRcp. McColiyrn) (cmphflsi* fitted). 

4 ttaarciayj^^ m m t m amwte tca<<«ti c»m 

ty£**rtd :C> tOttiS it* Httiysb Of» tthclh&r ttjpft&tit* <Sid 3Ji fcaW-iWy coaW Vfi potltfeg fondue ot tfw»f f.twwy, 
wOwr !haw ftn iYta:. l icr ifcm *fl*nwy, u wpente W »pc^ *l! M renflKUfcrC <*>;:(<! V> cod?Jj with the eew««u«»r tw <fete. 


petitioner could to monitor the aunt's actions and inactions, bin fails to address '»he agent's 
conduct/ 

Even ir'ii petitioner ensures his agent is an attorney rather than, for example, an individual with 
little knowledge of the law, petitioner will stiii fc* bound by the agent's conduct. The Tenth 
Circuit has staled, "'Plaintiff arguis* again*! the harshness of penal i*ing hiui Cot his attorney's 
conduct. But there ii; nothing novel here (footnote omitted). Those who set through agents arc 
customarily bound by their agents* mistake?* l\ h no different when the agent is an attorney." 

The Tenth Circuit is not alone In holding parties bound by the actions of their agents, 11m 
Supremo Court has stated. with emphasis added. 

" Petitioner voluntarily chose his attorney as his nptcscntcttfvc in the action artd-he cannot 
' now avoid the consequences of the sets or omissions of (Ins freely selected a$ew ... Kaeh 
• party is deemed botmd by the actsof his 2awye^e/tr and is considered to have 'notice of 
alt facts, notice o f which can be. charged upon the attorney/ *' 

The effects of holding petitioner bound by petitioner's agent's conduct m«y seem harsh. 
However, as footnote 10 which follows the above quotation explains, 

Ctiems have been held to be bound by their counsels* inaction in cases . , . when the 
consequences have been more serious. {Chatiorw omitted). Surely if ft criming defendant 
may be.convicted because he did not have the presence of mind tt) repudiate his 
attorney's conduct in the course of (he trial, -a civil plaintiff may be deprived of his claim 
if he failed to see to it that his lawyer acted with dispatch in the prosecution of his 
lawsuit. 

Petitioner has not Shown that the law firm's actions were reasonable cvea if petitioner never 
informed the law firm petitioner would pay ihc fees, If petitioner ncvei informed the lew firm 
that petition would pay the few, then Ms. Foreman's conduct docs not appear to have been 
reasonable. Ms. Foreman did not simply make » typographical or minor clerical error. Instead, 
near mid-2004, she imsmie-naiJy changed mpsi, if not all of petitioner's files, to indicate 
psihioncr wwiid be paying the rcc. 


to !hti eouft^fftO. . * . fljo *n<rfm-mng vtietht? leapuMtsAls 1 ftifcrt Hictteir pri)t»? Of claim prior 10 !hC fear eilt w« 
exsteebte, she ptopct fiwai i* upon wfcfher Utt Mglcci orwpwttcm* ntdthtfi- <o» tuawtMis'* temyhatf* i*» original/)- 
In fti^fc JdfflSSt m J5$4. >567, U 0£ (6NA} 1^0 if «. fir, WXh A* dcic.ir.!ft«t ite ctten! 
b«wul by ihe ttu>mtys i&iws- The parity :iu$fir*uaiSod by »ht UisstfiJ which «tn;e.< in p$n Ui-m the -morsiOCrjiTto 
vt^jplic exceptional viii^ncc fcy &c client " 

520,32* <t*S0» 


The Office notes Ms. Foreman has stated, "All of ihc issued patent files for this tlicnt show that 
the client will pay their own annuities as of inid-2004. - However, the from of the tiles for Patent 
fcfo, 6«S5 1 , anil Patent No. 7,225.703, Tender he comment ambiguous. The front of each file 
appears to indicate the "client to pay" entries vycre made after mid-2004. f : or Palc.nl No, 
6<$51,1K9> the entry ixuticatinn "client io piiy annuities 4 ' follows the entry indicating the issue lee 
wast paid December 30, 2004. For Patent No. 7,225,703, the entry indicating "client pays 
annuities* fellows the entry indicating the issue fee was paid April 16, 2007, //Ms, Foreman 
made an error, it appears she mad*? the same error on multiple occasions. Any request fox 
reconsideration should be aeeoxupanied by a full discussion of eat h occasion Ms* Foreman 
changed any of petitioner's files to indicate petitioner would pay Ihe fee. 

Petitioner hears the burden of proof. A review of the petition indicates- the showing of record is 
insufficient to prove the en-ire delay Was unavoidable within the meaning of 3? OFR 1 .378(b). 
Therefore, the petition mast be dismissed. 

Petit >oncr f s cu rren I of itio u s 
I, Peti starter mav file a reouesi for reconsideration. 

Any. request for reconsideration must Resubmitted within TWO (2) MONTHS from the mail 
date, of this decision* Any petition tor reconsideration of thfii decision must be accompanied by » 
.annvrelundahle petition fee of $160 as set forth in 37 CFR 1 . 1 ?. Extension* of rime URct.er 37 
CFH 1 .)36(a) ate MOT permitted. The reconsideration request shoxtid include a cover letter 
entitled "Renewed Petition under 37 CI'R l,37S(bV* 'litis is nor final agency action within the 
meaning of 5 U.S.O. § 704, 

Afm [a de cision on tfa . petition for rec/wre/graffo/i,^ 

'matter will b<> tmderiaktoi hv the ftjrecwK "Therefore, it is extremely Important thai petitioner 
supply gK£ and all relevant information and documentation wtih his request for reconsideration. 
The Commissioner's decision will be based solely on the administrative record in existence. 
Petitioner should rernemixs thai it is not enough that ihe delay was unavoidable, petitioner must 
prove that the delay ms unavoidable, A petition will not he granted if petitioner provides 
insufficient evidence to "show" that the delay was unavoidable. Therefore., if a request for 
reconsideration is filed, it rriust establish that the entire delay in the submission of the 
maintenance fee was unavoidable, 

Since the pctilion is dismissed, petitioner may request a refund of the maintenance fee and 
surcharge. Petitioner is reminded iliat :f 3 request for reconsideration is later filed along with the 
$400 fee, the S400 will not be refunded, A request for a refund should be sent to; Mail Stop J 6\ 
Comroissicftc-r for Patents, P.O.Box M50> Alexandria. VA 223J3-M50. A copy of this decision 
should accompany any request lor refund. 


Further correspondence with respect to this matter should be addre&ssdas follows; 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313*1450 

By facsimile; (S? i) 273*3300 

Attn: Office of Petitions 

By baud: U.S. Patent imd Trademark Office 
Customer Service Window 
Randolph Building 
v ■ 40! dittany Street 

Alexandria, VA 22314 

Telephone inquiries regarding thrs communication should he directed to .Petitions Attorney 
Steven Bi^tffcJ* as (57 1 ) 272-3203. 



Charles Steven Brantley 
Senior Petitions Attorney 
Office of Petitions 
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' UNITED STATES PATENT AND TRADEMARK OFFICE 


! Inventor 


Frank Mermawcn et id 


j Patent No.; <S,205,a»5 
Issued: March 27, 2001 
Title; Clioicss Bicycle Pedal 


MAIL STOP: PETITIONS 
Commissioner for Patenls 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22.313.1450 


Dear Sir. 


Assignee: 
Inc. 

Serial Ho : 
Filed: 


California Onfifc. Brothers, 
September 8, 19W 


RECEIVED 
AU6 i 2 ?-C08 
Of RCE OF BETinONS 


R EQUEST FOR RECONSIDERATION OF PEXIT3 QMjmACCM3^aKa 
OF D ELAYED PAYMENT OF MAINTENANCE g£R UNIlgR 


Petitioner hereby respect fully requests iveoasidcnitiyn ofthe April 9, 200S Distms&al of 
its October L8, 20C>? Petition, Enclosed herewith by way of additional evidence are declarations 
of CoM \Vmefon1ner and Frank. Hcmtsnscat, co*mveafors of the subject patent ttrtd principals of 
the patent owner. California Cnink Bruthers, and of iheir patent attorney, the undersigned, 
Leonard Tseltoet, 

The Oecf aniiuiiu of Messrs. WinefimSner and Hennansen ptovide evidence thai it was an 
apparent ^understanding as to who wouid pay (he maintenance fees for the subject patent and 
thai they did riot mantel Ms. Foreman. Mr. Tachtier's office manager to not pay the maintenance 
fees. Mr, Winefonintr also described how important is the subjcci patent and that ii h«d been the 
normal course of having Mr. Taehner's ftmi pay the maintenance fees for other patents end that 
this patent was noi an exception lo ihat normal course. They indicate thm they are 100% sure 
and without any doubt that they instructed M*. Foreman to pay the maintenance fees on the '885 
patent. 

oa/os/acos sswcftRfl ocwcM onww 
mK-.m *oo<oocp 


REQUEST FOR RECONSIDER ATTON OF PETITION' FOR ACCEPTANCE OF DELAYED 
PAYMENT OF MAlNTENANCE.FfiK UNDER RuLK I.3?fc(b} 


txonard Tachner's Declaration describes the relevant events surround) ng the delayed 
payment of the maintenance fee and the feet that Ms. Foreman made a profound clerical error 
hased on. her rnisundmiariding of the instructions from ;he client. He elso explain* that the 
misunderstanding stems priu:arily fum NK Porcrr.Hn's-clislrsellou, or confusion or unusual Jack 
of dependable adherence to a client's instwetions. He explains that after decades of her usual 
dependability and care in eai*yin&out hh am! hb clients ioslnictions. he had reasonably come to 
expect accurate and true performance of her duties Mr. Tochner also states thai the 
niisundcrsaandinft of the client's instruction? and resulting clerical error could bo due in part to or 
■ exacerbated by the fact ihat this patent was based on m application prepared* fiied and 
prosecuted b> the client and no? by Tachncr's office and thai ibis particular client had often done 
w least seme of its own patent application preparation m order to reduce attorneys* fees before it 
attained its current success. 

Based upoB this new evidence, Mr. Tnehner expresses his belief that the 
misunderstanding of she client*? instructions by M# ; Foreman resulted in an erroneous docket 
eniry (i.e.* client to pay annuities) which was subsequently relied upon in the due course of 
Tachner** standard office process and that this resulted in the uriavoidabte delay of tl*e 
maintenance fee payment. For all of the abovotiotcd reasons, Petitioner earnest}}* solicits 
reconsideration of the dismissal ami granting of the Petition to accept die delayed payment. 
Enclosed herewith is a check for the fee appropriate for such reconsideration per Patent Office 
rates. 

The undersigned has found this episode io be aa ex trendy stressful and frightening 
experience. First and foremost because a \oni> ttm, valued client. is in danger of losing a very 
valuable patent because of a simple human misufldctfiatuimg that resulted in a clerical error of 
profound significance. Second, because if this request for reconsideration of the petition is found 
tacRtng. I am proonaJly at risk for n suggering liability which would likely terminate a 36-year 


1 


REQUEST FOR RjfiaWSIOERATION OF raTHON FOR ACCEPTANCE OF DELAYED 

Payment q( maintenance pee undbr ruu uiw 

career as n patent professional and negatively tifto (he rest of my life. Therefore I respectfully 
requcsl that n»y doubt -ha* there may be m to the imawidability of the dclny in payment, be 
looked upon in the light nwsr favorable to the granting of the petition. 



Attorney of The Petitioner 
Registration Nc. 


(94<>) 752*852$ telephone 


IN THE UNITED STATES PATENT ANll TRADEMARK OFFICE 


►venton 


Frank Hcw*nn$e;i ci at 


j Issued: March 3", 2001 

I Title: Cliplcss 8 tcyele Pedal 


j Assignee: California Crank ttwthcrs. 
| inc. 

j Serial No,: 09091,709 

I Filed: September $, IW 


M AIL STOP: PETITION S 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1 450 

Dear Sir: 


RECEIVED 
AUG 1 2 ZCD8 
0FRCE OF PETITIONS 


DECLARATION OF LEONARD TACHNE8L1 N SUPPORT Q£ REQ UEST FOR 
~RF*CONS* DERA TION OF PETITION FOR ACCEPTANCE OF. .pgl AYEB 
yAVMR NT OF MAINTENANCE FgK Ufi PE« 


1 . 1 am a i-cgistcrcci paten* attorney having registration No. 26,344. I was admitted as a 
patent a&ent in 2 972 And as a patent attorney in 197*). j svas admitted to the Slate Bar of 
California it! 1 973 and have remained in good standing since then. 1 have maintained a small 
laW firm IV practice since i 978. Today I have a cole practice in Irvine* California. I hove two 
secretaries working for me, Jams Fofluwi and Jodie Miller. M-j. foreman is also my office 
manager and has been art employee of mine since the summer of 1978. 


2. Over a period of almott thirty yews I personally iram&i Ms. Foreman to carry out 
numerous duties in my practice. Included among these duHcs is that of being responsible for the 
timely payment of maintenance fec$ for our cjienis* issued patent*.*, i neve also instixicted 
her in communicating with clients in a. timely manner so lean; whether they wish to have as pay 
maintenance fees for them so that wc can anticipate being reimbursed for that payment ond being 
paid a reasonable service foe. Over thai period of iime that I have come to rely on Ms. Foreman 
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to property carry out these duties, she has paid hundreds* of maintenance fees to the U.S. Patent 
and Trademork Office. Vve aUo come to rely oh Ms. Foreman !o pay issue fees for allowed 
patent applications and to communicate -with aw clients arid foreign associates in regard to 
payment of foreign patent annuities. In order to conducr s successful ami efficient practice it: had 
become necessary for me to expect that Ms. Foreman would continue to catty out my 
Instnitlicms in a reitiible and accurate manner that was consistent with the wishes of our ctients f 
as she tind dene for so many yeans. 

3. My Firm represents a company-named California Onink Brother (the Petitioner 
hereto}, and its two owners-'. Carl \Vinefordner and Frank Hcrmansen who are iha Inventors 
named in IKS. Patent No. 6,205.885 which issued on Merch 2?, 200 i * The corresponding 
application was lit cd by the Vnyertiors themselves on September" 8. 1999 under Serial No, 
09/391 t ?0 f >. I w«s not an attorney of record in regurd to that implication, which was prosecuted 
by the inventors in -pr?- per It has been common for Messrs VVmetordtier and Hcrmanscn to do 
jpuch of (heir own work in regard to patent applications, in order to -reduce attorney fees. J have 
been happy to assist them to the extern they wished, even though my rchnionstrip with than has 
been somewhat unusual for my practice. In the vast majority of my client relationships, 1 
prepare* file and prosecute patent applications from an informal written or oral disclosure of an 
invention, consulting occasionally with the inventor as necessary. 

4. in October 2007 I learned that some of the Winefordncr and Hermaasen issued 
pate-irs, including she 6,205.885 patent had lapsed for non-payment of maintenance fees. Ms. 
Foreman informed me thaT she had been instructed by Wincbtiner and Herinaascn itoi they 
would he paying their ovmtnsiiuenancc fees to avoid our service tecs for mnScin$ those 
payments. I cheeked with the client in that regard and wtis (old that they were sine that ;hcy had 
not given her such mx instruction. At the ;im& i was not sure whom to believe since i? seemed to 
m« fnat avoiding sirrvice fues would be consistent with the clients prior attempts to minimize 
their expenses in regard in IP. Moreover, Ms. Pa-icroitn had been a tiustworthy office manager 
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tor over Hve-nty years I had no mwn to question her belief that m were no longer 
x&s\K>mb\a for paying maintenance fees for Winefordnsr ami He-rmarisen. However, in lighi of 
tb?app»ri?ti inconsistency beivveen Ms. Foreman and ihcdiemin regard to such responsibility, i 
.assumed that there may have been a misunderstanding mid cm that basis i began working on a 
petition i'or delayed acceptance of the maintenance ice ibr th« *83S patent, which petition ^.as 
filed October 1 % 2007. 

5, In retrospect, it seemed strange to ros thai neither wo nor the client received a 
maintenance fee reminder for patent. Ms. Foreman assured mc thai wt had noi received 
such document and the client also has informed me that they had not received svxh document 
Moreover, on July t !, 2003 I teamed that Jhu Petition* Office: had maiied a written decision (a 
dismissal) to my ofrtce on April 9, 2008. ! received a facsimile copy ef the decision on July 14, 
.200$ and read h for the first lime on that day. I had net had any knowledge of the content of that 
decision until My K 2008 and i had no knowledge of it being rendered and mailed by the 
Feutions Office on Apn! <? : 200$ until i checked FAIR for '885 peicnt on Friday Jxiiy i 1 , 200$. 
Ms. Foremen maintained thauhe Apn! 9 decision letter was not received by our office until we 
received the fax copy of July f 4, 2008. Attached he«no as £xhib>t A Irs our computer docket 
sheet for the period April 3(K 2008 to June 13, 2O0K showing no entry was made for the June 9, 
2008 deadline for seeking reconsideration of the April 3, 2008 decision. 

6. ftecause ] did not file or prosecute me '885 patent, we have no file history for it. 
Apparently. Messrs. Winefordner and Hermanscn still linve the prosecution documents for the 
•*8&S patent. We have made a substitute file in which there is only a copy of the issued patent 
find a copy of oor October 2007 petition. Any nncl al: document* that might "neve been received 
by our office from the USFTO in regard to the *8K5 patent shook! be contained in that file, but 
there arc none. 
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?, Ms. Foreman has beer, a hard* working, dedicated nnd loyal employee of my fiiTn 
for decades. I've aoi previously hud reason m doubt her wort) or question her actions. Ms, 
Foreman has through many years.of hct -service s> ihc fum and in her relation with clients w 
that period, convinced mc ihut slw could be fcUed upon to communicate unambiguously with 
clients and to follow tasiruciicms from me and from clients in .regard m what to pay or not pay to 
the Patent Ofificts in behalf of clients. While 1 1 did not ieam umil October 200? that M$. Foreman 
hsd fiot paid the maintenance fee for (he *8*5 patent, if ste had informed mt in 2004 that &he had 
insttucted by the client that they wjuld henceforth pay iheir own maintenance fees, 1 would 
have had tu> reason to .question thai instruction because after so many years i had come to rely on 
her the an accurate and tai« Indicstiion of her communications- with my client?: 

8. \ believe t\$A because Ms. Foreman either did not unambiguously understand the 
client** instruction or was distracted or confused, or was no! Functioning in her usually 
dependable way. the- delayed payment of maintenance fees for the '885 patent was unavoidable. 
I believe that she may Itavc been confused fey .the fcclihai the client handled this application 
without involving tiwx firm, in the prosec-itum or issuance. It was unavoidable because Ms. 
Foreman was convinced (hat she had received instructions from the client before die due date of 
the first maintenance fee thai they would subsequently pay their own maintenance fee*. \\ was 
unavoidable because I was never told that we had received a reminder of maintenance fee due, U 
was unavoidable because I had come to completely depend arid rely on Ms Foreman and the 
accuracy pf her actions after so xnany years of reliable and dependable performance. 

9. I am taking action immediately to reduce Ms, Foreman's duties in the office by 
inking on aotne of rtww ohligi-tiom myself* by $hifti nfc some of Ms. Foreman's duties to our 
second secretary and by arrangmg to hire at least one additional stuff employee to help, 1 have 
also instructed her to always, confirm, in writing if jmsible, that a client does not want us to pay 
a maintenance fee, even if that is her prior understanding. 
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i 0. 1 earnestly believe th3t Ms, Foreman misunderstood the jnsinicttons of out client 
Crank Bothers in rfcgard to who would b<* responsible to pay thei* nawic rniyinttfiwnee fcertmd 
particularly the memtcuimce fees To? U,S- intent No* <? : 205,8.$S. I believe further thnithts 
misunderstanding led 1o a clerical error in our docketing system in the form of n* erroneous 2(H)4 
entry that the client w^uld pay the maintenance fees for this patera! find, others oftht* client ;n the 
future, I also believe that because i depend so completely on the reliability of Ms. Foreman in 
carrying out the instructions of our clients and we depend so completely on vur docketing 
"system, thai once this erroneous entry mat.»» by Ms. Korean pursuant t o her apparent 
mi$u£t(1e?5iit&ding, oiir failure to pay the maintenance fee.irt-ft timely ttt&nn&r w& unavoidable, Jl 
was only in October 2007 atier we were contacted by Carl Winefcrdne? m tv.gnrxl to the status of 
the 4 $X5 intent, that I realized thai toe whs 3 problem that had to be remedied 3$ soon as 
possible;. 

1 1 . Pursuant to the ;erm$ uf 28 U.S'.C. § 1 746, 1 decisive under penally of penury under 
the laws of the United States of America that the foregoing is toe and correct. I further declare 
that all statements made herein of my own knowledge are irue and that all statements msde on 
information and belief are believed to be true. The declarations made herein ate made with the 
knowledge that willful false siatem'cnis and the like are punishable by fine, imprisonment, or 
both under IK U.S C. $1001 nnd may jeopardizes validity of the present patent. 



V^&Gonard T3c5fuer / 
AltoJTiey for Petitioner 
Rcgislratton No. 26,344 


(949) 752-S52S telephone 
(94$) 955-241 5 telefax 
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WATSR-35/TA1WAN Annuities 4-30-2008 
100,335/TAiWAN Annuity Due 4*30-08 

0C6/USA (5,572,228) Issued Patent/VVave Band 3rd Annuity Due {11.5 yr$. 5 5-5-08 

JULE-1 TM Renewal Due 5-5*2008 

RIFFE-3 Appeal Brtef.Oij© 5-5*68 

100,227/ERO Annuity Duo 5-7*08 

2EVO-&PCT/AUSTRAUA Annuity Due 5-7-03 

ZEVO-2/PCT/EPO Annuity Due 5-7-08 

RIFFE-4A Madrid Due 5*8-08 

RIFFE-tA Madrid Duo 5-8-08 

TORT-10 Madrid Due 5-8-03 

QTECitf FirstAnnURy 5-S-08 

PEMBEf^7/TAfWAN POWER & CERT. COPY 5-9-08— SENT M8-08 
1G<kl46/Taiwan Annuity Due 5-10-08 
CHIP-2 PCT & TAIWAN Due 5-11*08 
MQSK-16* Issue Fees Due 5*12-08 
BOKAfiMS PCT& TAIWAN 5- 14-08 

GLASS*1 Statement of Use 5-13-08 — Filed Statement of Use 3-19-08 

STEPHEN-1 issued Patent First Annuity 5-16-08 

HTR-14/PCT/CANA0A Foreign" Annuity Dua 5-17-08 

HTR.14/PCT/DIV/CANADA Foreign Annuity Due 5-17-08 

HTR>14/PCT/CHINA Foreign Annuity Due 5-1.7-08 

HTR-10/FWC Issued Patent Third Annuity 5-19-2008 

jfWM/CANAOA Foreign Annuity Due 5-19-08 

JMCMASRAEL Next Annuities Due 5*19*2008 

PEMBER-5 issued Patent Second Annuity 5-21*2008 

M0$K-178 PCT & Taiwan 5-21-08 

MO$K*177 PCT & TAIWAN 5-24-08 

SHEICCM8/CIP Resp, To 2* OA 5-25-08 

'WT-* Reap, To 1* OA 5-28-08 

GRIP-3 Madrid Due 5*29*08 

GRlP-4 Madrid Due 5*29-08 

GRIP«5 Madrid Due 5-29-08 

GRtP-6 Madrid Due 5-29-08 

JNKM/EPO Foreign Annuity Due 5-29-08 

WATER*35rA/TAlWAN Annuities 5-31-2008 

F1SNER-2/CIP Issued Patent Third Annuity 6-3-2008 

SALIDO-6 Statement of Usa 6*4-08 

GRIP -4 Madrid Duo 6-5-08 

MERIYN-1-PCT/PHIUIPINES Annuity Due 6-5-08 

317/PCT/JAPAN (511.503/2002) Exam Due 6-6-08 

100,317/PCT/CANADA Annuities Dua 8-6-08 

ATOJWC-22 PCT & TAIWAN 6-9-08 

094/USA (6,158.245) Issued Patent 2nd Annuity Due (7.5 yr$.) 5*12-03 
068/USA & 159,398) Issued Patent 2nd Annuity Due (7.5 yr$,) 8*12*08 
ASRC*1/AU$TRAUA Foreign Annuity Due 6-13-2008 
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M THE UNITED STATES PATENT AND TRADEMARK OFFICE 


' Inventor 

Frank Heirnansen et at 

Assignee: 

California CranK Brothers, j 

> 


Inc. 


Patent No.; 

6.205.885 

Seria* No,: 

09/391,709 | 

Issued: 

March 27. 2001 

Filed: 

i 

Septembers. 1999 { 

Title; 

CKpiess Slcyci© Pedal 


_ _ _ J 


I TOGS 


MAIL STOP: PETITIONS 
, Commtestonferfot Patents 
' U.S. Patent & Trademark Office 

P,0, Box 1460 

Alexandria, VA 22313-1450 


w& i % iocs 


Dear Sir: 


l t , Cart Winefordnar. declare as follow?: 


1, Frank Hermansen and I have a long history with the Law Offices of 
Leonard Tachrrar, In oil casss Involving patents for us, tor, Tachnar's office has 
paid for our patent maintenance fees, which his office Invoices us for (see for 
example, the attached Exhibit, an October 2001 bill for payment of maintenance 
fee.by Mr. Tachner's office). 

■2. So.T>evv*hat aiypicaify. we have worked with Mr. Tachner in ttiree 
different ways In regard to obtaining and managing our patents: 

a) Mr. Tachner handling the entire patent process including 
writing the entire patent application, filing the application with the USPTO, 
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handling any office actions paying the issuing fee, and joying for msiniten^/ice 
foes. 

b) Frank and I writing a draft of the patent application (except 
for tfta Claws), and Mr. Tachner taking over al! patent responsibilities including 
editing the application and writing the claims, filing the application with the 
USPTG, handling any office actions, paying the issuing foe, and paying for 
maintenance fees. 

c) Frank and I writing a draft of the patent application {except 
the claims), Mr. Tachner editing the application and writing the claims Frank and 
I filing the patent application and paying the issuing fee, and Mr. Tachnar'u office 
thereafter taking over all patent responsibilities including paying the maintenance 
fees. We sometimes worked in this way to save money, as we were 3 struggling 
financially up until fairly recently, 

3. Frank Herman^eri and I have regularly worked with the Law Offices 
of Leonard Tachner for ail of our patent related needs starting in 1995 and up 
until now. All together, more man 20 US utility patents (and also some design 
patents and trademarks) have Issued during this time with Mr. Tachner as our 
patent attorney, most of which have been marketed either by licencing, or by 
making the products. 

4, The patent in question here is US 6.205,885. A§jKfty.w!Ui?SKfiy 
far, this is pur sin gl e most Important patent, which we never intende d to become 
inactive. For this particular patent, we worked with Mr. Tachner using method c) 
above. Our p!an wa& to turn over this patent to Mr. Tachner as soon as we 
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received the first Office Action, but as it turned out, this patent was approved 
without any Office Actions. So Frank and I paid for the patent issue fee directly, 
and then met with Mr. Tachner's secretary. Janis Foreman, and reqt;ostt*d that 
the Law Office of Leonard Tachner take over further responsibility for this patent 
including future maintenance fees, 

5, t am 100% sure that ! gave Mr. liner's secretary, Janis 
Foreman, instructions to pay the maintenance fees on our 885 patent and \ am 
without any doubt sure that t never told her that I or we would pay it oursalves, I 
specifically told Ms. Foreman this in person while Frank and I visited the law 
office, 

(?. In 1997. Frank and i started a bicycling related company called 
Crank Brothers [xwvw.crankbrothers. corn) with a single product based on a 
bicycle tire ieyer patent that we filed with Mr, Tachner in 1006 (and later Issued 
as 5 : 85? t 509). Gradually. Frank and i created more and more products for 
Crank Brothers, often resulting in patents handled by Mr. Tachner in one of the 
three methods above. Crank Brothers has steadily grown from $185,000 in sales 
during 1997 to over $11 >000 : 000 m 2007 and an expected $17,000,000 this year. 
Our company's success has been almost exclusively due to our proprietary in- 
house products that Frank and I have created and designed ( and the majority of 
revenue and profit comes from pecals made within our 885 patent. Without a 
doubt, our intellectual property is our most valuable asset. Our company, and 
our financial survival, directly depend on our \P. as without it, other companies 
would copy our products and severely reduce our profits ano our way of fife, Our 
products are often more expensive than others on the market, Dut our products 
sell because c-T our proprietary designs. 
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7. We've always felt as inventors that; our direct involvement in writing 
the patent is essential to end up with the strongest possible patent, as during this 
process of working with our patent attorney; we often discover ways io 
strengthen the claims and describe alternative embodiments. Due to the small 
§\zp of pur company, and due to the fact that Frank and I have always been and 

► 

still are the creative force behind the company : we wouid never consider adding 
' the administrative responsibility of keeping track of and paying for our patent 
maintenance fees* 

We started selling '885 pedals in September of 2001 : and have sold 
them continuously up until the present. We always intended for the patent to 
remain active. The fact is that our '885 pedal sales have increased each and 
every year starting in 2001 . 

9. Of alt our intellectual property, by far, li^ M §jniite t m^tVJMfe 
QSteQlJ&^^ Currently, we sell around 350,000 pairs of 
bicycle pedals per year that are protected by this '885 patent. Products protected 
by this '885 patent account for the majority of Crank Brothers* revenue and profit. 
Our pedals have become world famous, and the majority of oa off-road bicycle 
professionals use our '885 pedals. More than haH of the 2008 Olympic mountain 
bfKtng tlders will be on our pedals, and this is without financial sponsorship from 
us. The professionals that use our pedals do so because our pedals are simply 
better by design (lighter and without any problems to mud), as described in our 
'885 patent. With this design, we have become #1 in sales in the world cf 
premium off-road pedals. 

10. However, without our patent ( 885 being active, Without a doubt, 
other companies will begin to copy our pedals. I am sure that the only reason 
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this has not yet happened is because other companies have not yet realized thai 
our ! 685 patent has become inactive. Loss of the '886 patent win severely impact 
the revenue of Crank Brothers (and potentially our 15 employees), and of Frank 
and me personally, and for my wife and children. I have no doubt that without 
the reactivation. of this patent, Crank Brothers will lose rnsny millions of dollars 
worth of safes over the coming years. The value of this, particular patent is 
millions of dollars. 

1 1 % Frank and I specifically communicated to the Lav/ Offices of 
Leonard Tochner to take over all patent responsibilities and pay the maintenance 
fees of the '835 patent. Frank and I (and all Crank Brothers people) were 
completely unaware that this fee had not been paid until October of 2007* and 
When v/e discovered it, I immediately contacted the Law Offices of Leonard 
Tachnar to rectify the situation. For Frank and me. unbelievably, Mr. Tachnar's 
secretary was apparently confused over who was to pay for the maintenance 
fees of this particular patent, possibly related to the fact that Frank and I had filed 
for this particular patent directly, but then had handed the responsibility over to 
Tachner's law office. Frank and I never intended tor this patent to become 
inactive, we always intended for the maintenance fees to be paid, and up until 
October of 2007 we thought the maintenance tees had been paid. Frank and I 
thought that we wet* entirety clear with the Law Offices of Leonard Tachner to 
pay the maintenance fees on this patent, and we were astonished and appalled 
when we discovered that they had not been paid, 

12. This is a case o? a clerical error, which could result in a severe 
hardship for Frank and me. Please allow us to pay the maintenance fees on our 
'885 patent. 
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13. Pursuant to the terms of 28 U.5.C. §1746. 1 declare under penalty 
of pe'ijury under the laws of the United States of America that the foregoing ts 
true and correct I further, declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true- The declaration* made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
. both under 18 U.S.C. §1001 and may jeopardize the validity of the present 
patent 


Dated: 




a 


RECEIVED 


LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 


AUG I 2 2008 
OFFICE OF PETmONS 


REOtSTEREO PATENT ATTORNEY 
17961 SKY PARK CIRCUx 
SUITE 38-E 
IRVINE, CALIFORNIA 92614-63^4 

October 15, 2001 


COPYRIGHTS 


STATEMENT OF ACCOUNT 

Mr : C3ri VVinefo«!nfir 
Mr, Frank Mermanson 
21542 Ann's Uim 
Lsguna Search, CA 92651 

F«$s to? professional survices rendered re: 
SLIP-2; 

Payment of final annuity in the U.S. Patent arxi 
Trademark Office for U.S. Patent No. 5.676,629 
entities "COMPACT MANUAL AtR PUMP HAVING 
SELECTABLE HIGH VOLUME AND HIGH PRESSURE 
NODES'" by inventors Cart Winefordner and Frank 
Htirroans^r, including payment of government 
teas ($4«0) 


PATENTS 
TRADEMARKS 


TEL: {949) 752-852$ 
FAX: mO) 955-2415 


(1/3 hf. Atiy Time @/S3O0/hr.); 


$ 5*0,00 


Current Balance Due S 540,00 


Iffa arflTEP STATES PATENT AND T RADEMARK OFFICE 


Inventor: Frank Hermanaen et al 

jPateniNo.: 6,205,885 
| Issued; March 27, 2001 

Title: Cliptes* Bicycle Pedal 


Assigned; California Crank Brothers, 
inc. 

Serial No.: 09/391,709 

Filed: Septembers* 19^9 


STOP: PETITIONS 

Commissioner for Patents 
U,S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 


RECEIVED 

AUG J 2 2DD8 
OFFICE OF PETITIONS 


OffCI « A RATION ffRAMK H ER M AN$EN 


Dear Sir: 


I, FranK Hafrndnsen. declare as follows: 

1 , The following is my clear recollection of the events regarding the 
'885 patent. I have carefully read and I agree with every aspect of Carl 
WiheFordners declaration. 


2. Carl and I together have more than 20 US, uttiity patents The '885 
patent stands out In several ways. It is by far our most successful invention &nd 
the only patent we have ever received which was approved without any office 
actions. 
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3, I recall that we paid for the pater** issue fee directly arid then met 
with Mr. Tachner's secretary. Janis Foreman, to request that the Lew dfice of 
Leonard Tachnerlaka ove* all responsibility for this patent including payment of 
future maintenance fees, 

4, Cart and \ were stunned to discover that the maintenance tee had 

» 

not been paid in the required way* i am in as much disbelief as Carl, that this 
' could have happened, We made our instructions and intentions very clear to Mr. 
Tachners secretary. Obviously we never intended tor this patent to become 
inactive as this invention is the core of our business. 

5, t am completely positive (hat we requested the taw Office of 
Leonard Tachner to pay the maintenance fees on this patent as I was present 
during this conversation, i m$ astonished wh^n we discovered that the fees had 
not been paid : 

6, Pursuant to the terms of 28 U.S,C. §1746, 1 declare under penalty 
of perjury under the laws of the United States Of America that the foregoing is 
true and correct, i further declare that all statements made herein o? my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declarations made herein are made with the knowledge 
that willful false statements and the i!ke are punisnaole by fine, imprisonment, or 
both under ^B LLS.C. §1001 and may jeopardtee the validity of the present 
patent 

Sincerely, 

Dated: 

Frank Hermansen 
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MKiTfiB STATluS P. 


iT AND TRADEMARK OfTtCl: 


Uafcw S»:t* l*«tni aadTi4tJwi«0i Office 
f.C. a«c :*50 
Ak»»*n"s. Va nil i; at 


LEONARD TACHNER. A PROFESSIONAL LAW 
CORPORATION 

17961 SKY PARK C)ftCU;»SUiTE 3S-E 
IRVINE OA 92614 


in re Patent of Kermansen et r»)> 
Patent No. 6,205,885 
Issue Detc: March27> 200! 
Application No. 09/39 1,709 


Decision on PetitinSr 


Ftlimj Date: September 8, 1 999 : 
Attorney Docket No. SHP-2J : 

TMs is a decision on the request for fwttnsideraffon under 37 CFR i J78(e}> fi'ed July 31, 2008, 
to reinstate the above- identified pntent 

The petition is granted. 

Thy instant patent Issued Miuvh 2l> 2001. Use last day the maintenance ice could have been 
timely paid, with a surcharge, wa» Monday, March 28, 2005. The raamieriftcice fee was not 
timely paid and ihc paten* expired at midnight on March 2005. 

Petiticatr requests reinstatement of the paiem. Petitioner has met the requirements u> reinstate 
the above-identified patent pursuant to 37 CFR 1.378(b), Therefore, she maintenance fee is 
hereby accepted and ;he above-identified patent is reinstated as of the mail date of this decision. 

As of October l» 20ti?» the 3.5 year maintenance fee amount increased from to $465. The 
prior petition was filed on October i 8, 200?, The prior petition only included W 50 for the 
maintenance fee. Therefore, SI 5 has been charged to petitioners deposit account for the 
remnindcr of (he fee. 

The Hie will now he forwarded to Files Repository. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Sicven Brantley at (571) 272-3203. 



Charles Steven Brantley 
Senior Petitions Attorney 
Office* of Petitions 
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17961 SKY PARK CIRCLE, SUITE 
IRVIHBCA 92614 


Ia rc Patent of Hermann et at. 
Patent No, 6,205,885 
Issue Date: March 27, '2001 
Application No. 99/39.1,709 
Piling iW. September S. 1999 
Attorney Docket No. SLIP-2) 


(BAILED 

m o 3 ?oos 

OFFICE OF PEimOMS 
Decision on Petti ion 


This w a comcied decision on Use petition under S? CFR L378(c v filed July. 3 1 , 2008, to 
rciasftue the ahove-ieleiui tted patent The decision inmled October 1 5, 200$;, is hereby vacated. 


The petition is DENIED. This decision may be viewed us a fm&i agency action within ihc 
meaning of 5 U.S.C 70^ tor purposes of seeking judicial review. See MPEP 1002:02, The 
tcr^s of 37 CFR 1 .378(e) do not appfy to this decision. 

Since this patent will, not be reinstated. the Office has scheduled a refund of naumten&nce fees 
and surcharges submitted by petitioner* The fee fcr requesting reconsiCerAtioo is nc>i refundable. 
Therefore the Ofticc i»s scheduled a refund oft * 


(I) $6X5 for the sutcharge submitted October 1 8, 200?.. and . 

(7) $4(55 for the .1 ; 5 year maintenance fee submitted October 1 S, 2007. 

The Office has credited Ihe following fees buck to petitioner's deposit occouni; 

CI) 51 5 for ths remainder of the $700 surcharge paid October 1 8, 2007, 

(3) $65.fcr the surcharge submitted November 6, 2008, end 

(4) % 1,240 for the 7.5 year maintenance fee submitted November 6, 2008, 

The patent issued March 27, 2001 . The 3.5 year Maintenance fee .could have been paid (torn 
March 27, 2004, through September 27, 2004, or with a surcharge {hiring the period from 
September 28, 2004, to Monday, March 2U, 2005. The maintenance fee w&3 not timely paid and 
m patem expired m midnight on March 29, 200$. 


A petition under 35 U.S.C. 4 l(c)( I) and 37 CFR h 378(b) was tiled Ocioher 1$, 2007, ami vm 
dismissed in ihc decision of Apdi 0, 2008. 
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Petitioner ftfed a request for rveonsi Jerction under 37 CFR 1 .37$(c) on July 3 1 . 2C0S. 

On October t 5. 200$, the Office incited a decision graming the My 3 1, 2C0S petition. As a 
resuh, the patent was reiasiated. 

Petitioner submitted the ?,S year maintenance fee and the required .'airch^rge on 'November 6 ( 
2008. 

AyPUCAUUC STATOtR AND REGULATION 

35 U,S.C, 41(b) states in pertinent part that, "Unless payment of the applicable maintenance fee 
js received . , i on or before the date the fee i$ due or within a grace period of six months 
thereafter, the patent shall expire as of the end of such grace period," 

35 U,$.C> 41(c)(1) states that, " Hie Director may accept ihe payment of any maintenance fee . . , 
after the six month grace period if the delay « shown to the satisfaction of the Director to 
have been unavoidable" (emphasis addjsJ) 

37 CFR 1.378(b)(3) states that any petition to accept delayed payment of a maintenance fee mxtst 
include: 

A showing tliat . . . reasonable care was taken to cmure that the maintenance lee would 
be paid timely and that (he petition was filed promptly tiler the patentee . . . became 
aware of, . . the expiration of the patent. The showing musi enumerate the steps taken to 
ensure timely payment of the maintenance fee, the date,. and the maimer in which 
patentee became awart: of the cxpimtion of the patent. 

Petitioner must establish that petitioner treated the patent the same a* n reasonable and 
prudent person would treat bis or her roo$t important business. 

in order for a party to ptove unavoidable delay, the Office requires the party demonstrate the 
party exercised the "care or diligence tha(t] is generally used and observed by prudent tmd 
careful men in relation to their most important business/' 1 However, "\hc question of whether 
(delay j was unavoidable (will] be- decided on a cftfc-fey-cusc basis, taking ail of the facts and 
circumstances imo account."* The statute requites a Showing" by petitioner- Therefore, 
ne^j w er fcasthe burden of prftof. The decision is based solely on the written, administrative 
record in existence. 


' f*nrMtiifu!dth k WAM. DC.497. 514- IS {IXC. Cir. 1912). Sue alrff Rty * U'hm(M 4 $5 R3d 60$, 
(UNA) 1786 CFcii. Cir. i995) (citations wniittti) f Jf-n determining whether a delay in paying a maintenance fee was 
iinftvo'itiabtc> one feota to wnethet- the paity responsible (or payment of the ma-ntenanie fee cx«r< i*e<l the 4vw care 
uf a rtiwonsbly pnif JerJ penon 


f Smith v. *to$m$te$,in\ R2d$)*. S38.2l3U.S.P.Q.CBNA>9?"(P.C.C f if. 1910). 
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Facts 

Petit ioner is Crank Brothers, ti bteyck company. The investors, Carl V/mefordncr and Frank 
Hermansen, own Cm\k Brothers. 

During I995> Attorney Leonard Tachner began representing petitioner with respeei to patent 
carters, 

Petitioner worked with Taehncr in one of the fallowing 'three ways with respect Jo the filing and 
prosecution of applications lot patents: 

(1 ) Taehncr would draft ihe entire application, fiie the application, prosecute the 
entire application, pay tlxc issue- r^c, and pay maintenance fuss: 

(2) The inventors would draft the application, except for ihe claims, and then hand all 
further respo-tsftilities, including editing >hc ciriift> filing the application, 
prosecuting the applictiiion, paying the muz fee, and paying rrminiennnee fees to 
Taehner; or 

(3) Hie Inventors would draft the application, except for ihc claims, Taciincr would! 
edit the draft and add claims, the inventors would Hie the application and pay (he 
issue Fee, and Taehner would handle payment of maintenance fec&* 

Winefordnsr indicates the ihirxi method was used by the inventor* In otder to save money. 
Wtncfordnerhas also stated petitioner was "stnjggiing financially up until fairly recently." 4 

WincfOrdncr indicate? saving money was not the only benefit of the inventors drafting ihe 
application. Winefordncr states, "We've always* fell as Inventors that our direct involvement in 
writing ihe patent is essential to end up with ihe stronger possible patent." 5 

The inventors appear to have used the third method when filing the application which issued as 
the instant patent. Wincfordner states, 

Our p!an was to mm over this, patent to Mr. Taehner iis soon as we received the first 
Office action, but as it turned out, this patent was apptoved without any Office actions. 
So Frank and t paid the issue fee directly," 6 

The instant patent issued March 27 : 2001. 


4 Mil 

* Ic, at£8rq£f»pb ?. 

4 Id. at paragraph^. 
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Qx\ or about March :200 1 . the Inventors "nun :wilh Leonard Tadiner's secretary, tem Foreman, 
lo request that the Ltiw Office of Leonard Tachncr cake over all responsibility for this patent 
including payment of future maintenance fees/*' 

Forenum states, 

Around Match 2001, whenthe Firm received the abovo-captloiurd issosd patent, I 
supervised laimiher employee*) to [ensure] entries were made in ihc docket system tor 
September 27, 2004 (3.5 yr annuity), September 27, 20i)8 (7=5 yr annuity) and September 
11, 1Q\2 () 1.5 yr annuity) deadlines for payment of rhe maintenance fees. 1 ' 

On October 1 5, 200) , Tacrine: paid the 3.5 year maintenance rec for another. patent, Patent No. 
5,676,529. On the same day, Taehner sent petitioner a bit] charging petitioner $440 for the 
maintenance fee and Si 00 for handling payment of*he fee ' 

Tichacr also p&d HuHmen&ace fe£$ for the following patents: 

* July J 2, 2002 3,5 year fee paid for Patent No. 5,857,50? (See Exhibit D3) 

February 23, 2004 3.5 ycttr fee paid for Patent No. 6,027 : 319 (See Exhibit D2> 
f ebmar y 23 : 2004 3.5 year fee paid for P*tew tto. 6,059,245 (See Exhibit D4) 
April j 5 t 2004 3.5 year fee paid for Patent No. 6,085,744* 

During tnid-2004, petitioner communicated with Jtanis t-oreman. Ftfrcm&n sister, 

.1 recall ... a discussion with fee client indicating ihat they would pay their own atwuitttt. 
h is not unusual for a eh'em to express fee desire to pay their own maintenance fees in 
order to avoid hnvjng to pay the firm the iwidititmai service ice we charge fur doing so. 

Inventor Wincfordnefs declaration states, "J am without any doubi sure that J never told 
{Foreman] that I or we would pay (feo maintenance fee for ihc instant paiem) ourselves," 12 
Invetitoi HertnansciVs declaration states, "(Winefordncr] and J were stunned to discover that the 


7 DecUr8t ; .Ofi of Frn?& Paraph 3. Sec also Whiefordncr Declaniiion, P^rtipii 5, 

* Declaration of J«nW Fwotui'i* Psiag/Hp!; 3 

* S« Attachment <c Wipefordwr ds«ter«ticn. 

19 AKtovgh e topy «tf the font ef ;Jw folder for ihU patent hsa nw teen jfupr»iift$, OT^ rteawte ind-aw tfw 3,5 
year fee w« thawed to Tachncr's Deposit Account. 

11 Forcmaii declaration, Paragraph 4, 
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maintenance fee had not been paid |by Tachner, and] I arn in as much disbelief us [WinefardncrJ 
thai iliis could have happened/*' 5 

Foreman has stated, "(TJhcre appears to have been contusion between the client and myself 
regarding who would pay the maintenance fcc$." M 

Foreman states fhc instructions for XaChner*s Office to discontinue handling maintenance fees 
came from the "client." Foreman fails to specify if the -instructions came from Winc'fordner, 
Hconansen, or both. However, Tachrier's declaration indicates Foreman ha? stated she was 
"instructed 'bv VVinefordner ewe/ tfeirnanscn that they would he paying their own maintenance 
fees.' 1 * 

Attorney Tachncr has declared, "1 believe Ms. Foreman cither did not unambiguously understand 
the client- s instruction or \yas districted or confused, Or wa$ not 'ftmctii>nin$ in her usually 
dependable way. 1 * Tachner also states,"! e«ntei»ly believe thai Ms. Pouchim Misunderstood the 
instructions of our client ... ixt regard to who would be rctfpori&iblc ti> pay tlieif future 
ntairtienatice fees.** 1 1 

After the coimnunieatioa between Foreman and both iirvewors, Foreman changed the law fine's 
records* to indicate petitioner would be paying petitioner's own maintenance fees in the future. 
As .a result, the maintenance fee was not timely paid for the instant patent and the patent expired 
on March 29, 2005. The changes to the firm's records a!so resulted in the expiration of Patent 
No. 5^76,529 on October 1 S, 2005, and Patent No. 5,857,509 on January £!. 2007, 

During October 2007, petitioner discovered the maintenance fees had not been paid for the 
instant patent and immediately contacted the law firm, 

A .reasonable and prudent owner of a patent would take steps to ensure niainicnanee fees would 
be timely paid. Such steps can take the form of retaining an attorney to notify the owner of due 
dates for maintenance fees. 1 * Jr. this case, the facts are:clear that petitioner initially retained 
Tachner and relied on Taehner to inform petitioner of when maintenance fees became due for 
petitioner'* ptcitLs. However; at some point prior to September 22, '2004, when the frrsi 
maintenance feebeenme clue, en entry was made in the docket records that "the client will pay 


!< Korvnun rftclvadon. Paragraph 7. 

l> Pfttogr 3ph 4 (empiasis added). 

" Dcclaradoa of Leonard Tuchncr, Parag^h 8. 

'* W. at Paragraph 10. 

* Scv Cdifcmi* MU Products, wis. v. Ttcnoi Med- PtodttCtr, te, 921 f . S«J»p. ;5t^ (0. D?i. tSOS). 
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their own annuities," 1 * The record is not clear that an error in docketing the payment of the 
Tii&toteraince fees cwxnirr^i. The faeis as set forth in the Foreman declaration do not show that 
any error in docketing was fl&ad.e by the party responsible (or maintaining the docket records. 
What the fects pf nwerti snow is (ha( then; was confusion between the client and *fce mtoroey 
over who vvould pay the mainierumce.fee."'' Thus It canftot be concluded thai pensioner has ttiaSe 
an adequate showing of docketing error. . 

35 U.S.C. § 1l(cXU docs not require an ftfftnriafive finding thai the delay was avoidable, bin 
only an explanation as to why the petitioner has failed *p catty his pj hat burden u> establish the 
delay ^unavoidable. 2 * Petifioner is remind^, that, if is the patctHee\« burden tinder Um statutes 
and reguU&ons to matte a showing to the satisfaction of the Conimi^ionei' that ihc delay in 
payment of a maintenance fee is unavoidable. 3 ' It is impossible to say which vcisiou of the facts 
is accurate, Fotesnan'S or Winefosrdner's and Hennansen's.. The finding of one set of facts to be 
accurate is not tht? 4tuy of the Director of the United States Patent mi Trademark Office, 
Whereas here alternative scenarios or conflicting facts are put forward, a determination win not 
be made by the Director as which version is true .since such a determination vvould require the 
Director to make affirmative iindkgs. Petitioner has not earned the burden. 

Petitioner stales that Taeniae? wa§ the party relied upon to track and pay inaintcnanoc fees* Such 
a showing establishes that petitioner was reasonable on relying on Taehncc . However, reliance 
on a ttjini party representative d&e$ not, per $c, constitute ^avoidable*' delay, Sretead, when a 
party relies on an attorney to take certain steps, the petition must address not. oniy the party's 
actions but also address the attorney's actions or inactions. ^ 


" foreman 4*ckM>tt0f i, paragraph '4. 

* Fojrcnan dedamtiwu paragraph 7. 

* <$C<mmtoartmA.l'8^eAtmfqw*. Wwo«574 FJdSK 5y7. m U.S.P.Q. (»NA) $.36, 138 (D.C.Ck 
1960) (35 US.C § 133 dec* no; jcfeqaif? the Commksioiier 10 affinnasMy find thai U» dstoy >r« unavoidable, 
Wl jy U) wptiUi why the applicant's pctitwi was wwviilJmg.), 

?; v, Qitigg, W r. Siipp. 900, 1 6 0 AP.Q. 2d (BNA) I87< (B.P.C.- ^ 623 (Fed. Cif. 

iV9iKtfe^);^«/jc v. /.riforcn. 55 f£<l«K(£ed. CL: \W5)9rABknm$ k- 0w&* * ; - Supped 64S ( 
649 (£.0. va. 2607) (*»A paiant owier acefcihs >y reinstate «u «p«sd parent teas the fctftrfen of proving ih** the 
delav was 'unavoidable. *'■) £cW//<y i$ &M*f, Csr. y. Dicltxwn, 133 P, Supp. 2d 450*, 45V (N.D. :ti. 

,: ' S&Piowtrtrtv. A'^j. C& v. ffrn«*^4 / >, JA$?, SO? ti.S. 3S0 ( ^ ^7 (1993) ("The (Circuit- court 

aKc appeared ic focus iia aiulyjis on whethsr respoadents did all they rcaasnabSy ccutd irt policing the conduct af 
ih«ir attom«y. ta'Aer Ihw en whether their attorwy, as ftapmideAft 1 Sgwt. dM ail hi t*flsc«ftnblc co«t<i »o comply 
with ih$ coun-ordcr bar date Jo th». the court and. . , . |||n d«icrmuitng wkcilicr i upondent»' feUuw tt> nt<* m»v 
procif'ef claim piiw io tiw lw «nt«- cxou^at)!c» the pjopfr fflfiui fe upon wtreilier t)*.e ncgJtct of r«$p»wdcncf 
ihfiir ttvnsd vm excusable.'' femphsst» in original)}, h /y«y/fy( v. Lad/ic^ >'*2d i5o4, 2:> U.S.P,Q.2D 
(BNA) (910 tr<d. Cif. 1992), the court dciennirwd the eSfem w» bftimd by the 8»oj;i«y's ncitons, Tht majority was 
iwpcrsuaded by th« aiijsnt which siawi li part thet the "crrers occurred dexptte exeentiorwit vigjtar.ee by the cJiant. " 
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Th.e Supreme Court has ftiitcd, 

Petitioner voluntarily chose bi$ : attorney &v his representative in the action »md he cannot 
now avoid ihc consequences of the acts or omissions of this freely selected agent Each 
.purty is deemed bound by the acts of his lawyer-agent and Ik considered to hove 'notice of 
all facts, notice of which can bo charged upon the attorney.' H 

Here ihc retort! jfiiHs to show that adequate steps within the meaning of 37 C.PK. § 1.378(b)(3) 
were taken by ox on behalf of petitioner to pay the fee after the docket entries were removed by 
Ms. Foreman, Petitioner h reminded thai 37 C.F.R. § 1.378(b)(3) is a validly promulgated 
regulation, as is the requirement therein for petitioner's showing of the steps taken to pay the 
fees, 25 In the absence of a showing of ths steps taken by or on behalf of petitioner. 37 C.F.R. § 
t.37S(b}(3) precludes -acceptance of the maintenance fee. ?ft 

It h well esiablishwi that failure in communicalicris he i wean a client and his or her attorney does 
nftt constitute unavoidable delay. Here it would appear that a mi.wndcfttimdmg has occurred 
over who would be responsible for tracking find fxxytng maintenance fee. The failure in 
communication, is not considered to be unavoidable error. Delay resulting from a lack of pix»per 
communication between an applicant and his .representative as io the responsibility for timely 
tiling a communication with the USPTO cioes not constitute unavoidable delay. 2. Moreover, the 
USPT 0 is not the proper forum for resolving a dispute between a patent owner and his 
representative as to who bore responsibility for paying a maintenance fee 28 

Peekl gn 

Ihe prior decision which accepted the delayed p&yment of a maintenance fee for the instant 
patent has been vacated. For the teasons herein, Ihc entire delay in this case cannot be regarded 


w Link * WabcfhtetirMlCo., 370 U.S. 626, 033^34. 8 U Ed,2J 734, S2 S. Ct. 15R6 (1902) {quoting Smith v. 
Jytry 101 320, »$ (I W0)>. 

* n&y t 5$-* 3d « 600 : 34 U.S.P.Q. 3d (BNA) ti J 7« : 

* &e Koamsky v, Gcdict. 2005 US, Dirt. LfiXY$* 20fi5O at*J3 CU>. N. V . 3005), ctjj'H xiA Keninxty v. 
Oattott 'J0O? US. Di$t, LEXIS 7396 {fed. Cir.20G7); kfr Oowtctt<y.& Sons, Co. v. OtcJttoxwi, J23 F. Supp. 2d 
456, *159 (N.D. Ill 2000) (faiiiae'of pawwi owns? w itself tmck or obligate anouVr to track the maintenance" .fee 
pretkidcd acceptance ofthe maintenance feefc California Med. Products, tnc v, Ucnof Med. Products. Itw., 92 1 F, 
Supp. J2l<>, 1259 (0. Del, 1995); A*Aftr; k lta$an t 36? K. Supp. 2d $7$ {£.D. Va. 2004) {passive rcifarow en 
USPTO remiiufcr Make rtsnixinft ia ftrihtw t<5 tike any «eps te *«$ure psymvai sf die malaufaancv fr* la not 
uhsvojdablo delay); Pmspie 0M&r, '2007 U.S. Dbt LTjXJS B482{N.D. Ca. 2007) (i<«rk of any *tcp? in piacc to 
fWiinrain patent & for w by csiatc cXceulw unfamiliar with paiem 13* is not unavoidable dsfay): Bitwtndi v. Dudns. 
4V6 F. Supp. 2d 543. 650 (E.D. V D . 2007) <<tetay not unavoidable whtreno *icp* shown w b« i:mptf>ycd to rtmiml 
ie»pQnyible pony ta timely pay r.*,3i»tcnince fees). 

w to frtn'Mm. 12 U.S.P.Q. 2d (1595 fCcmm'r Pal. 19»8); /Soy v. U'mum, 55 K.3d 606, 6i0 } >4 U.S.P-Q. 2U 
(»KA) I786» l?S9{Fed.ar. iVV^j. 


r * 55 VM at «10 ( 54 US.P.Q. 2C 3t 
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as Utuvoid^bJe within the niching Of 25 U.S.C. 4i(C)( )} <io<J 37 CFR 1 .378(b), Therefore, the 
petition is <feni«d 

As stausd in 37 CFR 1 .37$(c), the Office wiJt not faffb'cr consider or review th« matter of the 
fdnft&tcfeem of ihc,p#<wt. 

The patent i\k is being forwarded to Files Repository. 

'telephone Inquiries may bt directed to Petitions Attorney Sieyw-Braniisy at (575) 572*3203. 

<^u~/2„ 

Charles Pearson 
Director 

Oiftuwf Petitions 



fN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re application of: 

Frank HERMANSEN, ct al. 


Airy Docket No. : 706 14.30 


U.S. Patent No. 6,205,885 


Appln, No.: 09/391,709 


Issued: March 27, 2001 


Filed: 


Sept 8, 1999 


For: GL1PLESS BICYGLB PEDAL § 

DECLARATION OF TOM CHEN IN SUPPORT OF SUPPLEMENTAL PETITION FOR 
RECONSIDERATION AND ACCEPTANCE OF DELAYED PAYMENT OF 
MAINTENANCE FEES UNDER 37 C.FR S 1.182. § 1,183. a»cl § 1.378 

Mail Stop Petitions 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 


I. Tom Chen, declare and say that I have direct knowledge of all facts set forth in this 
Declaration and: 

1 . I am a registered patent attorney, I was admitted to the State Bar of California in 1 996 
(Cal. Bar No. 1 84,843) and have remained in good standing since then. T was admitted to 
practice before the United States Patent. & Trademark Office ("USFl O") in 1.998 (Reg. Mo. 
42,406); 1 am a partner of Hayncs and Boone, LLP. Ms. Annie McNally is my administrative 
assistant. 

2. I am now an. attorney of record in connection with U.S. Patent No. 6,205,885 to 
Hcrmansen et al. ("Hermansen '885"), which is assigned of record to California Crank Brothers, 
Inc. ("Crank Brothers"). 

3. On January 21 , 2010, AJPTA (Associated Patent & Trademark Attorneys) (an Italian firm 
representing Selle Royal S.p.A„ now the parent of Crank Brothers) asked me if we had received 
any confirmation from the USPTO about the late payment of the maintenance fees for 
Hermansen '885. 

4. Attached as Exhibit 1 is a copy of a document thai Ms. McNally downloaded for me from 
the USPTO PAIR system. 'an January 21., 2010. Exhibit i indicates that Hermansen '885 expired 
on March 27, 200.9. 


Sir: 


5. On or about February 1 7, 20 1 0. 1 had a telephone conversation with Leonard Tachner, 
Crank Brothers' prior patent counsel, who told me that he believed l lermansen '885 was still in 


force -rinse the last wrrespojndencc he received fixnn ihclJSPTO was a Decision dated October 
15, 2008 which granted *i Petition for Acceptance of Delayed Payment' of Maintenance Fees for 
Hvnn&nsen '883. 

6. During ray telephone conversation with Mr, Tachner thiu took place on or about 
l*ehru&ry 17, 2010, Mr. Tachner stated that he had not received my correspondence from the 
USPTO which indicated that Hermansen '885 had expired and that none of ihe maintenance iocs 
ho pmd for f lenruinscn f HB5 had been credited to hh Deposit Account with ihe USPTO. 

7, The original file- jacket covens for Crank Brothers 8 U.S. patent matters thai were 
it«i?sfeiTod'Uj>Jayne$ and Boone by Tachner do not include any erasures, whste-ouU, or 
$overup$, and the only changes io such file covers that ware made by Hayoes and Boone are the 
addition of a tracing tebel in the upper left corner laid an attorney docket number in the upper 
right Corner, 

8, On July 7, 2010. 1 sent an email to Mr. Tachner and asked him if he had any copies of 
maintenance fee correspondences between horh the PTC) and Crunk Brothers. AUm.\ on July 7, 
2010, Mr. Tachner responded to my email, and stated that; 

"J don't remember my speck) treatment of the Crank Brothers files, bin as a 
genera! rub we don't keep separate tiles Tor nrainbnanee fees/ 1 

Attached, as Exhibit 1 is -a copy of the email 1 sent, to Mr, Tachner on July 7, 2010 and his 
response of the same date. 

9. .1 declare thai all statement made herein of my own knowledge are true -and that all 
statements made on hifom^tioo and belief m believed to be true and that those statements were 
made with, the knowledge that will ful, false statements and the like arc punishable by fine, 
imprisonment, or both under 18 U.S.C. § 1.001 and may jeopardize the validity of the present 
patent. 

RcepeetfaHy <suhmitted ? 
HAYNRS AND BOONB, LLP, 

Date *> ~ fj n 7ch™r^""^ ""iReg-Tlo. 42,406) 

HAYN'JES & BOONE LLP 
Customer No. 27683 
Phone: 949-202-3030 
Fax: 214-200-0853 
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Patent Number, 

02CS6S5 

Application Numbon 

09391709 

Issue Date: 

03/27/2001 

Filing Dale: 

03/08/19S9 

THIe: 

OLIPtESS 3?CYCLB PEDAL 

Status: 

APC status indicate patent expired on; 03/27/2002 

Entity; 

Small 

Window Opens;. 

03/29/2004 

Surcharge Date: 

03/28/2004 

Expiration; 

N/A 

Fee Amt Due; 

$0,00 

Surchg Amt Due; 

$0.00 

Total Amt Due: 

$0,00 

Fee Code: 




Surcharge Fee Code: 



Most recent events (up to 7): 

OS704/20Q3 
OS/04/2009 
06/&4/2000 
0ss/03f200& 
10/13/2008 
07/31/2008 

Refund * Payment of Maintenance- Foe, 4th Yr. Small Enlity. 
Refund - Surcharge, Petition lo Accept Pymt After Exp, Unavo 
Refund - Payment of Maintenance Pee. 8th Yr, Small Entity. 
Hefund - ?.5 yr surcharge- - tote pmt w/in 6 mo, Small Entity 
Petition Related to Malntonaoco F***y Ctenieii'Dssaiisseil 
Petition Rolled to Maintenance Fe«s Granted. 
PeliCon Reliftcid fc Maintenance Peas Filed. 
Gnd of Maintenance History— 

Address for fee purposes: 

LEONARD TACHNER. A PROFESSIONAL LAW 
CORPORATION 

17361 SKY PARK CIRCLE, SUITE 

IRViNE, CA 

92S1<1 

NOTE: Ail USPTO foes are subject to change. H you are maWng a payment by mail or fex, pleaee visit 
thfe Ijjrik or contact the Maintenance Fee Branch (571 -272*6600) to confirm the amount due on the date 
payment fe to bo mads* A maintenance fee payment can be timely made uefng the certificate of mailing 
or transmission procedure sot forth in 37 CFR 1.8. 

Run Another Query J 


htt|»://ramps.usirto.^ 1/21/2010 
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Chen, Tom 

From: Ltachner@aol,com 

Sm; Wednesday. July 07, 2010 4;38 PM 

To: Chen, Tom 

Subject: Re: Crank Brothers ciocumertts 


Tom: I doni remember any special treatment of the Crank Brothers files, but as a general rule we donl Keep 
separate files for maintenance fees, Leonard 

In a message dated 7/7/5010 2:48:29 P.M. Pacific Standard Time, Tom* Chen@haynosboone.com writes: 
Hi Leonard, 

Please let me know if you have any copies of maintenance fee correspondences (between both the 
PTO and Crank Brothers). We haye the various files you sent over, but was wondering if there was 
anything not included, such as if you kept separate files for maintenance fees. Thanks. 

Tom 


7/12/2010 



Best Available Copy 


Carl jffinej prtfner „ 

Sent: 
To; 

Subject: 
Ateaohmontsj 


Cart Winefordft&r {c^fecranKbrothersxom) 
Thursday, March 27, 2008 6:10 PM 

RE:$ifp26PCT 
smageooi«9if 


Desr Jania; \ 

Otay, noted to the PCT cost Yes, pfeassj proceed with the SUP 28 PCT, 


I$ Slip 21 the Rte name for the 6,205,885 (latent? tf so, then is there ajiyttiios that we canfehould do 
to up the odds that It goes through? Can ke expedite it? Can we send a person in to meet with the 
USPTO? Thsre am many millions of dolors of revenue potentially riding on thfa, because I'm sure 
that W6 will be cppiod heavily if the bike industry figures out that we don't have an active patent. Last 
yefar we- sow over $7,000,000 worth of peAats under thte patent, and this year It will bo mora. It k the 
majority of our business still- I'm really wqrrted that our patent fa not active. 

Thanks, 

Carl I 



prom: 3POR6MAMTACHLAW®aoKcom [mani»dF0^nMANtAOl LAW@ool.com} 
Sent: Thursday, March 27, 2008 4:44 PH 
To; carl^crankbrotfiers.coin 
SubjecU Re: slip 3& PCT j 

Mi Carl' I vvSi w»ore the PCT application fer 3Ufk§ ^nd gel It filed Uy (he cte«dfine <jf April 5th. The cost will be 
$4,500.00 (thera ar$ claims over 20 and an odtfife&al tod^rotent <statai). I m attaching our Statement of Account for 
the PCT application, SUP^21 : 1 have cfwcted witty the U$PTO but they haven't made a decision yet, 

Best ragardft, Jsmif. ; 


— ~- <j « 

Create a Home Theater Lite the Pres. 



r WJjkS8 acknowledge by path stampiho, Mcrapr ot the following: 

- CltyWiZ OF CQRRESPOSTOKHCB ABIXUESS {PATKKT).» ?OR U.S. PAKN'X 
NO* 6.20-3,685. ISSUED MARCH 27, 2001, AmiCATIOH SERIAL 
u NO. 09/391 > 709 FILED OK Sm'E&BM 8., 199& BY HIAKK 
;7 ^HBmWSSP et al, ATTOR8EY DOCKET KO r Stiy-21 (I F«g») % 
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United States $a\ / ani> Toapkmauk tin ice 


p.O, &M 14» 


Lt OKtARO TftCHKEft, A ^ROFSSS! QNAL UW OAT* PaiKTiD 

CORPORATION 

T/961 SKV PAKK CJHCU> SUlTf 3&~fc Oii/M/Q$ 
iaVJKC. CA 926)^ 


NOTICE OF PATENT EXPIRATION 


According to ihc records of tao U.5, Patent and Trademark Office <U*ir*TO) t payment of the 
afaimcnance fe* Tor the paienrts) listed below has not bean received tfm«Hy prior to the . 
end of the *U-motUh grace ffctiod in *cc<wtefc« with 37 CFR 1.362(e), Ittfc PATENTjfS) 

BELOW HAS THEREFORE "EXPIRED AS OP THE END 07 ; THB GRACE PERIOD. 
35 tf.&C 4(b). Noiice of the expiration wilt be published in the L'SFTO {^aaLGa&l& 

Expired patents may be reinstated m accordance with 57 CFK 1.378 if upon petition, the 
maintenance fee and tfcfr surcharge act fortii In 3? CFR JU20G) are paid, AND the d«Uy in 
payment of thfc maintenance- fee tj shown to ihc xuisf action of the Ditt£TOt to have 
unavoidable or unintentional 35 US-C *n{e)(l). 

Tf the Director accepts payment of the maintenance fee and surcharee upon petition under 
;V? CPR I.JT8. the patent shall he considcted as not twins expired but would be subject to 
the intervening ri&hts and conditions «t forth in. 55 U.S.C. f) (c)(2). 

for instructions on filing a petition under 37 CFR 1.376 u> reinstate on expired patent, yov 
may call the USPTO Contact Center at 800-786-9199 Or 703"30$~43S7. 


PATENT 
NUMBER 


U.S. 

APPLICATION 

Mm* 


6205*3$ 09391709 


ISSUe OATf 
03/27/01 


APPLiCAT(0?< 
film DATE 

09/08/99 


SXPJftATiCN 
DATE 

03/28/05 


ATTOft^fY 
DOCKET 

19760 



Carl W lagfo/^«er 1 

From: , Cart Wfoefortiner [cs|#jrsnkbfo?t>cr5.c^fn] 

Sanfc Monday, July 14, 300| 0:05 AM 

To: L&chtier$sw>!xdftt ! 

cc« Rank Hsrmsmssri j 

Subject: pedal patent 

Atfecftmeftfe: * image«H.grf j 


Dear Leonard: I 
Thank you again for meeting wfth us fast ffrtday. 

Upon more thought, I wanted to mske a dbupte of comments and suggestions regarding getting our 
pedal patent active, 

1 We asked if thsre was a second cHance (an appeal) If the USPTO declined the petition, and 
you said that you ware fairly sure tlat there was, I think it's Important that you make absolutely 
sure that there will be a second ch&nce if they come back the first time with e "no" answer, 

i 

2, ff there & no second chfinca, then ft seems like we better do whatever is possible before they 
answer to ensure a Ves* answer, j 

i 

3, We don't know What you included ft the petition, but it seems liice there ere a few facts that 

• heavily support the reality that we rlever intended this patent to go inactive. Specifically the 
feet that our company roak© million^ of dollars in revenue making pedals that fall within this 
patent (hnndieds of thousands of pedals per year), and that of our more than 2ii patents, this 
is the single most important, one. f|ven if this not a tegel argument, perhaps it would help our 
case? For sur», we would suffer significant hardship if this patent stays inactive, and it would 
put our company 8t risk, Can thfe ififo be passed along to the examiner? 

4, It seems logical that what the patent offtce wantfc to prevent people purposely letting their 
patents go Invalid, and only after $4me other company starts making an Infringing" product, do 
they change ttieir minds and want & get it valid again* In thst case, it's possible that another 
company has actually relied upon tpt patent being Invalid in coming out with thejr product. 
However, In our case, this is absolltefy not the case. There Is currently nobody infringing on 
us (yet), but It could happen fit anyfHme. 

Please let me know your thoughts. j 

Sincerely, \ 

Car! I 

! 


I 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


In re application of: 

Frank J-ffiRMANSBN, et al 


Atly Docket No.: 70614/30 


Appln. No.; 09/391/709 


U.S. Patent No. 6,205,885 


Filed: 


Sept. 8 ? 1999 


Issued; March 27, 200 J 


For: CL1PLESS BICYCLE PEDAL 


DECLARATION OF CARL W1NJBBORDNERIN SUtfOKTOF SUPPLEMENTAL 

PETITION FOR RECONSIDERATION AND ACCEPTANCE, OF DELAYED 
PAYMENT OF MAINTENANCE FEES UNDER 37 CF.R, $ 1.182, S 1.183, and 8 L378 

Mail SitopPetUions 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 


1^ Carl WinefoMner, declare and say jMat I have direct knowledge of all feets set forth in this 
Declaration and: 

1. I am named as an inventor of the subject matter claimed in U.S. Patent No. 6,205,885 to 
Mermansen et ai ? ("Hcrmansen •885"). 

2. 1 am a principal, of Crankbroihers, Inc., formerly known as California Crank Brothers, 
Inc. ("Cmak Brothers'*) the current assignee of record of Hermansen *885. I have reviewed and 
approved the Supplemental Petition in connection with the effort to revive Hermansen 4 8S5. 

3. In the past, Crank Brothers' engaged the services of Leonard Tachner ("Tachner") for 
patent preparation, prosecution and maintenance for both United States and foreign matters. I. 
was the contact person at Crank Brothers for all correspondence and contacts with Tachner, 

4. Daring the attempts by Tachner to reinstate Hermansen '885, Tachner never provided me 
0i\ to the best of my knowledge* anyone eise at ('rank Brothers with copies of <i) the Petition for 
Acceptance of Delayed Payment of Maintenance Fee Under Rule 1.378(b) (the "Petition*') filed 
by Tachner on October IS, 2O07 t (ii) the Declaration of Jauis Foreman filed with the Petition, 
(iti) the Request for Reconsideration of Petition for Acceptance of .Delayed Payment of 
Maintenance Fee Under Rule 1 .378(b) (the "Request") filed by Tachner on July 3 1 , 2008, nor 
(iv) the Declaration of Leonard Tachner filed with the Request, 

5 . I learned within the hist month from Crank Brothers' current patent counsel thai Crank 
Brothers* US. Patent No. 5,676,529 to Hermansen (''Hermansen *529 5? ) expired twice, namely 


Sir: 


1 


on or about October 1 5, 20(31 and on or about October 1 5, 2005. While I learned about the 
second expiration as discussed below, it was only recently that M earned from current patent 
counsel that the "529 patent expired a first time in 200 K Tachner never informed me or Crank. 
Brothers that Hertnansen '529 had expired either time, Tachner also never provided me or, to 
the best of my knowledge, anyone at Crank Brothers with copies of the 'Petition to Accept I^ite 
Payment of Maintenance Pee filed by Tachner on October 3, 2007, the Decision on the Petition 
granting the second reinstatement, or any other communications to or from the U.S. Patent and 
Trademark Office ( ft U&FTO") concerning either expiration and reinstatement of Hermanscn 
'529. 

6< I have been informed recently by Crank Brothers 5 current patent counsel that Crank 
Brothers' U.S. Patent No. 5,857,509 to Winefordner ("Winefordner '509") expired on or about 
January 13, 2007, J have also been, informed recently by Grank Brothers' current patent counsel 
that, a Petition to Accept Late Payment of Maintenance Fee for Winefordner '509 was filed by 
Tachner on October 3, 200? and was apparently granted by a Decision on the Petition was 
mailed on October 3, 2007, Tachner never informed me or, to the best of ray knowledge, anyone 
at Crank Brothers that Winefordner '509 had ever expired, Tachner al$i> never provided me or 
Crank Brothers with copies of the Petition to Accept Late Payment of Maintenance Fee* the 
Decision on the Petition or any other documents concerning the expiration and reinstatement of 
Winefordner '509. 

7. As a result of my attendance at the 2007 Interhike tradeshow in Las Vegas I first learned 
that Tachner had failed to pay the first maintenance fee for Hermanscn '529. The 2007 Interhike 
tradeshow was held frmn September 25 to September 30, 2007 and on Thursday, September 27, 
2007, 1 met with one of Crdnk Brothers' bicycle pump vendors who Crank Brothers had accused 
of infringing ; Hermansen 5 529, At this meeting., Crank Brothers' pump vendor informed me that 
the maintenance fee had not been paid on Hermarusen '529 and. as .such the patent was not 
enforceable. After the meeting, I immediately contacted Tachner. Attached as Exhibit I is a 
copy of an email sent to me on September 28, 2007 by Tachner' s secretary Janis Foreman. As 
noted in Exhibit l, Ms. Foreman stated that; 

"Unfortunately the patent office website is down. I will cheek into this first thing 
on Monday when the website is working again. 1 have it listed as paid/' 

To the best of my recollection, upon my return home from the Interhike tradeshow, 1 went onto 
the USPTO website to check the status of Hennansen '529 and at that point also discovered thai 
Hermanscn fi 885 had expired for failure to pay the first maintenance fee. I immediately 
contacted Tachner again io inform him about tins additional problem. Attached as Exhibit 2 is a 
copy of an email sent to me on October 3, 2007 by Tachner\s secretary Janis Foreman, As noted 
in Exhibit 2, Ms. Foreman stated that: 

u i will file a petition for SLIP-2 1 [Hennansen '885] but 1 won't have any 
feedback today because they are three hours ahead. 

Attached is the maintenance fee statement showing the annuity has been paid for 
SL1P-2 [Hermanscn '529] M 


2 


R^anJtn^ tho and second wafritenanee fees for Herwmsw *SS5 e &U»ch&i a* 
Eshihh 3 is a c*py of an invoice dnied October > i . 3008 ?hst Tfidma Jo Crank 
Brothers for audi VsaintenfifKft (t is wy u^dercuweitng ihst these tecs wcro refunded 
by tit*? USPTO to Tachner s deposit account en Juris 4. 2009* Crank Broilers has never 
r<$d v *$i gny-noiifiCAtion from Taohner ihat ih&se foes wsre rcfun<k:a by ths CSITG i.o 
1 admer. Crank Brothers has also never received a refund of these ftes frots Tuchnef\ 

9. i declare that ail sunetfiem macte herein of my own knowledge are inieami ihat al; 
sixuvntent& made on irvfornwion ami belief are teiie^ti io be iftiS and im\ these Kl*ue?n<?nte were 
m&do vviih sh«? knowledge t£sr willful ite;: siatemsms nnd ;h© like are punishable by fine, 
imprljfcmtwm, or bo'ib wdsr U$,C. § 1001 and may jeopardise ih« validity sf tins presort 
paioitt. 

R^pi^riuiiy siibniiued* 

/ / 

— „ x...^.^^.^.^.™ ^ 

Date / Off WiJft^A ner — 
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r**«r v/« COMPACT MANUAL A\R PUMP HAVSN6 SEI. ECTAKJLK HIGH VOLUME 07-13- 
u&m«u : /<u AND HK v H P ftjs 88t jftg MODES 2010::09:01:00 


Transaction History 


Date Transaction Description 

10-03-2007 Mail-Petition Decision - Accept Late Payment of Maintenance Fees * Granted 

10- 03-2007 Petition to Accept late Payment of Maintenance Fee Payment Filed 
11*16-2005 expire Patent 

03-07-2002 Reinstate Patent 

11- 20-2001 Expire Patent 

10-14-1997 Recordation of Patent Grant Mailed 

09- 08-1997 Issue Notification Mailed 

05- 07-1997 Issue Fee Payment Verified 

06- 14-1997 Drawing(s) Processing Completed 
06-14-1997 Drawing(s) Matched to Application 

06- 13-1997 Drawing(s) Received at Publications 
05-17-1997 Mailroom Date of Orawing(s) 
02-03-1997 Mail Notice of Allowance 

02-C3~i997 Notice of Allowance Data Verification Completed 

02-03-1997 Mail Examiner's Amendment 

02-03-1997 Examiner's Amendment Communication 

01-29-1997 Case Docketed to Examiner in GAU 

01-16-1997 Date Forwarded to Examiner 

12- 17-1996 Response after Non-Final Action 

10- 22-1996' Mail Non-Final Rejection 
. 10-15-1996 Non-Final Rejection 
09-06-1996 Case Docketed to Examiner in GAU 
08-29-1996 Application Captured on Microfilm 

07- 29-1996 Initial Exam Team nn 


https://spormla19to.gov/8ecurG/PA ? 
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08/718,768 BICVCUE TIRE LEVER 2010:-O6:01i4j 

Tral^cffolTHistory 

Date Transaction Description 

10-03-2007 Mail-Petition Decision - Accept Late Payment of Maintenance Fees - Granted 

10-03-2007 Petition to Accept Late Payment of Maintenance Fee Payment Filed 

02- 14-2007 Expire Patent 

01 12 1999 Recordation of Patent Grant Mailed 

12*22-1998 Issue Notification Mailed 

12-07-1998 Issue Notification Mailed 

10-21-1998 Issue Fee Payment Verified 

i 0-30- 1998 Drawing(s) Processing Completed 

10-30-1998 Drawing(s) Matched to Application 

10-22*1998 Dravving(s) Received at Publications 

10- 2.1-1998 Mallroom Date of Drawings) 
07-14-1998 Mail Notice of Allowance 

•07* t4-i998 Notice of Allowance Data Verification Completed 

07-08-1998 Date Forwarded to Examiner 

06^29*1998 Amendment after Final Rejection 

06*29-1998 Request for Extension of Time - Granted 

0.6-2S-1998 Examiner interview Summary Record {PTOL - 413) 

06-10-1998 Change in Power of Attorney (May Include Associate PDA) 

03- 04-1998 Mail Final Rejection (PTOL - 326) 
03-03-1998 Final Rejection 

03-02-1998 Date Forwarded to Examiner 

02*20-1998 Continuing Prosecution Application - Continuation (ACPA) 

02-20-1998 Mall express Abandonment (During Examination) 

02-20-1998 Express Abandonment (during Examination) 

12-24-1997 Mail Final Rejection (PTOL - 326) 

12-23- 1997 Final Rejection 

11- 21-1997 Date Forwarded to Examiner 

11- 10-1997 Response after Non-final Action 
09-24-1997 Mail Non-Rnal Rejection 

09- 18-1997 Non-Final Rejection 
02-04-1997 Case Docketed to Examiner in GAU 
01-10-1997 Transfer Inquiry 

12- 05-1996 Application Captured on Microfilm 

10- 03-1996 Initial Exam Team nn 


https;/Ysporta I Aispto.gov^ 
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Carl Winfefwdrter. 


f^rom: 

Sent; 

To: 

Subject; 


1 


JFOReMANTACHL5\W@aolxonri 
Wednesday, Octobfir OSi 2007 12:36 PM 
Cari Winefordner j 
Re; FW; P«tonte qpSj Tradewaf&s 


Dsar Carl: Atftu&ed is sm updated list for your mem. i have not yet finished the traderoam Br, Unit's. n«?xt, I wffJ 
respond to ^ach of your queattona i 

1 . Will arid tnfo to updated trademark ftot shortly 

2. SUFN20 lasimd snd SUP^O/CIP is pending, j 

3. I have bund a problem with the ma.intonancepss for SLIP*7 (toy submarine) and (olipisss iiioycte pedal) and 
I em trying to cotrect tfieiTi as I did for me ii&m'4 jdlGcussed below! 

4. Cart I found out that the Patent OTfico websitdlteb the annuity unpaid. Howev'er> to corrsci {lie situation I Sted a 
petition online and paid the petition and annuity which is autara'Scafly granted. I hsve to research acmft oioro and 
contact l+is maintenance division to further find ofit why t Hsted It pntd and th$y did net. fn any case it fn now poW or again 
paid. j 

I Bin frying ftfy best to g& theso deno as quickly 4$ possible for you, 

Best fetpxis, Jonte 


See what's nevv atAaUcom and Jfejffij^JtfH^^ 


i 

I 
i 
* 


1 
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From: Cad Winefdrtiner [cart@cranhbrolher&,comJ 

Sent: Friday, December 18, 200$ 3:03 Pbfi 

To: Chen, Tom: vieNaUy, Annie 

Subject: Fwd; Patents and Patent Applications fn the nam* of Crank Brothers 
Attachments; Genera! situation CBs - IP @ 1$ ; i2.20C%sd$x 

Dear Tom: 

Ptoe see the below email from APTA, and the attachment, arid then see ray reply io him in blue. Please note 
that there is a request to you in my reply him* 

l&i me know if you have any questions or comments. 

Possibly,.! have straightened out Che confusion where.APTA was asking you for files (hat they should not have 
been requesting. 

Best regards, 

Car! 

D$r»r Dr.»$a Giulut 9ordign*>n: 
Tbanh you for your em si 

You asked sta*; whether or not APTA should, hyndte the patents shown io green. In general, I believe the procedure we are 
to. fellow Is that Haynes and Soono handle oil US patents, and AFT A hendte all other patents. With that in mind, the first 
green item: Method of Fabricating A Cliptejm Bicytf * Pedal appSeation u 04715134.5 should be handled by APTA because 
mis patent is noi filed !n the US. .UtoU'to 

However, the bottom two gigen items fpurnp.and wheelj.shouitf be handled by Haynes and Seone, b&cause they are US 
only. 

Reg^rdlng the bottom yellow item, ihe Cirp&ss Bjcyete Ped&p(U$ p&&m number 620989$) sheutd be h^ndk>cl b^ Waynes 
end Boone, as it is & U$ patent.. Atso, lt"b not abandoned, nor should U be abandoned. Our previous patent attorney made 
a roitjisfce aort dW.not p«sy th$ maintenance fee on tfm vfcfch caused'!; to bo briefly show as abandoned, but the that paten? 
attorney petitioned to me USPTO and were ebie to pay the fee ana (mike tht* p&teni active ^gatrt. 

Best regards, 

Carl 

Carl Winetodner 

^ Forwarded message — 

from; CiuUa Bordigno a <tei;dig^i)(^flptaldw^pm> 
Date: Tue, Dee 15, 2009 at 8:58 AM 

Subject: Patents and Parent Applications in the name of Cnmk Brothers 

To: Carl Winefordnex ^l@^£t^^^0S> 5 Stefano Segato <S8riuuiiK^^ Barbara 
Bigoita <)Hffh&^JSttB^^ 

Cc; Stiidio Legale Fcftrhtclli <fe!trineU^ f^oehi@a pfaiaw,c oni 


Dear Sirs, 

This is to send you liic enclosed updated database of paiems in the nmne of Cranfcfcrothcrt, 


7/13/2010 
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Wc \voui<* like to underline that the lines filled in cr*nge cofti&rn? fo changes in the status of patents w respect io yout database and 
the lines filled in grewi concerns to patents or pnicnts applications that were not present m your database, 

Wc M«dty: nsk you if we have" to handle also thfc applications highlighted m green. 


Thank you for your cplf abeftt i&L 

We remain ai your disposal for tmy furtihur inform atto a you may need. 
Best regsrds. 


- Df.ssti CHuila Bordignon * 



AYYtSO; l-c to&a&aunni cnntemite <t Rll«g5ift alls pieacBCc acno «T»*ctio ucicatocuw a I rfastfnttaric sopra Indicate, tn cas-j sli tfo&icn* (te psrtc cti ?i&s$ma d; versa $ 
vtao <{uaiu:tcu& Ui» 3f (L'JtribuiiCJH! a copia. Chhinqti? TtosV3 qussta comw*fc«zifmt peraroas « icsmo fttitfoim&Ki ixn:ct<{j»t$m$t«$ per tsictww erf ^ rcstwircf 
qttamo rfccvufo..vi3 e-mail, airjmfcij£p4i&ii st»prn. 


NOTICE: Tb'J SKSftge cattail* l^brmaSlojj imc«iteC oo:y fof use cf (hi Atttr&ssc tomtd stave. If ifx> rctofcr of tfu* mossa^ i* tint wh^atI recipient or IhJ 
employee or sgtat fcspafcsibic for &Hverfug fite m&snge to tl\* ujic&tteJ r eetpivm, note tfca; Utaemf Jioticn, tftw ibwiuii o( vopySog of this <uw«i;vtfcattofc U 
jnrfctly fofblddwK Anyc;jo who rocsrvtatfcfe tcmmunicetici? m crrtrifhcuM notify us immediately hy phoro ar,*i rctwn cho orifthii rnessaip to us su!« abavc «tes.v 


WhUt Finn AVTA car* to r*rritt?ci ill syotm? frctn alecwvjic or ciltfr hairnni) irvciit, the Imtto pfcat no '.vafWfity th^l toy c<tisii mffsaags cinchuiiua 

lay wiqchincnis to it) ia free of any virus »r yihtr hannftil ffiflttcr sml accepts m wspoiwibility for «ny loss oj OiiJittftC reciting U) Utij tttipiem r<ae£viig. t^iiiwe: ta 


20122 Mibro . 
VuL.Mai3ani.15 

Pax 02.54*26**4 


37126 Vejoua 


4\ i25"N^idcn* 

ToJ.05V,Z929757 
Ffts'05^.^0f4H 


3A100 VJcttyQ 
rsXCM44.2.13005 


Tel 


7/J 3/2010 


Carl Wineforditcr 
crankbixnte* engineering 
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McNaliy, Annie 


From: McNally, Annie 

Sent; Wednesday. Feoruary \ h 2010 AM 
To: Chen. Tom 

Subject: R£: Patent in the name of Crank Brokers * Farther information 

Jus* left another Message, The petition office has assigned a person (Steven Brantley 571*272-320:5) to handle this 
case, so there is progress. 


From: McNally.. Annie 

Sent: Tuesday, February i6; 2010 3:39 PM 
Tot Chen, Tom 

Subject: ftE: Patent in the names of Crank. Brothers - Further information 

I haven't forgotten about ikts. The jiat&m. office was closed most of last week. 


From; Chen, Tom 

Sent; Tuesday, February IS, 2010 3:37 PM 
To: McNally, fimie 

Subject: r£: Patent in the name of Crank Brothers • Further informsUon 
Please Keap cNe'cfcfno on this. ThanKs. 


From: McNally, Annie 

Sent; Monday/January 25, 20it) 9:47 AM 

To: Chen, Tom 

Subject; RE; Patent in the name of Crank Brothers - Further Information 

Talked to Michael Bason at the petition branch. She couldn't figure it out since- there, isn't much electronically. She 
need to pull the file and will call me back; 


From; Chen, Tom 

Sent: Friday, January 22, 2010 S;QS PM 
TO: McNSijy, Annie 

Subject; FVV: Patent In the name of Crank Brother - further information 

Please call Ihe frtaimenance Fee Brat ich {571 -27£-65{50} to confirm' when this patent 'actually expired. It appears to have ^icpirecJ 
March 27, 2000. However, the attached 'statement shows that the 4th year maintenance Uyj was f (Mund&cJ, so if the 4th year 
maintenance was no! paid, tnen the patent may have expired March 27, 2005. So, fcasfcally check to see if ih« 4th year 
maintenance let* was paid. 'Dianas. 

Tom 


From; Chen, Tom 

Sentt Friday, January 22, 2010 4:15 PM 
TO! McNally, Annie 

Subject: FW: Patent in the name of Crank Brothers - Further information 


Annio. 

Ptoe get me this fiio ASAP Juert talked to Cad, and ho tioiieyes ail fiies. Including this one, was sent to us. The confusion !j; 
thai the statement s-lwws the Poytfon was Gmntod on Oct. 15, 2008 bat then denied/dismioaed June 9, 2000. 

Tom 
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;".WwW.\\%V.'.W.W.V.Vv\\V -MWWW.W.MW^ V.' S.-.V.'.' v.-.-. v ..■■■.■.■■**.•.*•.*.■■•■".• * 

Froftu McNaliy,* Annie 

S^nfc Thursday, January 21, 2010 9:45 AM 

To: Chen, Tom 

Subject: &£: Patent in the name of Crank Brothers - Further information 

This is not good. Prior attorney filed a petition revive for unavoidable abandonment and the petition was dented in 
06/09. The decision was mailed to the prior attorney. The patent stands abandoned. 

The patent expired on 03/27/09. I think the time limit to revive is 2 years from expinition (also the stantie of limitation 
to bring infringement lawsuits). So we could suggest to revive for unintentional. We did art estimate for Printntmix 
last, year, f think (he total eost is .Around $3000 {not sure if they get Small .Entity discount for these), Fieacse double 
check the time limit again before replying to the client. 

Ihe statement from the US'PTO h attached, 

Afl^AVW^VrfV^YkVVWVVWVWA^.V^VVW.VVVVW W.V. W.V.V.V.V * V.*A WW.' ••■•■•i v ai<ii. tI » otiMi •« „,,„ , , . . . • 

From) Chen, Tom 

Sent; Thursday, January 2\ t 2010 9:13 AM 
To: McNalty, Annfe 

Subject: FW: Patent in the name of CranK Brother * Further infer rnOtien 
Annie. 

Pl0&;& chin* on imrn 2) below and respond ivhen you hav-3 $ome : information. Thanks. 
Tom 


From: Giuiia Bordlgnon [mai!to;bordignon@apte;!aw>corn] 
Sent: Thursday, January 21, 2010 VA2 AM 
To; Chen, Tom 

Cc; McNoJIy, Ann»e; "Studio Legale fciWnellf; fuocht@aptaf»w.com 
Subject: Ft; Patent in the rwme of Crank Brothers - Further information 

Dear Mr Chun, 

whh reference to out* previous com mun (cations, thU-te to give you the following cth£> information: 


1) Ou? r<»f. for the following US and fci'C caws are: 


APTA »st.: 

Compact Mflftugi A|; 
Pump Navtap 
S«i»wai>|» Harjh VoKf mo 
And Hsgn Pressure ' 
Models 

Flar^ date: 
21/04/1937 


Grant date: 


- 

Winofcnfnor 

APTAtetvUi)75 

Attorney *tst.;Mr/&J3 US 


Hiiirty daw; 


Grant date: 

US7r,35i?0 

Nefinsnsftfi: Fran* . o: al ; 

APTAfffl,:i6t?3 
Attorney re?.: M-1759B EFC 

Mothod O* FdiHicathft 


AppiicatWl Kunuwl 
EP 04715124 5 


Publication 
UP133507G 

Frank Hcrm^son: 


A!$o for the.se esses APIA f».r.i will hand!'? directly annuity n.:e payments. We confirm that vou could remove ther»r> and \hz 
previous conimunicat <:d c*uv.s from your docket . 


2) As far U$ patent No. <0 ref. 1600J. Y ref, $tJP-3G) ; Mr WinftFardner informed us on December 19, 

that "Regarding the bottom yellow item, the Cltpless Bicycle Pedal (OS patent number 62058 SS) should be 
handled byHayncs and Boone, as* ii is a US patent. Alsu, it is not abandoned, nor should it be abandoned. Our 
previous patent attorney made a mistake and did not pay the maintenance fee on time which caused it to tie 
briefly shown as abandoned, but the that patent attorney petitioned to the USFTO and were able to pay ihc fee 
and make the patent active again", Could you please &i us knew if you have t eceivsid $ome confirmation about the 
Iftte payment from U5PTO? 
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Thank y*>u tor your collaboration. 
■ O'.o&t! Giulia Bcrdipnon - 


APIA 

Associated Patojit & f i^aixauS Attoiw&ys 


Si&berte wm Uy:)o Studio APTA prefsygwe i= prct;«</ w ;ta$tii «kw;p:wa Ha v:it«? y aminos", to siixtfc ihm; (i&ftyifc&sc c?w ^isl? «K>3£*:i53k> 

(:«ts»f^ • fii:Oi «wftht&:f 3>irt§itt!i} tdH \:*$%:v\G y:fy$ $ itfin t> f&ttftihs&bife} p<Jl ii$:Hl: &vfci:: rf»! fj-.'-itirt^iatic a.$<s§utal Col tip: vine niC : Sp$<£urfe it \Siit* fj: i::it:$te 

NCyriCE*; Tfcte mosfi^e cousins -fttomtaiSort tatciutotj sjn-y tor use ot :t?e wfifif-Tasoe ftc^ed sbevy. u thy reader o! tttis nw;fi3& is net ihe ir.ieiut.^ icc^enf oi' 
(he &t$foyw « rc&Kfi£b& im tij&rt&qi tn<j rrrft&*§e U) i;k> ftttftctoc! rf?itfci*m. ii-^! *fcif;?;teci\ tf&rfc&cn gr owing W 

cowmuRiCiMtOn is Bli-ctty S&nKtrer:. Any^t^o who *<5C*!Ves ihi$ cCftvnjmscrsJstm ;;: mmt $lu*;:'fj rtoiily i:r:nun£ swiy hv pHwte ;j«k*I r&Hw« tti* srtftai t.*:«Ji*:>ys w> 
iii lh© above «&re««. 

Wh-te Fiim AP? A takes care fi? pt&dci its sysKw-fi ::'0-:i e&vHttr*. vSr»s wuuk of aihrn* evwu. Uw Ffof; y:vt:s »;<; w/»rf<i:«y Ui<;i o-rf&il rwsjsayft 

Via l„ Manama, ift Vi^ Ca* ci Co??-*. ^ia?/.-: fJtsi Warfin, ! Via G:.i?ff};ii. Ccrss Psliatfc : s Via Ct:&i-:;;^t 26 

WeD sno: m??Z&&£:m.m)l 

Oa: Chen. Tom [iriailto:Torfi.Chttn{3>haynesboon€:.coriiJ 
Inviato; martedl ^ 5 dicembf{> S009 1>$,46 
A; Qiulia Sordignon 

Cc: McNaiiy, Annie; Studio Legafo Fellrineili; (uDchl® &ptalaw.cpr» 

Oggotto: RE: Patom in the namo of Crank Srotiiors - Now Patent topresentaiivo O t . ref,: 10506 SApyOB/mb 
ftwr Dr ? Dordignof>, 

We acfcnovytetfgo your instructions, For the U.S, and furcfen annuliiov/»rminlunum;v f0*?$. yyy want t;5 lo rtockot ^'irt tjonci 
flinders as ne**d9ci fo you or can v/a refnov^ thoso items f.'oru our (Socket? 

For US,patem sppHtidtion No. 1 1 .732094 (HNB Ref. 7.0614,00022; APTA r«f. 14993): Tho Patent Otffcs did not resistor our 
change ol POA, so we did noi receive' Notice of Allowance, Thanh you for fcrfn'fling 'thie to our attention. Wo will report Ihis oia to 
Crankbrothors anci asK for in^ttvetions \c4$y. 

For US patent appfesrtion No. 1 1/1381 34 {HNB R<ii. 7061 4,00024; APTA ret. 1 4995): We see that the Patent Office issues a 
communication focf^y. but ft & not available oluptf on«;aliy yet. We should he rsceiviriQ tf\is within the next few days and will let 
you Know. Regarding the divisional, we are &tili detewiinlng whether one should be filed (there was a restriction requirement in 
Ihe current application and a lev/ of the claims were wilhefrawn}. However, since this application has not been allowed, we have 
plenty of time to file a divisional if needed. We will kr,ow more once we receive ihf? next Offico Action. So. me Dec. 1 0 dale in 
not a hard date, end we do not plan on tiling a divisional by that date, although we may yol still file a divisional at a 'ate? dale. 

Thank you. 

Regards. 
Tom 


From: Giulia Bordignon {mailto;OOfd|grton@aptaiaw.com] 
Seat; Tuesday, December 15, 2009 8:40 AM 
To; Chen, Tom 

Cc; McNaify, Annie; 'Studio Legale Feltrfnel!:'; fuoc3i!@aptaiaw,com 

Subject: R; Patent in the name of Crank Brothers - New Patent representative O, ref.; 10S08 SAF/GB/mb 
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teif Mr Chan, 

with roteronoe to yo-;r <ial;-i*)&SR sent on November 28, ;?00<}, ws wouft ifco to tnterm you mat the ionowinp car^t. will bo hantf<xl 

1 . Taiwanese oast? Cbrot; mf. 706 1 4.000 1 5 (0. ret. 1 49iW5 Application Na 93 1 ti4ft{)9: 

2. Taiwanese case CDirm nil". 7061 -10001 5 (0. rc-L 14987) Application NO. 93109371; 

3: European oaso Cbro? 705i4£fKKte {0. r©f. 10007} Application No. 0*750737 2 emitted Tsicycte era*ik arm": 

4, European o&O Yojr rel. M-1 7590 Application No . 047 1 SI 34 5 entitled "Msmad of fafchcalinu a oltplf'ss bioyclo poaal". 

Ws would !ik(j to inform you also thai we mindte directly a!! snftyity teas to to paid tor former • &\a US om*$ in trie nam* of 
Crank Sraitisrs. 

Our feJ. for UG an> th6 folfovviny- 


Cbros f*3>f : 

APTA r?|f . 

7061 4.000 IS 

149SB 

70814,06022 


?0S1 4.00024 


70614.0002& 

14937 

70014.00030 


708,14.00034 

* wWTocjo"??"""""* 


1600S~ 


We kirdly ask you to record them ant* to repot u>ero in your further corrunu nieaBony. 
We would like ?o kindly ask you [he follow ttQ questions- 

I. MS Piitortt.sppj.^aiiqri .No., n/732904 Ohra 70614j^p^.AP77v^.L.Jl49g{J has receivad ihe Notice ot Allowance with 
corre3sx>ndif!3 fees due boiore January 16, 3010. Have you already eoromiitfcalsd H to Crank S'OUi&fG? Haws tnoro fees 
besn duly paid? 

Z US.fMM£i$!^ you havo indicated mm you ara awaiting 

an oliice action and preparing a divisional application if possibW (by December if), 200ft), VVV Kindly ask you to inform us 
promptly about iftosf? actions, 

Please acknowledge sate recall of this fcommunfeatlon and oroykJe u« witt* tte mpiy tci tha r:lx*v*^uu(jstK>m;. 

TftanK you for your coftaboratkrf. 
BesirdgarrW. 

• Dr.ssa Giuite Bordlgnor, - 


APTA 

A&pcfctfcd Paujxit & T^altMrriatU Attorney* 


AWji'O; Ut 'ttvwTi&tttii <&&»frtft& c g^at^ &:la>'&$eftie $onc air^ti* uft&&meft:€ & twsi»rtsi$rfc &ot>ft ideate «>&o * : (tawiKWK n& parte w pw«i*i 
erf a rosuiiiiiiii (potto ^<«vu^. vsa a'tr.a». <*iHvi;S^*xtf tf> ct:- oaprs. 

\Vh:\J i-sin-s APTA iahsfi f^ri» (0 prwtor.l Jfc t/Aiesiw (torn ofevetittric v. : fv » tiUtxch o: cuwf hnrrfihii ^-vftni. im.* TKin oiv'ss no w;v'i;:fi!y !fi;:i :::(.': c-msiJ :T!et.':ftr;o 
(t>^h.-ri-ny #fiy uuaCTi^U»^!£ *0 il} ifl f:t*a iVly vi*y3 ftf Clh«f !':^iT^:tri /fl::II£r> a^C* .JCt'ftpiS -it- ^Sp<Jf^ih:i;iy Jw Sfiy jess &r ca»^aq(j ftisyii'rJv to WCiJKCftl 


Fay 025<i?un* 


3^120 Varon?. 
Via ^Ssi M:&. 
To:- c;S.^^.So< 


Tu*" U. f iU.35i : :Hi> 


To: M44.»U5i>y(i 
Fax 0444. 2*JS(j:lS 


351;*V Prtcsova 


Web site: vyyyy<.ffpi^lmv copn 
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Pa: Chen, Tom [maiito:Tom,Chen@haynest>cone.com) 
Invloto: lunedt 23 novem&re 2009 I9.S4 
A:' Martina 

Cc: Giulla BorcJIgnon: McNally. Annie 

Osgotto; RE: Patanl in the name oi Crank Brottisrs •* Now Patent representative O. tel.; 10508 SAF/G&mnb 


From: Martina [maHto:martins@aptaiaw.com] 
Sent: Thursday, November 19 t 2009 11:57 PM 
To: Chen, Tom 
Cc; \M\a Bordfgnon* 

Subject; I: Patent in the name of CranK Brothers • New Patent: representative C, ref,: 10508 SAF/GS/mb 
Importance; High 

ft E M I N 0 E R 
Dear Mr. Chen. 

we refer u> our e-mail bejw and we kindly ask you to tei us have a short reoort or nil US cases handled by your office tor Cranfc 
Brothers. 

umldrlining the urgencies, as soon as possible, 
Ws thanK you for your cooperation, 
Qm Hoards, 
The Secretary 


Dai Martina {m3ilto:mcr»jna©eptalaw.com] 
Xnvteto? martedf 3 novemore 20C9-9.S7 
Ai tomxhen@hayn$sfcoone.cohY 
Cc; HSiUlia Dordlgnon' 

Oggetto: Patent in the n3me of Crank Brothers * New.Patent representative 0, ref.: 10508 SAF/CB/mb 

O. ref.: i 0503 SAF/GB/rub 

k.a.:Mr.Tom Chen 

Please see the enclosed latter* 

Acknowledge* safo receipt of this letter. 

Best Regards, 
The Secretary 


AWiSO: Lc (jrformaxioni commie & gtegsio ala present sono siretio uricamawc ft! ttwliiraww sepra ifjcKcsio m caso tfcwiono da parw # person* 
evwaa 0 vietaic ^u&lunqtm m» di diMrii^awiw v e«p»a. Chiuii«yo lira* quesia cumvfrCetfMifi f»j eirora f> t Vf ^ I6 a g i fi bmiart; jmiiwfoi&mtate w tcri&fone 
etf a i»siitu]fct quanto i &wi to. r-a e-mail altatcfftfeza d: cvi ftopra. * ' 


Dear Martina, 
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f-iOTlfcC: This mcssftgo contains (n$mi5*foft ^tended only for us* yf sddresesa mm&i above, ii ths rtiarinr m<sss»y« is not inr> tnrsmtsd iat:p»swi or 
tho employee or asom resuomiibie (or detvefins the mcssaga to tiw wmottQ recipient, mnto note that dissominaforh cttortwikm or copy>ryj ct ihis 
oantfiiunksa^f : 1$ stiicDy tafekldatt. Anyo»s who rfce*?iv«&- i>& ciimrmmfcaJten in »nw should "Of-ty us imms-diataiy & phona and rei-jrn the ordinal Jnossaqo to us 
fcl m fcrfdross 

Wh& r>m AfHA rjiKits carr-to £*tf>d te* uy&tams tram <Jfcstw»ic vi/ve atiscfi ct m& harmful event. !>;*; P* f m gives no warranty that im» »msii incssaso 
(including any ai;acK/n<srii& io itj b toe uf any vi(C3 or oiher harmful manor and accspls no restf* nafriiav far any toss 0/ dsroaad rasgtwg to the rcoaieni 
racaivinn, Opening 01 wfilftfj il 

20122 Mi&w 37126 \torona «'Jtjn SJatoona SH-OOModana 3S109 Vicensa 35137 i>;idi>vft 

Via I. Mtirara. 1J> Via dei Milte. 3 Fia^a dai ^;jryrf: 1 Via CU&igtoj, $25 GGRtrft San Maria*. 4 via (I. Cftatotorf. <*0 

MC2.i>411-j7<< Toi.(i4S«$*^0l T<iLW^4S660 ToUX^^Tr*? Tel 0444.236638' Tei. 04972375* 

ftwQ?.S4l25114 Fax ft*5.*t&£»oai>0 Fa* 351 .25WTCa Fa* t m55$8*fl Fa* 0444.23$QCS Pax 043723354 

Web site: ^v^^lto^m 


CIRCULAR 230 ^T"1CE: Tf, onsufo compliance with n^i-ramam* fcr$a&$d t?y U.& Trqasiiry Rostfattoos. ttavn.es and fioone, tU' informs you that any VO. tax 
auVoi contained in this CQmmurii$&<n) (for ; tvcV.$i any attachments) was net intended .or written « tra '.;sod, a«d c-3nf*t;i fc« used, tor th» u^tposo of {ii avoiding 
ponaiiK^ undor lha Internal Hn vnnua Corfi? of {ii- fjrorn&i-ntj, m&rket«ty or racMRm&ad&g ic anomer pa:iy any transacv**fi o* waiter atKirassod i wn. 


CQ^FtOHNTlAUry NGn'fvHfftm atectron-c mail transits sfetf- is jKr&teat&l;. tn»y be pfivijtfgeiii and shoy« be* -msai r>r rsijMnfjri 6nly by y'.wifiw) fQcl^-ii. ii 
yoa nav<a ?eceivi»d mis iras$?«fe$:c» in e»or : pt«iiis knmedis^ly notify trie siE»ui»r wkJ ««ty # n f rof f ( yu U » «y^t«m. 


ClSCUtAFt 250 NOTiCt; 7o ansyre cotptffonce wit^ rettiiiraments imoosed by \}& TwzHvty rt^)ui^tjons, (foynAS a-HJ Qacnut, LIP tntoi^ns you thst 
edvice conrafmsti fc* ^us <c-mfnunica»kHi (Inciudbj^ atracl«?Kjpift) intended or wi;;w t« r;« wsed, and ?d(trwi fta :i$sd, ?ot the py/pcsc* c! ii) *vo:cir*a 


CO^FtDGNTiALtlV NOTICC; Tni$ etwlrc/iic mai; ifi*^:jfn^5'jf>rt is voijlicten&if. mity ba prfvifc^ecf and $mn\& t<* re-fitJ ar mwihad only t*y tho intomJsfJ fctipiont. it 
you h$va received this uaiwr&sivn Irt w;f, plwi^ i:njntK)';(»if:?y :iyi/i y thn wndd» 3*td detdti- it iforo yovi sy^-tam. 
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Petitioner's Exhibit V 


Post-Issuance History in 
Pat. No. 5,678,541 
"Atomic- 1" 



United States Patent and Trademark Office 


Commissioner for Patents 
United Stales Palent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 


Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, CA 92614 


In re Patent of GarrafFa 
Patent No. 5,678,541 
Issue Date: October 21, 1997 
Application No. 08/616,223 
Filing Date: March 5, 1996 
Attorney Docket No. Atomic- 1 

Request for Information 

This communication responds to a renewed petition under 37 C.F.R. § 1 .378(b) filed April 22, 
2011. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not 
been truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to 
provide his opinion by Mr. Tachner, The record fails to include any evidence corroborating Dr. 
Albert's diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's 
diagnosis is required. It is extremely odd that the people that were closest to Ms. Foreman did 
not notice that, as stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost 
her sense of reality" or "lost her sense of proportionality." Further, as stated in Mr. Tachner's 
declaration, it appears that for about two years, Ms. Foreman was failing to bill clients or pay 
firm obligations even though the performance of these tasks appears to have been her primary 
duty. Therefore, it is not clear from the record how Mr. Tachner could have failed to recognize 
Ms. Foreman was failing to properly bill clients and pay firm obligations. 

In response to the instant request for information, Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885.' 
Furthermore, Petitioner must explain why the current explanation provided in this case is any 
more believable than other explanations previously provided. Petitioner is required to provide 
corroborating evidence of Ms. Foreman' s condition from a source that is independent of Dr. 
Albert. Additionally, Petitioner must fully discuss how the actions of Ms. Foreman, with regard 


MAILED 

O CT 0 6 2 011 
OFFICE OF PETITIONS 

Request for Information 


1 A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://portal.uspto.gov/exteniaVp6rtal/pair. 
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to the docket, went undetected from early 2005 until January 201 1 . Further, Petitioner must 
explain how Ms. Foreman's failure to bill clients and pay firm obligations went undetected from 
early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Information will be interpreted as a desire to no longer pursue 
reinstatement of the patent and the Office will give no further consideration to the matter. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Anthony/jiight 
Director 

Office: of Petitions 
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Attorney Docket No.: ATOMIC-1 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Dean R. Garraffa ! 

Patent No.: 6.678,541 

Issued: October 21. 1997 

For. IMPROVED BREATHING REGULATOR; 
APPARATUS HAVING AUTOMATIC 
FLOW CONTROL 


TRANSMiTTAl. OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

. . MAIL STOP: PETITIONS . . 

Attn: Charles Steven Brantley 
Senior Petitions Attorney . 
' v.- ' Commissioner for Patents , ! 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Dear Sic 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 


-o 


~—i . 
.>o->cr 

1-2 o 3 


CD 


t.~» 


Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 

B4/27/E811 DflLLEN 88888887 868938 5676541 

81 FC:1599 2855.88 DA 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $2,455.00 (for the third annuity of $2,055.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 
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Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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Attorney Docket No.: ATOMIC-1 ™ 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Dean R. Garraffa 

Patent No.: 5,678,541 

Issued: October 21 , 1 997 

For. IMPROVED BREATHING REGULATOR] 
APPARATUS HAVING AUTOMATIC 
FLOW CONTROL 

ADDITIONAL DECLARATION OF LEONARD TACHNER 

MAIL STOP: PETITIONS 

Attn: Charles Steven Brantley 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

I, Leonard Tachner, do hereby declare as follows: 


CO 


50 -=C/><= 

3 r?|° 


— i 


1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing in support of a request for reconsideration. 

2. When Ms. Foreman told me in 2008 In regard to U.S. Patent No. 6, 
205,885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all of the 
specification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman was mistaken. However, I 
still accepted her assertion that she believed the client had made that statement 
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because up to then (by 2008 she had worked for me for 30 years) I had no 
reason to doubt her reliability. Only in late 201 0 when she asserted that other 
clients (ATOMIC and CSUF) had also taken on the responsibility to pay their own 
maintenance feeSi did I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been in my own practice, I have filed 
applications that Issued into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of failures of clients to communicate in a timely manner. Up 
to the recent events; a few such petitions were made necessary by innocent 
clerical errors of my staff. However, to the best of my recollection, every one of 
those petitions to revive an application or to accept a late maintenance fee filed 
by my firm, had ultimately been granted. It would be impossible for us to know 
the precise numbers of such petitions, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or otherwise disposed of. 

4. I now better understand the specific behavior that was Ms. 
Foreman's issue with meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademark Office. She would entirely overlook a 
payment deadline. Then rather than inform me in a timely manner so that I could 
remedy the delay, she would "cover up* her omission by alleging that the 
corresponding client had told her in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of a docket sheet entry apparently made by Ms. Foreman for this particular 
patent, showing that the client would pay their own maintenance fee. Only when 
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I began to see this type of entry more than once did I begin to understand that I 
had a serious problem. 

5. I believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr. Albert, I now recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been ill and 
unable to cope with her responsibilities. I also believe that her illness was a 
direct Cause of the firm's failure to act in a timely manner in behalf of the client in 
this matter. 

6. . I regard Ms. Foreman as more than just my employee. After more 
ithan three decades of a close working relationship, Ms. Foreman is more likea 
member of my family. I believe that is the reason that I did not recognize her 
problems earlier. She will continue to see Dr. Albert at my expense. In the 
meantime I will transfer time-based responsibilities from Ms. Foreman to another 
employee. 

Pursuant to the terms of 28 US.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct I farther declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true, the declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent. S^~^\ yf 


Dated; 


7 



221 



Leonard TacKner " 
Attorney for the Petitioner 
Registration No, 26,344 
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Attorney Docket No.: ATOMIC-1 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Dean R. Garraffa 

Patent No.: 5,678,541 

Issued: October 21 , 1997 

For IMPROVED BREATHING REGULATOR; 
APPARATUS HAVING AUTOMATIC 
FLOW CONTROL 


ADDITIONAL DECLARATION OF JANIS FOREMAN 

MAIL STOP: PETITIONS 
"Attn: Charles Steven Brantley 
Senior Petitions Attorney 
Commissioner for Patents 
U.S; Patent & Trademark Office 
p:0. Box 1450 
Alexandria, VA 22313-1450 


I, Janls Foreman, do hereby declare as follows: 


1; This declaration is a supplement to my prior declaration submitted 
in regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent 


2. Over the past few months i have, as a result of discussions with 
and medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
in my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to properly carrying out my duties. 


1 


PAGE 7/11 s RCVD AT 4/22(2011 4:09:59 PM [Eastern Pay&gM Time) ' SVR:W-PTOFAX-002f12 * DNIS:2738300 * CSID:9499552415 S DURATION (mnKS):03-51 


'04/2.2/2011 12:07 FAX 9499552415 LAff OFFICE OF L TACHNER . @008 


3. In regard to the subject patent in particular, my duty was to 
communicate In a timely manner with the client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our firm pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, if I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to forward the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my current recollection that what I did instead was to recognize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 

to do before I could get to that matter. Then I would rationalize that I could rely ' .* • • 
on a six-month surcharge period If needed and continue to put off communicating • 
with the client Eventually, I ran out of time, but it would occur to me that this 
client had wanted to pay Its own maintenance fees and I would simply make such 
an entry In the corresponding docket sheet. 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to handle it I had no 
animosity toward the client or toward the law firm. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachnerthat I could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
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both under 18 U.S.C. §1 001 and may jeopardize the validity of the above- 
captioned patent 


Dated: jfl^^T^&^W 

z/Janis Foreman 
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Samuel H, Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I, Dr. Samuel Albert, do hereby declare as follows: 

1 . This declaration supplements my prior statement submitted 
previously in regard to this matter. 

2. Based upon my interviews with Ms. Janice P. Foreman, and Mr. 
Leonard Tachner, It is evident that her problems at her employment stemmed 
from a significant Increase in her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transferred to the Tachner firm. Evidently, she was 
able to handle the sudden workload increase for a period of two to three years. 
However, beginning in late 2004, early 2005 she started falling behind and could 
no longer keep current. 

3. In retrospect she now realizes that within a few months thereafter 
she started a pattern of behavior which she now recognizes as irrational. Such 
behavior for example included making up false excuses for failing to take 
required actions such as contacting clients and responding to Mr. Tachner's 
questions with answers that may have had no factual basis, but which she 
believed would satisfy his inquiry. In my opinion, it was during this period 
beginning in mid-2005 when Ms. Foreman went through a transition from being 
merely over-worked and highly stressed to being clinically ill. 

4. It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that ft didn't fully abate until the early months of 
201 1 . The principal symptom of this illness was her inability to separate real 
events from imagined ones. From time to time during this period, she would let 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid-2005 and late 2010, and 
based upon her prior reliable behavior in regard to her duties at the Tachner firm, 
Ms. Foreman's failure to take proper actions were due to a psychosis that 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and if she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. ! have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there fe no regression. 

Pursuant tojhe terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 


captioned patent. 



Dr. Samuel Albert 
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United States Patent and Trademark Office 
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Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, G A 92614 


In re Patent of Garraffa 
Patent No. 5,678,541 
Issue Date: October 21, 1997 
Application No. 08/61 6,223 
Filing Date: March 5, 1996 
Attorney Docket No. Atomic- 1 


MAILED 

FEB 22 2011 
OFFICE OF PETITIONS 


Decision on Petition 


This is a decision on the petition under 37 C.F.R. § 1.378(b), filed December 22, 2010, to 
reinstate the above-identified patent;. 

The petition is DISMISSED. 

Facts 

The instant application was filed March 5, 1996. 

Attorney Leonard Tachner handled prosecution of the instant application. 

The application issued as a patent on October 21, 1997. 

The 3.5 year maintenance fee of $440 and a surcharge of $65 were timely paid on October 22, 
2001. 

The 7.5 year maintenance fee could have been paid from October 21 , 2004, to April 2 1 , 2005, or 
with a surcharge from April 22, 2005, to October 21 , 2005. The fee was not timely paid. As a 
result, the patent expired October 22, 2005. 

The petition states the patent is owned by Atomic Aquatics. Dean Garraffa is the sole inventor - 
and a principal of Atomic Aquatics, 

On November 17, 2010, Garraffa contacted Janis Foreman, Tachner's Office manager, and 
requested she supply him with a tabular report showing the current status of Petitioner's patents 
handled by Tachner's firm. 
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During the creation of the report, Foreman noticed several of Petitioner's patents had expired as 
a result of non-payment of maintenance fees since early 2005. 

Garraffa received the report on or about November 24, 2010, Thereafter, Garraffa promptly 
requested a meeting with Tachner to discuss the report. The petition states the expired status of 
the patents shocked Garraffa , as well as another principal of Petitioner. 

The petition states, with emphasis added, 

The declaration evidence shows that over a protracted period[,] beginning in 2005[,] Ms. 
Foreman experienced a psychological breakdown or psychotic episode as described by 
Dr. Albert.... The breakdown of Ms. Foreman caused her to fail in her office duties 
which included notifying the patentee of the need to pay maintenance fees.... Only [in 
the] past few weeks has her strange and unexpected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachner's office for more than 
thirty-two years. She did not exhibit any form of overt personality characteristics or 
behavior which would have led Mr. Tachner to anticipate that she would not have 
fulfilled her normal office duties as she had done for more than three decades. Based 
upon Dr. Albert's interview and diagnosis of Ms. Foreman, it is only now understood 
that she was overworked and stressed beyond her limit ... but that she was 
"programmed" to Hide her predicament for fear of losing her position. 

Tachner's declaration states, 

[Foreman and I] have always maintained clear lilies between her responsibilities as an 
employee and mine as a patent attorney.... Her actions in dealing with clients, the U.S. 
Patent and Trademark Office and with our foreign associates, must be based on my 
instructions that she receives by conferring with me. She is not to carry out such actions 
until and unless she first confers with me. Our office procedure is clear - all substantive 
incoming communication are to be reviewed by me. 

The petition is accompanied by a declaration by Samuel H. Albert, M.D., a practicing 
psychiatrist. Foreman met with Dr. Albert during late November 2010 at Tachner's request. 
Dr. Albert's declaration states, 

Based upon [the] facts communicated to me, my reading of the Tachner and Foreman 
statements and my interview with Ms. Foreman, I have formed a preliminary medical 
opinion as follows: 

Ms. Foreman's irrational behavior is a result of her reaction to a temporary but 
continually increasing workload which became more than she could handle..,. 

[S]he evidently became so busy that she's lost the ability to bill clients in a timely 
manner and pay the firm's obligations when they were due..,. 
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She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to inform Mr. Tachner of these problems.... 
[S]he spent more time concerned with her problems [than] with solving her 
problems. 

She began to do and say unreasonable and unrealistic things.... She lost any sense 
of reality.... Her goal became one of maintaining a sense of continuality and 
stability for Mr. Tachner even by misleading him and making false statements to 
him and to others. Ms. Foreman was suffering from an acute psychotic 
breakdown brought on by rising pressures at her most important environment, her 
workplace where she had succeeded for decades.... 

I believe Ms. Foreman's illness is amenable to treatment. 

The instant petition does not appear to be the only petition filed by Tachner on behalf of 


Petitioner. 

Additional petitions include, but are not necessarily limited to: 

1. 

A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 5,803,073 on 


December 22, 2010, 

. 2. 

A petition under 37 C.F.R. § 1 .378(b) filed for Patent No. 6,761,163 on 


January 3, 201 1, 

3. 

A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 6,463,640 on 


January 3, 201 1, 

4. 

A petition under 37 C.F.R. §1.1 37(a) filed for Application No. 29/238,632 


on January- 12, 201 1, 

. 5. 

' A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 6,098,924 on 


January 24, 201 1, and 

6. 

A petition under 37 C.F.R. § 1.378(b) filed for Patent No. 6,347,766 on 


January 24, 2011. 


Law 


A grantable petition under 37 C.F.R. § 1 .378(b) must be accompanied by a showing to the 
satisfaction of the Director that the entire delay in paying the required maintenance fee from the 
due date for the fee until the filing of a grantable petition pursuant to this paragraph was 
unavoidable . 

In order for a party to show unavoidable delay, the party must show "reasonable care was taken 
to ensure that the maintenance fee would be promptly paid." 1 The level of "reasonable care" 
required to be shown is the same as the level of "care or diligence ... generally used and observed 
by prudent and careful men in relation to their most important business." 2 When determining if a 


1 37 C.F.R. § 1.378(b). 

2 /nreA/fl//«to/? > 38App.D.C.497,5!4-15(D.C.Cir. 1912). SeealsoRayv. Lehman, 55 F.3d 606, 34 U.S.P.Q.2d 
(BNA) 1786 (Fed. Cir. 1995) (citations omitted) ( M [|]n determining whether a delay in paying a maintenance fee was 
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period of delay has been shown to have been unavoidable, the Office will take "all the facts and 
circumstances into account" and will decide each petition "on a case-by-case basis." 

35 U.S.C. § 41(c)(1) states, with emphasis added, "The Director may accept the payment of any 
maintenance fee . . . after the six month grace period if the delay is shown to the satisfaction of 
the Director to have been unavoidable." Therefore, petitioner has the burden of proof . The 
decision will be based solely on the written, administrative record in existence. A petition will 
not be granted if petitioner provides insufficient evidence to "show" that the delay was 
unavoidable. 

The Office and Congress have recognized the unavoidable standard can be very difficult to meet. 
During 1992, Congress considered the difficulty involved in reinstating a patent under the 
unavoidable. Congressional representatives described the unavoidable standard as inflexible, 
extremely hard to meet, too stringent and harsh. 4 Congress did NOT take steps to make the 
unavoidable standard more flexible, easier too meet, less stringent, or less harsh. Instead, 
Congress determined that it would allow patent owners the ability to reinstate a patent under an 
"unintentional" standard as long as the petition was filed within 24 months of the .expiration of 
the patent. Congress chose to continue requiring proof of unavoidable delay for petitions filed 
after the 24 month time period. 

Analysis 

The Error That Led to Non-Payment of the 7.5 year Maintenance Fee 

The petition argues the 7.5 year fee was not paid as a result of an error by Foreman. However, 
the petition does not actually identify the error made by Foreman. In view Petitioner's failure to 
identify Foreman's error, the Office is unable to conclude Tachner's reliance on Foreman not to 
make such an error was reasonable and prudent. In other words, the record fails to establish the 
failure to timely pay the fee was unavoidable. 

Causation 

The petition fails to prove the 7.5 year maintenance fee would have been paid absent Foreman's 
medical, condition. 


unavoidable, one looks to whether the party responsible for payment of the maintenance fee exercised the due care 
of a reasonably prudent person.") 

3 Smith v. Mossinghojf, 67! F.2d 533, 538, 213 U.S.P.Q. (BNA) 977 (D.C. Cir. 1982). 

4 "[The unavoidable] standard has been found to be extremely hard to meet. Some patent owners have lost their 
patent rights due to this inflexible standard." 138 CONG. REC. S16613, 16614 (September 30, 1992) (Rep. 
DeConcini) (emphasis added). "The unavoidable standard has proved to be too stringent in many cases." 138 
CONG. REC. HI 1 15 (October 3, 1992) (Rep. Hughes) (emphasis added), "The unavoidable standard is ' too 
stringent . Some patent owners have lost their patent rights due to circumstances that do not warrant this harsh result, 
but that could not be considered 'unavoidable 1 under current law.'" 138 CONG. REC. El 688 (June 4, 1992) 
(extension of remarks of Rep. McCollum) (emphasis added). 
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The petition asserts Foreman was "overworked and stressed beyond her limits. 


Dr. Albert's statement indicates: 

1 . Tachner began continuously increasing Foreman's workload on an unidentified 
date; 

2. Foreman became overworked and stressed; 

3. "[T]he Tachner law firm is a very busy firm and Ms. Foreman has a "heavy 
workload with many varied and important business responsibilities," and 

4. Foreman was unable "to vent her frustration, the worry, and concern" she felt as 
she fell further and further behind in her work. 


Dr. Albert indicates Foreman eventually suffered an acute psychotic breakdown. However, Dr. 
Albert does not identify the date, or a specific timeframe during which, Foreman transitioned 
from being overworked, stressed employee to an employee suffering from an acute psychotic 
breakdown. In other words, the record fails to prove Foreman's error, resulting in the expiration 
of the patent during October 2005, took place during the period of time Foreman was suffering 
from an acute psychotic breakdown. 

Even if Foreman was suffering from an acute psychotic breakdown during the entire period from 
early 2005 until the date the petition was filed, the record would be insufficient to establish 
causation. The petition appears to simply assume the error was the result of the medical 
condition. However, the record implies the error may have well been the result of other factors, 
such as being overworked and being placed under a heavy workload. 

Foreman's Work Environment 

On an unidentified date, Tachner began to continuously increasing Foreman's workload, As a 
result of the heavier workload, she became overworked, stressed, and too busy to properly 
perform her duties. 

In general, an inverse relationship exists between quality and an employee's workload. In other 
words, the chance of an employee making an error when performing a task increases as the time 
the employee is allowed to spend on the task decreases. Therefore, a reasonable and prudent 
employer, treating the supervision of an employee as the employer's most important business, 
would not simply assume an employee's past quality of work would not suffer as the employer 
continuously increased the employee's workload. Instead, such an employer would take steps to 
ensure the employee could adequately handle the new workload without a drop in quality. The 
record fails to indicate Tachner took any steps to ensure Foreman could adequately handle the 
new workload without a drop in quality. 

If an employer has created a work environment in which employees feel 100% comfortable 
bringing workload issues to the employer's attention, the employer might be reasonable in 
expecting an employee to inform the employer if the employee's workload begins to impact the 
quality of the employee's work. However, the record fails to prove Tachner created such a work 
environment. For example, the petition states, with emphasis added, "[Foreman] was 
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overworked and stressed beyond her limit ... [but was] "programmed" to hide her predicament 
for fear of losing her position" 

Tachner' s Continued Reliance on Foreman After the Expiration the Patent 

In order for relief to be warranted under 37 C.F.R. § 1 378(b), the record must establish the entire 
delay in the submission of the fee was unavoidable. 

If the expiration of the instant patent been discovered on an earlier date, a petition to reinstate the 
patent could have been filed on an earlier date. Therefore, the Office must determine if the 
failure to discover the expiration of the patent on an earlier date was unavoidable. 

The petition asserts: 

1 . Foreman has been a reliable employee for more than thirty-two years; 

2. "Only [in the] past few weeks has her strange and unexpected behavior come to 
light;" and 

3. "[I]t is only now understood that she was overworked and stressed beyond her 
limit." 

Despite the assertions above, the evidence is insufficient to demonstrate Tachner had no reason 
to suspect Foreman's past work was unreliable prior to discovering the expiration of the patent 
during November 2010. 

The instant decision will discuss facts involving Patent No. 6,205,885, since such facts 
demonstrate Tachner had reasons to doubt the reliability of Foreman's work well before 
November 2010. 

Patent No. 6,205,885 expired as a result of Foreman removing all future maintenance fee due 
dates for all of a client's patents from the docketing system. Tachner filed a renewed petition to 
reinstate the patent under 37 C.F.R. § 1 .378(b) on July 3 1 , 2008. Tachner clearly recognized 
Foreman had made an error. For example, page 2 of the petition stated, with emphasis added, 

[The attached Tachner declaration indicates] Ms. Foreman made a profound clerical 
error ... [as a result of] Ms. Foreman's distraction, or confusion or unusual lack of 
dependable adherence to client instructions. 

Tachner's declaration filed with the July 31, 2008 petition references concerns Tachner has 
concerning Foreman's recent conduct and her current ability to perform her job. The declaration 
stated, 

In retrospect, it seemed strange to me that neither we nor the client received a 
maintenance fee reminder for the c 855 patent. Ms. Foreman assured me that we had not 
received such document.... [1 also did not receive the prior decision mailed April 9, 
2008.] Ms. Foreman maintained that the April 9 decision letter was not received by our 
office.... 5 


5 Paragraph 5. 
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TVe not previously had reason to doubt [Foreman's] work or question her actions.... 

I am taking action immediately to reduce Ms. Foreman's duties in the office. 7 

In view of the prior facts, Tachner appears to have had reasons to doubt Foreman's reliability at 
least as early as July 31, 2008, which was almost 28 months before he discovered the expiration 
of the instant patent. Respite the existence of such reasons, the record fails to indicate Tachner 
took any steps to determine the identity of any other patents which may have expired as a result 
of error(s) by Foreman. The record fails to indicate Tachner would not have learned of the 
expiration of the instant patent on an earlier date if such steps had been taken. Therefore, the 
showing of record is insufficient to prove the entire delay in the submission of the 7.5 year 
maintenance fee was unavoidable. 

Any request for reconsideration should discuss the extent to which Tachner was, or was not, 
reasonable in failing to take steps after July 31, 2008, to identify patents which may have 
unintentionally expired as a result of an error by Foreman. 

Any request for reconsideration should clearly identify all applications in which Tachner filed a 
petition under 37 C.F.R. § 1.137 between October 1, 2004, and February 1, 201 1. The request 
should also identify and fully discuss any errors by Foreman and/or Tachner, which contributed 
to the abandonment of each application. 

Any request for reconsideration should clearly identify all patents in which Tachner filed a 
petition under 37 C.F.R. § 1 .378 between October 1 , 2004, and February 1 , 20 1 1 ; The request 
should also identify and fully discuss any errors by Foreman and/or Tachner, which contributed 
to the expiration of the patent. 

Any request for reconsideration should clearly identify all patents, that Tachner is aware of, 
where a party other than Tachner filed a petition under 37 C.F.R. § 1 .378(b) between October 1, 
2004, and February 1, 201 1, asserting Tachner, Foreman, or Tachner's firm made an error which 
contributed to the expiration of the patent. 

Foreman * s Authority to Take Various Actions 

The Office is concerned statements in the instant petition involving Foreman's authority, or lack 
of authority, to take various actions. Information provided with petitions filed in Patent No. 
6,205,885, appears to indicate Foreman was allowed to take actions in response to instructions 
from clients without first discussing the matter with Foreman. However, Tachner's declaration 
in this case states, 

[Foreman and I] have always maintained clear lines between her responsibilities as an 
employee and mine as a patent attorney.... Her actions in dealing with clients, the U.S. 


6 Paragraph 7. 

7 Paragraph 9 r 
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Patent and Trademark Office and with our foreign associates, must be based on my 
instructions that she receives by conferring with me. She is not to carry out such actions 
until and unless she first confers with me. Our office procedure is clear - all substantive 
incoming communication are to be reviewed by me. 

Any request for reconsideration should fully discuss the extent to which Foreman was, or was 
not, permitted to take actions involving the payment of maintenance fees without first discussing 
the matter with Tachner. 

In view of the prior discussion, the showing of record is not sufficient to establish that the entire 
delay was unavoidable within the meaning of 37 C.F.R. § 1.378(b). 

The Address of Record 

The address on the petition is different than the address of record. As a courtesy, the Office is 
mailing the instant decision to the address on the petition. However, future communications will 
be mailed solely to the current address of record absent the filing of a request to change the 
address of record. 

Petitioner's Current Options 

I. Petitioner may file a request for reconsideration. 

Any request for reconsideration must be submitted within TWO (2) MONTHS from the mail 
date of this decision and include a non-refundable petition fee of $400. Extensions of time under 
37 C.F.R. § 1.136(a) are NOT permitted. The reconsideration request should include a cover 
letter entitled "Renewed Petition under 37 CFR 1 .378(b)." This is not a final agency action 
within the meaning of 5 U.S.C. § 704. 

After a decision on the petition for reconsideration is issued, no further reconsideration or 
review of the matter will be undertaken by the Director . Therefore, it is extremely important that 
petitioner supply any and all relevant information and documentation with his request for 
reconsideration. The Commissioner's decision will be based solely on the administrative record 
in existence. Petitioner should remember that it is not enough that the delay was unavoidable; 
petitioner must prove that the delay was unavoidable. A petition will not be granted if petitioner 
provides insufficient evidence to "show" that the delay was unavoidable. Therefore, if a request 
for reconsideration is filed, it must establish that the entire delay in the submission of the 
maintenance fee was unavoidable. 

II. Petitioner may request a refund of the maintenance fee and surcharge which accompanied the 
petition. 

Since the petition is dismissed, petitioner may request a refund of the maintenance fee and 
surcharge. Petitioner is reminded that if a request for reconsideration is later filed along with the 
$400 fee, the $400 will not be refunded. A request for a refund should be sent to: Mail Stop 16, 
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Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. A copy of this decision 
should accompany any request for refund. 

Further correspondence with respect to this matter may be submitted as follows: 

By Internet: A request for reconsideration may be filed electronically using EFS Web. 

Document Code "PET.OP" should be used if the request is filed electronically. 

By mail: Mail Stop Petition 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 


By facsimile: (571)273-8300 

Attn: Office of Petitions 


By hand: U.S. Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, V A 223 14 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



Charles Steven Brantley 
Senior Petitions Attorney 
Office of Petitions 


8 General Information concerning EFS Web can be found at http://www.uspto.gov/patents/process/file/efs/index.jsp. 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1 .378(b)) 
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U.S. Patent and Tmdamartc Office: US. DEPARTMENT OF COMMERCE 
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Docket Number (Optional) 
ATOMIC-1 


Mailto; Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 
Fax: (571)273-6300 

NOTE: If information or assistance is needed in completing this form, please contact Petitions information at 
($71)272^3282. 


Patent Number. 5.6?8>541 


Application Number: 08/61 e > 223 


CD 


Issue Date: October 21, 1997 


FitinnDatA: March 15, 1996 


CAUTION: Maintenance fee (and surcharge, if any) payment must correctly identify: (1) the patent 

number (or reissue patent number, if a reissue) and (2) the application number of the actual. 
U.S. application (or reissue application) leading to issuance of that patent to ensure the fee(s) 
is/are associated with the correct patent 37 CFR 1 .366(c) and (d). 


Also complete the following information, rf applicable: 

The above-identified patent: 

I""! is a reissue of original Patent No. - 


original application number 
original fBing date 


ei/ii/aen mien easseeia 

orirfiadate 1948.88 Dfl 


O 

— j 

868938 


" ! 
5178541 


Q resulted from the entry into the U.S. under 35 U.S.C. 371 of international application 
. flledon 


CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1-8(8)) 
1 hereby certify that this paper (along with any paper referred to as being attached or enclosed) is 
(1 ) being deposited with the United States Postal Service on the date srjowp>bfltow with sufficient postage as first cJass 


mail in an envelope addressed to Mail Stop Petition, Commissioner 
1450 OR 

(2) transmitted by facsimile on the date shown below to 
8300. 


/ Date 7 



Alexandria, VA22313- 
(571)273- 


LEONARD TACHNER 

Typed or printed name of person signing Certificate 
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1. SMALL ENTITY 

f/l Patentee claims, or has previously claimed, small entity status. See 37 CFR 1 .27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

□ Patentee is no longer entitled to small entity status. See 37 CFR 1.27(g) 

3. MAINTENANCE FEE (37 CFR 1 .20{eHg)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 


NOT Small Entity 
Amount Fee (Code) 

Small Entity 

Amount Fee (Code) 

("I $ 3V4vrfee (1551) 
| | S 7V4vrfee (1552) 
pi * 11%vrfee (1553) 

PI * 3%vrfee (2551) 
|7| $ 1240 7J4yrfee (2552) 
[71 $ 2058 11V4VTfee (2553) 


MAINTENANCE FEE BEING SUBMITTED $ i*295_ 


4. SURCHARGE 

The surcharge required by 37 CFR 1 .20(0(1 ) of $ I2£ 


(Fee Code 1 557) must be paid as a 


condition of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ 700 


MANNER OF PAYMENT 

Enclosed is a check for the sum of $ 


Please charge Deposit Account No. 06-0930 the sum of $ j?9?!L 

Payment by credit card. Form PTO-2038 Is attached. 


6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

["71 The Director is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to 
— ' Deposit Account No. 06-0930 . 
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PTO/SB/6S (01-09) 
Approved for use through 09/31/2012. OMB 0651-O01& 
US, Petant and Tradomartt OfBoa; U.S, DEPARTMENT OF COMMERCE 
to a cd tort ton of tnftxmaiton unless to displays a vaftd OMB oonbut number. 


7. OVERPAYMENT 

As to any overpayment mad©, please 

f7] Credit to Deposit Account No. 06-0930 

OR 

I | Send refund check 

WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in a patent application that may 
contribute to identity theft Personal information such as social security numbers, bank account numbers, or credit card 
lumbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) Is never required by 
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted tothe 
USPTO, petitk>nets/app4icaht8 should consider redacting such persona) information from the documents before submitting them 
to the USPTO. Petitioner/applicant is advised that the record of a patent appiication is available to the public after publication of 
the application (unless a non-publication request in compliance with 37 CFR i .213(a) is made in the application) or issuance of 
a patent Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced In a published application or an Issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO- 
2038 submitted for payment purposes are not retained in the application file and therefore are not publicly available. 

8. SHOWING 

The enclosed statement will show that the delay in timely payment of the maintenance fee was unavoidable 
since reasonable care was taken to ensure that the maintenance fee would be paid timely and that this 
petition is being filed promptly after the patentee was notified of. or otherwise became aware of, the 
expiration of the patent. The statement must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which the patentee became aware of the expiration of the 
patent, and the steps taken to file the petition promptly. 


R(S) REQUESTS THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE 



LEONARD TACHNER 

Typed or printed name(s) 

17961 SKY PARK CIRCLE, SUITE 3S-E 


26,344 

Registration Number* if applicable 


949-752-8525 


Telephone Number 


IRVINE, CALIFORNIA 9261 4 


Address 


ENCLOSURES; 

l / l Maintenance Fee Payment 
\/ \ Statement why maintenance fee was not paid timely 
f/1 Surcharge under 37 CFR 1 .20(iX1)(fee for filing the maintenance fee petition) 
[~J Other ~ " ~ " 
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37 CFR 1 .378(d) states: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 
other partflh interest" jf 


LEONARD TACHNER 


26,344 


Type or printed name 


Registration Number, if applicable 


STATEMENT 

(In the space below, please provide the showing of .unavoidable delay recited in paragraph 8 above.) 


This petition is supported by declarations of the undersigned, Leonard Tachner 
counsel for the patentee, the office manager of counsel's office, Ms. Janis 
foreman and a physician, Dr. Samuel A.. Albert who is a board certified 
psychiatrist* 

The declaration evidence shows that over a protracted period beginning in 20.05 
Ms. Foreman experienced a psychological breakdown or psychotic episode as. 
described by Dr. Albert who has interviewed her for purposes of making his 
enclosed Statement /Declaration. The breakdown of Ms. Foreman- caused her to 
fail in her office duties which included notifying the patentee of the need to 
pay maintenance fees, obtaining the client's authorization to make such 
payments and then proceeding to send such payments to the TJ* S • Patent & 
Trademark Office in a timely manner. Only int he past few weeks has her 
strange and unexpected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachner T s office for morn 
than thirty-two years. She did not exhibit any form of overt personality 
characteristics or behavior which would have led Mr. Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for. more than three decades. Based upon Dr. Albert* s interview and diagnosis 
of Ms. Foreman, it is only now understood that she was overworked and stressed 
beyond her limit (see Dr. Albert's Statement /Declaration) but that she was 
"programmed" to hide her predicament for fear of losing her position. 
Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "unavoidable", 
justify a granting of this petition and such is respectfully solicited. 


(Please attach additional sheets If additional space is needed) 
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RECEIVED 
^12 2011 

I. Leonard Tachner, do hereby declare as follows: 0FF, QE QF PETITIONS 

A. INTRODUCTION l '[ 

1 . i am a member of the State Bar of California (1 973| and admitted to 
practice before the U.S. Patent and Trademark Office (1971). I make this 
declaration in support of petition under Rule 1 .378(b). This declaration is based 
on my personal knowledge and if called as a witness, I could and would testify 
competently to the facts set forth herein under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I earned a Bachelor of Science degree in Electrical Engineering 
from City College of the State University of New York In 1 965 and a Master of 
Science degree in Electrical Engineering from California State University at Long 
Beach In 1969. I received a Juris Doctor degree cum laude from Western State 
University in 1973. 

3. I was admitted to practice before the United States Patent and 
Trademark Office as a patent agent since about December 1971 and I was 
assigned registration number 26,344. I was admitted to the State Bar of 
California in 1973. Over my entire career no disciplinary action has been taken 
against me by the United States Patent and Trademark Office, the State Bar of 
California or any other agency or administrative body. 

4. I am admitted to practice before the U.S. Supreme Court, the Court 
Of Appeals for the Federal Circuit, the Ninth Circuit Court of Appeals, all the U.S. 
District Courts of California and the Supreme Court of California. 

5. I began my legal career in 1 973 and have more than 35 years of 
private practice experience in intellectual property matters including patent, 
trademark, copyright and unfair competition. I began my own private practice as 
a patent attorney in March 1 978, Initially as a partner in a small firm and later as 
a sole practitioner in 1 984. 

6. I have prepared and prosecuted over 800 JJ.S. patent applications. 
In addition, I have been lead trial counsel iii numerous U.S. District Court trials 
involving patent validity and infringement and served as a testifying patent jaw 
expert in federal district court litigation and arbitration proceedings. 
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7. I have an "AV Martindale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janis 
Foreman Is my office manager. Ms. Foreman was hired in June 1978 and has 
been continually employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been responsible for entering information into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supervision. In addition, Ms. Foreman does the 
bookkeeping for my office Including billing and tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed in the U.S. Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms. Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acumen, ( we have always 
maintained clear lines between her responsibilities as an employee and mine. as 
a patent attorney. Her work is done under my supervision. She is not authorized 
to make any decision that could affect, diminish or.be inimical in any way to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademark 
Office and with our; foreign associates, must be based on my instructions that she 
receives by conferring with me. She is not to cany oyt such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming communications are to be reviewed by npe. , 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming correspondence and dockets relevant dates in our electronic docket 
As each due date in the docket is responded to Ms, Foreman has the 
responsibility for noting when the due date was met. 


2 ' 
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12. I maintain supervisory authority of the docket I routinely check the 
docket to keep aware of upcoming deadlines. I also regularly confer with Janis 
regarding matters coming up on the docket Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing system. 

1 3. When Ms. Foreman is either sick or on vacation or otherwise 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing form letters to clients. 

1 4. Over the years of her employment in my office, Ms. Foreman has 
been a loyal and devoted employee. Janis has normally handled her 
responsibilities in a professional and competent manner. 

D. CHRONOLOGY OF EVENTS IN THIS MATTER 

15. On or about Monday November 22, 201 0 Ms. Foreman showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Garraffa, one of that compan/s principals. Atomic Aquatics 
has been an important client of mine for about the past fifteen years and I have 
known its principals, Dean Garraffa and Doug Toth for more than twenty years. 

16. I noticed that the table had a number of entries for Atomic Aquatics 
issued U.S. Patents which indicated that they had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She informed me that she 
believed that these abandonments were known to the client's principals and were 
the result of their lack of adequate funds or because the corresponding products 
had become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday morning, November 24. On that 
same day I left Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked my email and opened an email 
from Ms. Foreman stating that Mr. Garraffa had received the table and had called 
the office that day and expressed a desire to see me as soon as I returned from 
the Thanksgiving weekend. 
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17. When I returned to the office on Monday November 29, 2010, Mr. 
Garraffa was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr. Toth were shocked to learn that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
it had happened and what could be done to remedy the situation. I told him that I 
would investigate the various files involved and report to him as soon as 
possible. • 

? | 

18. Over the ensuing two days I had discussions with Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr. 
Garraffa about a provisional application that was supposed to be followed by a 
corresponding non-provisional but hadn't been.. In examining the file, I found 
various instructions I had prepared far Ms, Foreman including a set of claims for 
the non T provisional» but no evidence that Ms. Foreman had carried out my 
instructions or that a non-provisional had been prepared and filed. It became 
evident to me that Ms. Foreman had failed to do her work in regard to a number 
of Atomic Aquatics files including the file No. ATOMIC-1 (Patent No. 5,678,541) 
for which this petition is being filed. . 

19. When I confronted her, she eventually admitted to me that she had 
lost control of her tasks, particularly over a several year period between 2005 
and 2008 when she just couldn't keep up with the demands of the job and 
perform all of her duties in a timely manner. She revealed that she was too 
afraid and embarrassed to tell me about this behavior. I then reported to Mr. 
Garraffa and advised him that I would immediately begin preparation of petitions 
to revive the Atomic Aquatics patents,that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior. 
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20. I arranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work in the future. A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. 

21 . Based upon Dr. Albert's Report and my own observations, I believe 
that Ms. Foreman, as a result of overwork and stress beyond her limit, 
experienced a lengthy period of irrational behavior. During this period she simply 
didn't carry out all of her usual responsibilities including communicating with 
clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIC-! for Patent No. 5,678.541 maintenance fees. Furthermore, Ms. 
Foreman was afraid to admit her inadequacies and endanger her position which 
had become such a predominant aspect of her life. Consequently, she did all 
she could to hide the problems until just recently. 

Pursuant to the terms of 28 U.S.G. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U S.C. §1001 and may jeopardize the validity of the above- 
captioned patent. 
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I, Janis Foreman, do hereby declare as follows: 

A. INTRODUCTION 

1 . This declaration is based on my personal knowledge and If called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B, BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr. Tachner in all aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering information 
into Mr. Tachner's patent and trademark docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr. 
Tachner's accounts receivable and accounts payable. I prepare the fina[ version 
of documents to be filed in the U.S. Patent and Trademark Office. 

4. Our office procedures are clearly defined by Mr. Tachner. I receive 
all incoming correspondence and docket relevant dates in our electronic docket 
As each due date in the docket Is responded to, I am responsible for noting In the 
electronic docket when the due date was met. 

5. Mr. Tachner maintains supervisory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines. Mr. Tachner regularly 
confers with me regarding matters coming up on the docket I review the docket 
daily for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
correspondence, emails and other documents relating to this matter. Though I . 
cannot explain or justify many of my actions described below, I have set forth in 
this declaration my true recollection of the events. 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 17, 2010, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr. Garraffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay ah issue fee and a provisional application that had been allowed to lapse 
without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particularly In regard to the 
past several years. My initial reaction was that the client had communicated 
authorization to withhold such payments and filings because of their financial 
problems or product obsolescence, but I could hot find any documents or other 
evidence supporting these "feelings". In retrospect I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was functioning at less than my normal capabilities. 

10. I don't know precisely what may have affected my mental 
performance during this period, but I do recall that I was under a great deal of 
pressure and stress due, to my work load and that I was feeling continuously 
overwhelmed and unable to keep up. However, I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after so many 
years. 

11 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert,, I now realize that it was a mistake to keep Mr. Tachner in the dark in 
regard to my sense of being overwhelmed and that I should have informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 
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Pursuant to the terms of 28 U.S.C. §1746, 1 declare tender penalty of 
perjury under the laws of the United States of America that the foregoing Is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are madejwith the knowledge 
that willful false statements and the like are punishable by fine, Imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity; of the above- 
captioned patent. \ 



''I 
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tttHFlBEHTlfcl statement of Sam.. ftl H. Albert. M.D. ! 

I, Samuel H. Albert, M.D., am a practising Psychiatrist haying an office^ in 
Fountain Valley, California. 1 have been a licensed physician in the State of California 
beginning July 1. 1969. I have been In practice as a Psychiatrist since October 1, 1972 
and a board certified Psychiatrist since November 1978. • 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Jam's Foreman, who is a legal 
secretary and office manager for Attorney Leonard Tachner in Irvine. California. 

I was presented with certain facts relating to Ms. Foreman's job role and 
apparent irrational behaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner's office. As I understand these facts, Ms. Foreman has 
had for over thirty years working in the Tachner law firm, the responsibility for billing 
clients for professional services carried out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established rules and 
instructions of Mr. Tachner. 

Besides Ms. Foreman and Mr. Tachner, I am informed that there is another full 
time secretary who takes instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
carry out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparation and the like. 

As 1 understand their relationship, Mr. Tachner spends his time mostly doing 
legal work for the firm's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll and communicating with 
outside service providers. She also handles Mr. Tachner's document preparation and 
maintaining his files which are quite numerous. Clearly from what I've learned, the 
Tachner law firm Is a very busy firm and Ms. Foreman has a heavy workload with many 
varied and important responsibilities. 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to those matters. In addition, I have had a two hour 
interview with Ms. Foreman in which she participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert with the intent of 
communicating my diagnosis with the constraints of physician-patient privilege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have formed a preliminary 
medical opinion as follows: 

Ms. Foreman's irrational behaviour Is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worcy and concern that's she increasingly 
felt as she fell behind in her work. 

She conectly regards her most significant responsibility as control of cash flow 
by timely billing of clients and payments to vendors. In the period from early 2005 to 
the end of 2007, she evidently became so busy that's she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to inform Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem in the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with solving her problems. 

This type of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of continuality and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environment, her workplace where she had succeeded for decades. 


i 
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If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac, Paxil, Zoloft, Lexapro, Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilities to reduce her work load if possible. I believe that Ms. Foreman's illness 
is amenable to treatment 

I declare under penalty of perjury that the foregoing is true and correct. 
Executed this J3^ day of December 2010 at Fountain Valley. California. 

By:. 

Samuel H. AJbert, M.D. 
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The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman Is a Caucasian female age 61 , born 4-26-1949. She has been an 
employee since June 19 f 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
overwhelming. 

She states, "I have a giant case load. I do many jobs." Among the long list of tasks for 
| which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 


LAW OFFICE OF L TACHN^W ®01Q 


1. Managing the foreign filing of patent information, 

2. Managing the United States filing of patent information, 

3. File patent application in the Unrted States, 

4. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office, 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of all the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She fifes copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing corrections and declarations. 'Til get the 
draftsman to come in and do new drawings*. 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the international Patent Cooperation Treaty 
(PCT). She does work related to the PCT, an international treaty 
involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter, 

19. From the parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversignt of the office docketing system, 
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21 . Typing of drafts of patent applications and prosecution documents. 


TIME PRESSURES often become extreme due to the following factors 

1 . Everything received by the office has a deadline of 30. 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 


OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on in the office. 


ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1. Ms. Foreman does the billing of clients for the office, and the bill 
paying. The attorney in the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "I am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores including soft 
drinks and bulk paper". 

6. She cleans the office on the weekends. 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LIMITED DEGREE. 

The Secretary (Jodie) does help a bit. 
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Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mood is one of anxiety with an undercurrent of depression. Her daily life is usually 
non-eventfuL She spends most of our evaluation session talking about the events 
which occurred while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton-wash pants arid a nondescript shirt. No 
jewelry other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement inappropriate affect. Affect is congruent to speech and thought 
and is appropriate mood. Psychological understanding and insight is absent 

Diagnosis: Major Depression, severe, with psychotic episodes. 
Generalized Anxiety Disorder 


Very truly yours, 


Samuel H. Albert, M O. 
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Commissioner for Patents 
United Slates Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 
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LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/23/05 
NEWPORT BEACH CA 92660 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 4Kb). Notice of the expiration will be published in the USPTO Official Gazette. 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(0 are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786-9199 or 703-308-4357. 


U.S. 

VTENT APPLICATION PATENT APPLICATION EXPIRATION ATTORNEY 

JMBER NUMBER ISSUE DATE FILING DATE DATE DOCKET NUMBER 

i785M 08616223 10/21/97 03/15/96 10/21/05 



UNITED STATES^PARTMENT OF COMMERCE 
Patent and Trademark Office 

ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


P75M 

LEONARD TACHNER DATE PRINTED 

SUITE 295 

3990 WESTERLY PLACE 11/27/01 
NEWPORT BEACH CA 92660 

NOTICE OF PATENT EXPIRATION 


According to the records of the Patent and Trademark Office, payment of the maintenance fee 
for the patents listed below has not been timely received prior to the end of the six-month grace 
period in accordance with 37 CFR 1.362(e). THE PATENT(S) LISTED BELOW HAS THEREFORE 
EXPIRED AS OF THE END OF THE GRACE PERIOD. 35 U.S.C. 4Kb). 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the maintenance 
fee and the surcharge set forth in 37 CFR 1.20(m) are paid, AND THE DELAY IN PAYMENT 
OF THE MAINTENANCE FEE IS SHOWN TO THE SATISFACTION OF THE COMMISSIONER 
TO HAVE BEEN UNAVOIDABLE. 35 U.S.C. 41(c)(1). 

IF THE COMMISSIONER ACCEPTS PAYMENT OF THE MAINTENANCE FEE UPON PETITION, 
THE PATENT SHALL BE CONSIDERED AS NOT HAVING EXPIRED, BUT WOULD BE SUBJECT 
TO THE INTERVENING RIGHTS AND CONDITIONS SET FORTH IN 35 U.S.C 41(c)(2). 

NOTICE OF THE EXPIRATION WILL BE PUBLISHED IN THE OFFICIAL GAZETTE. 
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PATENT SERIAL PATENT APPLICATION EXPIRATION ATTORNEY 

NUMBER NUMBER DATE FILING DATE DATE DOCKET NUMBER 
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United States Patent and Trademark Office 


BENOIT CASTEL 

745 SOUTH 23RD STREET 

ARLINGTON, VA 22202 


In re Patent No. 5,678,541 
Issue Date: October 21, 1997 
Application No. 08/616,223 
Filed: March 15, 1996 
Attorney Docket No. ATOMIC- 1 


Commissioner for Patents 
United States Patent and Trademark Office 
Washington, D.C. 20231 

VWVW.USfltD.SGV 


Paper No. 6 

COPY MAILED 
AUG 8 2001 

OFFICE OF PETITIONS 
A/C PATENTS 


NOTICE 


This is a notice regarding your request for acceptance of a fee deficiency submission 
under 37 CFR 1.28. On September 1, 1998, the Court of Appeals for the Federal 
Circuit held that 37 CFR 1.28(c) is the sole provision governing the time for 
correction of the erroneous payment of the issue fee as a small entity. See Pfl 
Technology v. Svnergvstex International. Inc. 154 F.3d 1333, 47 USPQ2d 
1865 (Fed. Cir. Sept. 1, 1998). 

The Office no longer investigates or rejects original or reissue applications under 37 
CFR 1.56. 1098 Off. Gaz. Pat. Office 502 (January 3, 1989). Therefore, nothing 
in this Notice is intended to imply that an investigation was done. 

Your fee deficiency submission under 37 CFR 1.28 is hereby ACCEPTED. 

Inquiries related to this communication should be directed to the Office of Petitions 
Staff at (703) 305-9285. 

This file is being forwarded to Files Repository. 



Petitions Examiner 
Office of Petitions 
Office of the Deputy Commissioner 
for Patent Examination Policy 


Petitioner's Exhibit W 


Post-Issuance History in 
Pat. No. 5,803,073 
"Atomic-2" 
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United States Patent and Trademark Office 


LEONARD TACHNER 
SUITE 295 

3990 WESTERLY PLACE 
NEWPORT BEACH CA 92660 

In re Patent No. 5,803,073 
Issue Date: September 8, 1998 
Application No. 08/613,070 
Filed: March 8, 1996 
Atty. Dkt. No. ATOMIC-2 


Commissioner for Patents 
United States Patent and Trademark Office 

P.O. BOX 1450 

Alexandria. VA 22313-1450 
www4ispto.gov 


MAILED 

OCT 06 2011 
OFFICE OF PETITIONS 

REQUEST FOR INFORMATION 


This letter is in response to the petition under 37 CFR 1 .378(e), filed April 1 8, 20 1 1 . The required 
petition fee of $400.00 has been charged to the authorized deposit account. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not been 
truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. Albert 
since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to provide his 
opinion by Mr. Tachner. The record fails to include any evidence corroborating Dr. Albert's 
diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's diagnosis is 
required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as stated by 
Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" or "lost her 
sense of proportionality." Further, as stated in Mr. Tachner's declaration, it appears that for about 
two years, Ms. Foreman was failing to bill clients or pay firm obligations even though the 
performance of these tasks appears to have been her primary duty. Therefore, it is not clear from the 
record how Mr. Tachner could have failed to recognize Ms. Foreman was failing to properly bill 
clients and pay firm obligations. 

In response to the instant request for information, Petitioner is required to provide a rebuttal to all the 
assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885. 1 Furthermore, 
Petitioner must explain why the current explanation provided in this case is any more believable than 
other explanations previously provided. Petitioner is required to provide corroborating evidence of 
Ms. Foreman's condition from a source that is independent of Dr. Albert. Additionally, Petitioner 
must fully discuss how the actions of Ms. Foreman, with regard to the docket, went undetected from 
early 2005 until January 201 1. Further, Petitioner must explain how Ms. Foreman's failure to bill 
clients and pay firm obligations went undetected from early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of this 
letter. Extensions of time may not be obtained. No additional fee is due for a response to the instant 


1 A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://portal.uspto.gov/external/portal/pair. 
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request for information. Hie response to this Requirement for Information should include a cover 
letter entitled "Response to Request for Information." The failure to file a reply to the instant 
Request for Information will be interpreted as a desire to no longer pursue reinstatement of the patent 
and the Office will give no further consideration to the matter. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to Attorney Advisor Alesia M. Brown at (571) 
272-3205. 



AnthonjnCnight 
Director . 
Office of Petitions 


United States Patent and Trademark Office 


Commissioner for Patents 
United States Patent and Trademark Office 

P.O. BOX 1450 
Alexandria, VA 22313-1450 
www.uspto.gov 


LEONARD TACHNER MAILED 

SUITE 295 OCT 06 2011 

3990 WESTERLY PLACE 

NEWPORT BEACH C A 92660 OFRCE OF PETITIONS 

In re Patent No, 5,803,073 : 

Issue Date: September 8, 1 998 : REQUEST FOR INFORMATION 

Application No. 08/613,070 : 
Filed: March 8,1996 : 
Atty; Dkt No. ATOMICS : 

This letter is in response to the petition under 37 CFR 1.378(e), filed April 18, 2011. The required 
petition fee of $400,00 has been charged to the authorized deposit account. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not been 
truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. Albert 
since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to provide his 
opinion by Mr. Tachner, The record fails to include any evidence corroborating Dr. Albert's 
diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's diagnosis is 
required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as stated by 
Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" or "lost her 
sense of proportionality." Further, as stated in Mr. Tachner's declaration, it appears that for about 
two years, Ms; Foreman was failing to bill clients or pay firm obligations even though the 
performance of these tasks appears to have been her primary duty. Therefore, it is not clear from the 
recora* how Mr. Tachner could have failed to recognize Ms. Foreman was failing to properly bill 
clients and pay firm, obligations. 

In response to the instant request for information, Petitioner is required to provide a rebuttal to all the 
assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885.' Furthermore, 
Petitioner must explain why the current explanation provided in this case is any more believable than 
other explanations previously provided. Petitioner is required to provide corroborating evidence of 
Ms. Foreman's condition from a source that is independent of Dr. Albert, Additionally, Petitioner 
must fully discuss how the actions of Ms, Foreman, with regard to the docket, went undetected from 
early 2005 until January 2011. Further, Petitioner must explain how Ms. Foreman's failure to bill 
clients and pay firm obligations went undetected from early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of this 
letter: Extensions of time may not be obtained. No additional fee is due for a response to the instant 
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request for information. The response to this Requirement for Information should include a cover 
letter entitled "Response to Request for Information." The failure to file a reply to the instant 
Request for Information will be interpreted as a desire to no longer pursue reinstatement of the patent 
and the Office will give no further consideration to the matter. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop PETITIONS 

Commissioner for Patents 
Post Office Box 1450 
Alexandria, VA 22313-1450 

By hand: Customer Service Window 

Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

By fax: (571)273-8300 

ATTN: Office of Petitions 

Any questions concerning this matter may be directed to Attorney Advisor Alesia M. Brown at (571) 
272-3265, 



Anthony 
Director 

Office of Petitions 
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Attorney Docket No.: ATOMIC-10 S 
IN THE UNITED STATES PATENT & TRADEMARK OFFICE » 

CD 


Patentee: Douglas J. Toth 

Patent No.: 6,463,640 
Issued: October 1 5, 2002 

For. STRAP CONNECTING BUCKLE 

TRANSMITTAL OF REQEUST FOR RECONSI DERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP: PETITIONS 
Attn: Christine Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria. VA 22313-1450 

Dear Sin 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
reconsideration and granting of the pending petition and such is respectfully 
solicited. 
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A fee of $1 ,640.00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 



Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-E 
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PATENTS TEL: (949) 752-8525 § i 
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PLEASE DELIVER THE FOLLOWING MATERIAL AS SOON AS POSSIBLE ^ 

TO: Christina Tartera Donnell, Senior Petitions Attorney 

FROM: Leonard Tachner ' 

NUMBER OF PAGES: 6 (INCLUDING THIS COVER PAGE) 
DATE SENT: 4-22-1 l TIME SENT: n am 


RE: 5,803,073 and 6,463,640 (CLIENT AND/OR DOCKET NO,) 

PLEASE NOTIFY OPERATOR IMMEDIATELY IF THE ABOVE IS 'Npr RECEIVED PROPERLY AT (949) 752-8525 

UNLESS OTHERWISE INDICATED OR O B^OUS^ROM~T HE N ATU RE oF THMHRANSM I^Al^ WE ^FORMATION"" 
CONTAINED IN THIS FACSIMILE MESSAGE IS ATTORNEY/CLIENT PRIVILEGED AND CONFIDENTIAL 
INFORMATION INTENDED FOR THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF 
THIS MESSAGE IS NOT THE INTENDED RECIPIENT, OR EMPLOYEE. OR AGENT RESPONSIBLE TO DELIVER IT TO 
THE INTENDED RECIPIENT. YOU ARE HEREBY NOtlFIED THAT AN^ DISSEMINATION, DISTRIBUTION OR 
COPYING OF THIS COMMUNICATION IS STRICTLY PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION 
IN ERROR OR ARE NOT SURE WHETHER IT IS PRIVILEGED. PLEASE IMMEDIATELY NOTIFY US BY COLLECT 
TELEPHONE AND RETURN THE ORIGINAL MESSAGE TO US AT THE ABOVE ADDRESS VIA THE U.S. POSTAL 
SERVICE AT OUR EXPENSE. THANK YOU. 

Dear Ms. Donnell: We recently filed Requests For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patents by delayed acceptance of previously 
unpaid maintenance fees. (see copy of transmittal letter for each case attached). 
The transmittal letters requested the fees be deducted from our Deposit Account 
06-0930. We have noticed that and extra $1,240.00 in fees was charged for 6,463,640 
on April 14. That overcharge resulted in a deficiency on April 19 when the fees 
needed for 5,803,073 were deducted from our Deposit Account. Please can you correct 
the overcharge for Patent 6,463,640 of $1,240.00 and deduct the remaining fees for 
Patent No. 5,803,073 of $2,055.00 from our Deposit Account. We are enclosing a copy 
of our Deposit Account statement for April 2011. Thank you for your assistance. 
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Attorney Docket No.: ATOMIC-2 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: 
Patent No. 
Issued: 


Douglas J. Toth 
5,803,073 
Septembers, 1998 


For AN IMPROVED SECOND STAGE 
SCUBA DIVINGING REGULATOR 
HAVING A PNEUMATIC DEPENDENT 
ANTI-SET FEATURE 
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TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 


Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1 .240.00; third annuity 
$2,055.00; Original Petition Fee $700.00; and $400.00 for the requested 
reconsideration) should be deducted from Deposit Account No. 06-0930. 



Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M,D. (2 pages) 

3. Additional. Declaration of Janis Foreman (3 pages) 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Douglas J. Toth ) 

Patent No.: 5.803,073 ) 

Issued: Septembers, 1998 ) ^IlliffijMR 
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For. AN IMPROVED SECOND STAGE ) 

SCUBA DIVINGING REGULATOR ) 

HAVING A PNEUMATIC DEPENDENT ) 
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TRANSMITTAL OF REQEUST FOR RECONSI DERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP: PETITIONS 

Attn; Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
PO. Box 1450 
Alexandria, VA 22313-1 450 

Dear Sir 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Jahis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1 ,240.00; third annuity 
$2,055.00; Original Petition Fee $700.00; and $400.00 for the requested 
reconsideration) should be deducted from Deposit Account No. 06-0930. 



Attachments: 

1. Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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Attorney Docket No ; : ATOMIC-2 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: 
Patent No.: 
Issued: 


Douglas J. Toth 
5,803,073 
Septembers, 1998 
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TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 


84/19/2611 MUCH 88988088 868938 . , 5883873 
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MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
UjS. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear S ir 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule ''1 .378(b) to revive tine above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tacrine?, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert: who is a board certified psychiatrist. 


Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $4,355.00 (for the second annuity $1 ,240.00; third annuity 
$2,055.00; Original Petition Fee $700.00; and $400.00 for the requested 
reconsideration) should be deducted from Deposit Account No. 06-0930. 


lly submitted, 
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Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Jariis Foreman (3 pages) 
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CENTRAL FAX CENTER 

Attorney Docket No.: ATOMIG-2 ^ • * ^11 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 

Patentee: Douglas J. Toth ) 

) 

Patent No.: 5,803,073 ) 

) 

Issued: Septembers, 1998 ) 

) 

Fon AN IMPROVED SECOND STAGE ) 
SCUBA DIVINGING REGULATOR ) 
HAVING A PNEUMATIC DEPENDENT ) 
ANTI-SET FEATURE ) 


ADDITIONAL DECLARATION OF LEONARD TACHNER 
MAIL STOP: PETITIONS 

Attn: Christina.Tartera Dorthell .. / 

Senior Petitions Attorney . ^ 

Commissioner for Patents " ^ 

U.S. Patent & Trademark Office * • 

P.O. Box 1460 

Alexandria, VA 22313-1450 

I, Leonard Tachner, do hereby declare as follows: 

1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition: This statement is part of the evidence I am 
filing in support of a request for reconsideration. 


2. When Ms. Foreman fold me in 2008 in regard to U.S. Patent No. 6, 
205,885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all of the 
specification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman was mistaken. However, I 
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still accepted her assertion that she believed the client had made that statement 
because up to ihen (by 2008 she had worked for me for 30 years) i had no 
reason to doubt her reliability. Only in late 201 0 when she asserted that other 
clients (ATOMIC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert. 

. 3. Over the 33 years that I have been in my own practice, I have filed 
applications that issued into roughly 600 U.S. patents for my clients. In a small 
., number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of failures of clients to communicate in a timely manner. Up 
to the recent events; a few such petitions were made necessary by innocent 
clerical errors of my staff . However, to the best of my recollection, every one of * 
those petitions to revive an application or to accept a late maintenance fee filed \\ 
by my firm, had ultimately been granted. It would be impossible for us to know ; 
the precise numbers of such petitions, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or otheiwise disposed of. 

4. I how better understand the specific behavior that was Ms. 
Foreman's issue with meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & trademark Office. She would entirely overlook a 
payment deadline. Then rather than inform me in a timely manner so that I could 
remedy the delay, she would "cover up" her omission by alleging that the 
corresponding client had told her in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of a docket sheet entry apparently made by Ms. Foreman for this particular 
patent, showing that the client would pay their own maintenance fee. Only when 

2 
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I began to see this type of entry more than once did I begin to understand that I 
had a serious problem. 

5. I ibelieve that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr. Albert, I now recognize that Ms- Foreman had for several 
years since as early as 2005 and as recently as four months ago, been ill and 
unable to cope with her responsibilities. I also believe that her illness was a 
direct cause of the firm's failure to act in a timely manner in behalf of the client In 
this matter. 

6. I regard Ms. Foreman as more than just my employee. After more 
than three decades of a close vvorking:relationsh]p, Ms. Foreman Is more like a v ^ 
member of my family. I believe that is the reason that I did not, recognize her ; • £ 
problems earlier: She will continue to see Dr. Albert at my expense, in the >c 
meantime I will transfer time-based responsibilities from : Ms. Foreman to another 
employee. '. v. - • -.' •- ■'<■■: ; ^ • • • '--At 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that ail statements made herein of my own 
knowledge are true and that all statements made on. information and belief are 
believed to be true. The declaration, made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the^alidity of the above- 
captioned patent 




Dated: ( l^^ffitfA 

Leonard ■pachner 
Attorney for the Petitioner 
RegistrafJon No. 26,344 
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Samuel H. Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I, Dr. Samuel Albert, do hereby declare as follows: 

1 ; This declaration supplements my prior statement submitted 
previously in regard to this matter. 

21 Based upon rhy Interviews with Ms. Janice P. Foreman, and Mr. 
Leonard Tachher, ft Is evident that her problems at her employment stemmed 
from a significant increase in her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several Hundred files were transferred to the Tachner firm. Evidently, she was 
able to handle the sudden workload increase for a period of two to three years. 
However, beginning In late 2004, early 2005 she started falling behind and could , 
no longer keep current . j' . . . • •;. 

1 :.• , 3, In retrospec^he now reaife<i* tfiat within a Months th>r*8iter'- v ., 
. she started a pattern; of behavior which Such rt 
- behavior for example included . i. . 

" ' Vetjulred actioiis sucW as tx>M&if^cM0€M responding to Mr. Tachner's 
questions With answers that may have had no factual basis, but which she 
believed would satisfy his inquiry. In my opinion, it was during this period 
beginning in mid-2005 when Ms. Foreman went through a transition from being 
merely over-worked and highly stressed to being clinically ill. 

4. It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
2011. The principal symptom of this illness was her inability to separate real 
events from imagined ones. From time to time during this period, she would let 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid-2005 and late 201 0, and 
based upon her prior reliable behavior in regard to her duties at the Tachner firm, 
Ms. Foreman's failure to take proper actions Were due to a psychosis that 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and if she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman, that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that: I can monitor her progress and be sure that 
there is no regression, 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. 1 further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1 ; Q0i and mayjeqpardi?e the validity of the above- 
captioned patent. * .'' . .. -\ „. 


Dated: 



- . v : Dr. Samuel Albert 


PAGEM1' 
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Attorney Docket No.: ATOMIC-2 


APR 1 5 201! 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: 


Douglas J. Toth 


Patent No.: 


5,803.073 ■ 


issued: Septembers, 1998 ) 


) 


For AN IMPROVED SECOND STAGE ) 
SCUBA DIVINGING REGULATOR ) 
HAVING A PNEUMATIC DEPENDENT ) 
ANTI-SET FEATURE ) 


ADDITIONAL DECLARATION OF JANIS FOREMAN 


MAIL STOP; PETITIONS 



; Attn: Christina Tartera Donneir / :: y r- 

Senior Petitions Attorney '• .' . .' 

'■■ Commissioner for Patents f-ij , .'. : ;'. . y .» •' . .'. ■.'■:<;'..'■ 
U.S. Patent & Trademark Office : 
P.O. Box 1450 vi ' \ 

Alexandria, VA 22313-1450 :■:•' '" '" - - • 

I, Janis Foreman, do hereby declare as follows: 

1 . This declaration is a supplement to my prior declaration submitted 
in regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent. 

2. Over the past few months I have, as a result of discussions with 
and medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
in my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to properly carrying out my duties. 
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3. In regard to the subject patent in particular, my duty was to 
communicate in a timely manner with the client who is the patentee of the subject 
patent, to ascertain whether that cfient wished to have our firm pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, If I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to forward the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my current recollection that what I did instead was to recognize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 
to do before I could get to that matter . Then I would rationalize that I could rely 1 
on a six-month surcharge period if needed and continue to put off communicating 
with the client. Eventually, I ran out of. time, but it would occur to me that this 
client had wanted to pay its own maintenance fees and. I would simply make such 
an entry in the corresponding docket sheet 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to handle it. I had no 
animosity toward the client or toward the law firm. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachner that I could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
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both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captfoned patent. 


Dated: ^-/^-// JA/tl<<& yTft&rf/ltfS 

lanis Foreman 




3 
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In re Patent No. 5,803,073 : 

Issue Date: September 8, 1998 : DECISION ON PETITION 

Application No. 08/613,070 : 

Filed: March 8, 1996 : 

Attorney Docket No. ATOMIC-2 : 


4 

This is a decision in response to the petition under 37 CFR 1.378(b), filed December 22, 2010, to 
accept the unavoidably delayed payment of the maintenance fee for the above-identified patent. 

The patent issued on September 8, 1998. The maintenance fee could have been paid during the period 
from September 8, 2005 through March 8, 2006, or with a surcharge during the period from March 9, 
2006 through September 8, 2006. Accordingly, this patent expired on September 9, 2006, for failure to 
timely remit the maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1 .378(b) must include 
the following: 

(1) the required maintenance fee set forth in § 1.20(e) through (g); 

(2) the surcharge set forth in § 1 .20(i)(l); and 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware, of the expiration 
of the patent, and the steps taken to file the petition promptly. 


The present petition lacks items (1), (2) and (3). 
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The USPTO finance record reveals that the Deposit Account contains insufficient funds to charge the 
$1,240.00 maintenance fee due at 7.5 years, the $2,055.00 maintenance fee due at 1 1.5 years, and the 
$700.00 surcharge after expiration. The Office notes that the maintenance fees, as well as the required 
surcharge, must be paid as a condition for accepting the late maintenance fee on petition. 

In view of the above, the Office is unable to treat the present petition on the merits until petitioner 
submits a new petition under 37 CFR 1.378(b), the payment for the surcharge after expiration 
(currently $700.00), the maintenance fees due at 7.5 and 1 1 .5 years, as well as do cumentary evidence 
in support of a showing of unavoidable delay. Thus, the petition is dismissed . The Office reminds 
petitioner that the fees must be paid in the amount due on the date the new petition is filed. 

Although the Office will not address the petition on its merits, the Office reminds petitioner that 
35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, rather 
than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent person 
in the exercise of due care and diligence would have taken steps to ensure the timely payment of such 
maintenance fees. Rav v. Lehman, 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1 .378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. Id. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) 
preclude acceptance of the delayed payment of the maintenance fee under 37 CFR 1 .378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 133. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

The word 'unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. 


In re Mattullath, 38 App. D.C. 497, 514-15 (1912) (quoting Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 
(1887tt: see also Winkler v. Ladd . 221 F. Supp. 550, 552, 138 USPQ 666, 667-68 (D.D.C. 1963), affd, 
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143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich . 1913 Dec. Comm'r Pat. 139, 141 (1913). In 
addition, decisions on revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v. Mossinghoff . 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted where a petitioner has failed to meet his or her burden of 
establishing that the delay was "unavoidable." Haines v. QuiRR , 673 F. Supp. 314, 316-17, 5 USPQ2d 
1 130, 1 131-32 (N.D. Ind. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4,409,763 , 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Rav v. Lehman, 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the time of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods ., 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen representatives 
of an applicant, and an applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash , 370 U.S. 626, 633-34 (1962); Huston v. Ladner , 973 F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed. Cir. 1992). Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay. Haines v. Ouigg , 673 F. Supp. 314, 5 USPQ2d 
1 130 (D. Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement from patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A. Albert. 

To establish a showing of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business (e.g., correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period from when the maintenance was due until the filing of a grantable petition. Namely, petitioner 
should provide the USPTO with a statement from a treating physician, asserting that from the time the 
maintenance fee was due until the filing of a grantable petition, the person's medical condition was of 
such a degree of severity that it prevented her from timely paying the maintenance fee. Additionally, 
the treating physician must describe the person's medical condition, the degree of incapacitation, and 
the duration of the medical illness. Lastly, petitioner should submit evidence to show that "but for" the 
person's medical condition, the maintenance fee would have been timely paid. Without a thorough 
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explanation or documentary evidence, the Office is left to speculate as to the circumstances that 
transpired. 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1 . 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 
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Docket Number (Optional) 

>AAiNTlNANCE>EE IN AN BCPIRED TpATENT (37 CFR 1.378(b)) ' ATOMIC-2 


Under tftfr Pap<*v*o<v Reduction Act of 1995, no persons are r 

PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 


Mai! to: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1460 
Alexandria VA 22313-1450 
Fax; (571)273-8300 


01/11/3011 DALLEN 88888819 8689$ S 
81 FC.1599 1948.88 DA 


NOTE: If information or assistance is needed in completing this form, please contact Petitions Information at 
(571)272-3282- 


Patent Number: 5.803,073 


08/613.070 


Application Number: 
EH^f^- March 8, 1996 


83873 

i 


Issue Date: September 8, 1 998 

CAUTION; Maintenance fee (and surcharge, if any) payment must correctly Jdentify: O^Pf^* 

number (or reissue patent number, if a reissue) and (2) the application number of the £*ual 
U.S. application (or reissue application) leading to issuance of that patent to ensure tne reew 
is/are associated with the correct patent. 37 CFR 1 .36$(c) and (d)» 

Also complete the following Information. If applicable: 

The above-identified patent 

| | is a reissue of original Patent No. _ . — 

original application number 

original filing date 


original issue date , 


Q resulted from the entry into the U.S. under 35 U.S.C. 371 of international application 
filed on _____ * 


CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1.8(a)) 
I hereby certify that this paper (along with any paper referred to as being attached or enclosed) is 
(1) being deposited with the United States Postal Service on the date 

maa in en envelope addressed to Mail Stop Petition. Commissioner for 5*6*5. P.O. Box 1450, AJaxandne, VA Z2313- 
1450 OR 


(2) transmitted oy facsimile on the date shown below to the Ui 
8300 


(571)273- 


f Date" 



LEONARD TACHNER 


Typed or printed name of person signing Certificate 
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SttM«S [ aapSSEon! Coramtarfaner for Patent., P.O. Box 1460. Atoumdito. VA 2231*1 450. 

if you need assistance tn compter the form, caff 1-800-PT&9199 end select opto* 
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CENTRAL FAX CENTE# 002 

DEC 2 2 2010 

PTO/SB/eS (03-09) 
Appftved for usb through 03/31/2012. OMB 0651-0016 
U.S. Petem and TrademBrK Offico; OS- DEPARTMENT OF COMMERCE 
Under the Peperwork Reduction Act 011996. *0 Pomona am required to respond to e collection of lnfem«rtton unless It display* a vatid OMB control number. 


1. SMALL ENTITY 

\7] Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

| | Patentee is no longer entitled to small entity status. See 37 CFR 1 27(g) 

3. MAINTENANCE FEE (37 CFR 1.20(eHg)) 


The appropriate maintenance fee must be submitted with mis petition, unless it was paid earlier. 



NOT Smalt Entity 



Small Entity 


Amount 

Fee 

(Code) 

Amount 

Fee 

(Code) 

□ s 

3 16 vr fee 

(1551) 

□ $ 

3VSyrfee 

(2551) 

□ 5 

7V*yrfee 

(1552) 

[7] $ 1240 

7 1 /£yrfee 

(2552) 


11 V£ vrfee 

(1553) 

[71 S 2055 

1 1 Yi vr fee 

(2553) 



MAINTENANCE FEE BEING SUBMITTED $ 

3295 


4. SURCHARGE 

The surcharge required by 37 CFR 1 .200X1 ) of $ 122 (Fee Code 1 557) must be paid as a 

condition of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ 700 ; 


12/22/2010 14:19 FAX 9499555 


MANNER OF PAYMENT 

Enclosed is a check for the sum of $ 


Please charge Deposit Account No. 06-0930 the sum of $ J325 . 

Payment by credit card. Form PTO-203S Is attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

fy] The Director Is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to 
— Deposit Account No. 06-0930 . 
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US. Patent and TfadamanX Offioe; U.S. DEPARTMENT OP COMMERCE 
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[ 7. OVERPAYMENTS 

A$ to any overpayment made, please 

[71 Credit to Deposit Account No. 06-0930 f 

OR 

l~l Send refund check 


WARNING: 

Petitioner/applicant is cautioned to avoid submitting personal information in documents filed in e patent application that may 
contribute to Identity theft. Personal information such as social security numbers, bank account numbers, or credit card 
numbers (other than a check or credit card authorization form PTO-203S submitted for payment purposes) Is never required by 
the USPTO to support a petition or an application. If this type of personal information is included in documents submitted to the 
USPTO. petitioners/applicants should consider redacting such personal information from the documents before submitting them 
to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication of 
the application (untess a non-publication request in compliance with 37 CFR 1 .213(a) is made in the application) or issuance of 
a patent. Furthermore, the record from an abandoned application may also be available to the public if the application is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO- 
2038 submitted for payment purposes are not retained In the application file and therefore are not publicly available. 


6. SHOWING 

The enclosed statement will show that the delay in timely payment of the maintenance fee was unavoidable 
since reasonable care was taken to ensure that the maintenance fee would be paid timely and that this 
petition is being filed promptly after the patentee was notified of, or otherwise became aware of, the 
expiration of the patent. The statement must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which the patentee became aware of the expiration of the 
patent, and the steps taken to file the petition promptly. 


9. PETmONERW) REQUESTS THAT THE DELAYED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE 
PATEN^REINSTATED. 




6f Petitioners) 



LEONARD TACHNER 


Typed or printed name(s) 
17961 SKY PARK CIRCLE, SUITE 38-E 


26.344 

Registration Number, if applicable 
949-752-8525 


Address 

IRVINE. CALIFORNIA 02614 

Address 


Telephone Number 


ENCLOSURES: 

(3 Maintenance Fee Payment 

|/1 Statement why maintenance fee wag not paid timely 

f/| Surcharge under 37 CFR 1 J20(0(1 ) (Too for filing the maintenance fee petition) 

f~l Other J : [ .. 


IPa9»Sof4] 


PACS 3J18 1 RCVD AT 12G2Q010 5:23:4 1 PM [Eastern Stantfard Time] * SVR:USPT0«XRF-5/1 8 DN1S:2738300 1 CSID:949955241 5 1 DURATION (mm-ss):0W2 


12/22/2010 14:19 FAX 949955^5 LAW OFFICE OF L TACHNeW (2004 


FTO/S8/65<034}8) 
Approved for uso tWOUgh «ttn/20l2. OMB p851-«)16 
VS. PeteM end Trademark Office; US. DEPARTMENT OF COMMERCE 
Unctor the Paperwork Reduction Act of 1995. no persons are required to respond to a cd taction of Information unless H dsptsys a valid OMB control number. 


37 CFR 1.378(d) states: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 
other p^PVlh interest" 

' f Date 



LEONARD TACHNER 26 344 


Type or printed name : Registration Number, If applicable 

STATEMEhfT 

(In the space below, please provide the showing of unavoidable delay recited in paragraph 8 above.) 


This" petition is supported by declarations of the undersigned, Leonard Tachner 
counsel for the patentee, the office manager of counsel's office, Ms. Janis 
foreman and a physician \ Dr. Samuel A. Albert who is a board certified 

psychiatrist. t 
The declaration evidence shows that over a protracted period beginning in 2005 
Msi Foreman experienced a psychological breakdown or psychotic episode as 
described by Dr. Albert who has interviewed her for purposes of making his 
enclosed Statement /Declaration. The breakdown of Ms. Foreman caused her to 
fail in her office duties which included notifying the patentee of- the need to 
pay maintenance fees, obtaining the client's authorization to make such 
payments and then proceeding to ©end such payments to the U.S. Patent & 
Trademark Office in a timely manner. Only int he past, few weeks has her 
strange and unexpected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachnex's office for moxu 
than thirty-two years. She did not exhibit any form of overt personality 
characteristics or behavior which .would have led Mr. Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for more than three decades. Baaed upon Dr. Albert's interview and diagnosis 
of Ms. Foreman, it is only now understood that she was overworked and stressed 
beyond her limit (see Dr. Albert's Stat ement/peclarat ion) but that she was 
"programmed" to, hide her predicament for fear of losing her position. 
Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly ••unavoidable", 
justify a granting of this petition and such is respectfully solicited. 


(Piease attach additional sheets if additional space Is needed) 
[page 4 of 4] 
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1. Leonard Tachner, do hereby declare as follows: 

A. INTRODUCTION 

- 1 . I am a member of the State Bar of California (1 973) and admitted to . 
practice before the U.S. Patent and Trademark Office (1 971 ). I make this 
declaration in support of petition under Rule 1.378(b). This declaration is based 
on my personal knowledge and If called as a witness, I could and would testify 
competently to the tacts set forth herein under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I earned a Bachelor of Science degree in Electrical Engineering 
from City College of the State University of New York in 1 965 and a Master of 
Science degree in Electrical Engineering from California State University at Long 
Beach in 1969. I received a Juris Doctor degree cum laude from Western State 
University in 1973. 

3. I was admitted to practice before the United States Patent and 
Trademark Office as a patent agent since about December 1971 and I was 
assigned registration number 26,344. I was admitted to the State Bar of 
California in 1973. Over my entire career no disciplinary action has been taken 
against me by the United States Patent and Trademark Office, the State Bar of 
California or any other agency or administrative body. 

4. I am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Circuit Court of Appeals, all the U.S. 
District Courts of California and the Supreme Court of California. 

5. I began my legal career in 1 973 and have more than 35 years of 
private practice experience in intellectual property matters including patent, 
trademark, copyright and unfair competition. I began my own private practice as 
a patent attorney in March 1978, initially as a partner in a small firm and later as 
a sole practitioner in 1984. 

6. I have prepared arid prosecuted over 800 U.S. patent applications. 
In addition, I have been lead trial counsel in numerous U.S. District Court trials 
involving patent validity and infringement and served as a testifying patent law 
expert in federal district court litigation and arbitration proceedings. ; ^ 
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7. I have an "Av" Martindale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janis 
Foreman is my office manager. Ms. Foreman was hired in June 1978 and has 
been continually employed by me since that time. . In 1988 I hired Jodie Pyle as a 
typist. Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been responsible for entering information into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supervision. In addition, Ms. Foreman does the 
bookkeeping for my office including billing and tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed in the U.S. Patent and Trademark Office. 

10. I have personally devoted uncountable hours to training and 
teaching Ms. Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acumen, we have always 
maintained clear lines between her responsibilities as an employee and mine as 
a patent attorney. Her work is done under my supervision. She is not authorized 
to make any decision that could affect, diminish or be inimical in any way to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademark 
Office and with our foreign associates, must be based on my instructions that she 
receives by conferring with me. She is not to carry out such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming communications are to be reviewed, by me. 

11. I maintain a docketing system whereby Ms- Foreman receives all 
incoming correspondence and dockets relevant dates in our electronic docket 
As each due date in the docket is responded to Ms. Foreman has the 
responsibility for noting when the due date was met. 
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1 2. I maintain supervisory authority of the docket. I routinely check the 
docket to keep aware of upcoming deadlines. I also regularly confer with Janis 
regarding matters coming up on the docket. Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing system. 

1 3. When Ms. Foreman is either sick or on vacation or otherwise 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
applications and prosecution documents and preparing form letters to clients. 

14. Over the years of her employment in my office, Ms. Foreman has 
been a loyal and devoted employee. Janis has normally handled her 
responsibilities in a professional and competent manner. 

D. CHRONOLOGY OF EVENTS IN THIS MATTER 

1 5. On or about Monday November 22, 2010 Ms. Foreman showed me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of Mr. Dean Garraffa, one of that company's principals. Atomic Aquatics 
has been an important client of mine for about the past fifteen years and I have 
known its principals, Dean Garraffa and Doug Toth for more than twenty years. 

16. I noticed that the table had a number of entries for Atomic Aquatics 
issued U.S. Patents which Indicated that they had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She informed me that she 
believed that these abandonments were known to the client's principals and were 
the result of their lack of adequate funds or because the corresponding products 
had become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday morning, November 24. On that 
same day I left Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked my email and opened an email 
from Ms. Foreman stating that Mr. Garraffa had received the table and had called 
the office that day and expressed a desire to see me as soon as I returned from 
the Thanksgiving weekend. 
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17. When I returned to the office on Monday November 29, 2010. Mr. 
Garraffa was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr. Tpth were shocked to learn that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
it had happened and what could be done to remedy the situation. I told him that I 
would investigate the various files involved and report to him ap soon as 
possible. 

18. Over the ensuing two days I had discussions with Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr. 
Garraffa about a provisional application that was supposed to be followed by a 
corresponding non-pnovisional but hadn't been.. In examining the file, I found 
various instructions I had prepared for Ms. Foreman including a set of claims for 
the non-provisional, but no evidence that Ms. Foreman had carried out my 
instructions or that a non-provisional had been prepared and filed. It became 
evident to me that Ms. Foreman had failed to do her work in regard to a number 
of Atomic Aquatics files including the file No. ATOMlC-2 (Patent No. 5,803,073) 
for which this petition is being filed. 

19. When I confronted her, she eventually admitted to me that she had 
lost control of her tasks, particularly over a several year period between 2005 
arid 2008 when she just couldn't keep up with the demands of the job and 
perform all of her duties in a timely manner. She revealed that she was too - 
afraid and embarrassed to tell me about this behavior. I then reported to Mr. 
Garraffa and advised him that I would immediately begin preparation of petitions 
to revive the Atomic Aquatics patents that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior. 
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20. I arranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work in the future. A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. 

21. Based upon Dr Albert's Report and my own observations, I believe 
that Ms. Foreman, as a result of overwork and stress beyond her limit, 
experienced a lengthy period of irrational behavior. During this period she simply 
didn't carry out all of her usual responsibilities including communicating with 
clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIC-2 for Patent No. 5,803,073 maintenance fees. Furthermore, Ms. 
Foreman was afraid to admit her inadequacies and endanger her position which 
had become such a predominant aspect of her life. Consequently, she did all 
she could to hide the problems until just recently. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent. 
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I, Janis Foreman, do hereby declare as follows: 

A. INTRODUCTION 

1 . This declaration is based on my personal knowledge and if called 
as a witness, I could and would testify competently to the facts set forth herein 

under oath. * 

B. BACKGROUND AND PROFESSIONAL E XPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years. I have received an extensive amount 
• of training and Instruction from Mr. Tachner in all aspects of his practice. For the 

last approximately twenty years, I have been responsible for entering information 
into Mr. Tachner's patent and trademark docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr. 
Tachner's accounts receivable and accounts payable. I prepare the final version 
of documents to be filed in the U.S. Patent and Trademark Office. 

4. Our office procedures are clearly defined by Mr. Tachner. I receive 
all incoming correspondence and docket relevant dates In our electronic docket. 
As each due date in the docket Is responded to, I am responsible for noting in the 
electronic docket when the due date was met. 

5. Mr. Tachner maintains supervisory authority of the docket and 
routinely checks It for accuracy and upcoming deadlines. Mr. Tachner regularly 

! confers with me regarding matters coming up on the docket I review the docket 

dally for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner regarding 
matters entered Into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
correspondence, emails and other documents relating to this matter. Though I 

j. cannot explain or justify many of my actions described below, I have set forth in 

this declaration my true recollection of the events. 

I 1 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 1 7, 2010, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr. Garraffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 

- without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of ail 
of the Atomic Aquaticfiles, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particularly In regard to the 
past several years. My initial reaction was that the client had communicated 
authorization to withhold such payments arid filings because of their financial 
problems or product obsolescence, but I could riot find any documents or other 
evidence supporting these "feelings". In retrospect, I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was functioning at less than my normal capabilities. 

10. I don't know precisely what may have affected my mental 
performance during this period, but I do recall that I was under a great deal of 
pressure and' stress due to my work load and that I was feeling continuously 
overwhelmed and unable to keep up. However, I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after so many 
years. 

1 1 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert,* I now realize that it was a mistake to keep Mr. Tachner in the dark in 
regard to my sense of being overwhelmed and that I should have informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 
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Pursuant to the terms of 28 U.S.C. §1 746, 1 declare ynder penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct, i further declare that all statements made herejn of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made. with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1 001 and may jeopardize the validity of the above- 
captioned patent. I 



:.l 
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Statement of Samuel H. Albert. M,D, 


l t Samuel H. Albert, M.D M am a practising Psychiatrist haying an office in 
Fountain Valley, California. I have been a licensed physician in the State of California 
beginning July 1, 1969. I have been in practice as a Psychiatrist since October 1 ( 1972 
and a board certified Psychiatrist since November 1978. ■ 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Foreman, who is a legal 
secretary and office manager for Attorney Leonard Tachner in frvinje, California. 

I was presented with certain facts relating to Ms. Foreman's job role and 
apparent irrational behaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner*s office. As I understand these facts, Ms. Foreman has 
had for over thirty years working in the Tachner law firm, the responsibility for billing 
clients for professional services carried out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established rules and 
Instructions of Mr. Tachner. 

Besides Ms. Foreman and Mr. Tachner, I am informed that there is another full 
time secretary who takes instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
cany out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparation and the like. 

As I understand their relationship, Mr. Tachner spends his time mostly doing 
legal work for the firm's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll and communicating with 
outside service providers. She also handles Mr. Tachner's document preparation and 
maintaining his files which are quite numerous. Clearly from what I've learned, the 
Tachner law firm is a very busy firm and Ms. Foreman has a heavy workload with many 
varied and important responsibilities. '■ 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to those matters. In addition, I have had a two hour 
interview with Ms. Foreman in which she participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms- Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert with the intent of 
communicating my diagnosis with the constraints of physician-patient privilege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have formed a preliminary 
medical opinion as follows: 

Ms. Foreman's irrational behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern thafs she increasingly 
felt as she fell behind in her work. 

b 

She Correctly regards her most significant responsibility as control of cashflow 
by timely billing of clients and payments to vendors. In the period from early 2005 to 
the end of 2007, she evidently became so busy thafs she tost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to inform Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem In the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable arid trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with solving her problems, 
i 

This type of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense Of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of ooritinuallty and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others. Ms, Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environment, her workplace where she had succeeded for decades. 
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If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac, Paxil, Zoloft, Lexapro, Weilbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilrtles to reduce her work load if possible. I believe that Ms. Foreman's illness 
is amenable to treatment. 

I declare under penalty of perjury that the foregoing is true and correct. 
Executed this j£ day of December 2010 at Fountain Valley, California. 



Samuel H. Albert, M.D. 
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The following infomiation is appended so. as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian female age 61, born 4-26-1949. She has been an 
employee since June 19, 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
overwhelming. 

She states, "I have a giant case load. I do many jobs." Among the long list of tasks for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

1 . Managing the foreign filing of patent information, 

2. Managing the United States filing of patent information, 

3. File patent application in the United States, 

4. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office, 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of all the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing corrections and declarations. Til get the 
draftsman to come in and do new drawings". 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the international Patent Cooperation Treaty 
(PCT). She does work related to the PCT, an international treaty 
involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter, 

1 9. From the parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversignt of the office docketing system, 
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21 . Typing of drafts of patent applications and prosecution documents. 


TIME PRESSURES often become extreme due to the following factors 

1, Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 


OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on in the office. 


ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1 . Ms. Foreman does the billing of clients for the office, and the bill 
paying. The attorney in the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "I am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores including soft 
drinks and bulk paper. 

6. She cleans the office on the weekends. 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LIMITED DEGREE. 

The Secretary (Jodie) does help a bit. 
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Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mood is one of anxiety with an undercurrent of depression. Her daily life is usually 
non-eventful. She spends most of our evaluation session talking about the events 
which occurred while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton-wash pants and a nondescript shirt. No 
jewelry other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement Inappropriate affect. Affect Is congruent to speech and thought 
and is appropriate mood. Psychological understanding and insight is absent. 

Diagnosis: Major Depression, severe, with psychotic episodes. 
Generalized Anxiety Disorder 


Very truly yours, 


Samuel H. Albert, M.D. 
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Paper Number, 

lite Commissioner of Patents 
and Trademarks 

Has received an application for a patent for a 
new aiid useful invention. The titU M& de* 
scriptibn of the invention are enclosed. The 
nquirements of law have been compUMwiih, 
and it has been determined thai a patent oh 
the Invention shall be granted under the law. 

Therefore, this* 

United States Patent 

Grants' to. the person(s) having title to this 
patent the right to exclude others from mak- 
ing, using,. offering for sale, or seUing the in- 
vention throughout the United States of 
America or importing the Invention into the 
United States of America for the term set forth 
below, subject to the payment of rntdm 
fees as provided by law. 

If this application was filed * prior to June 8, 
1995, the term of this patent is the longer of 
seventeen years from the date of grant of this 
patent or twenty years from the earliest effec- 
tive Un filing date of the application, sub- 
ject id any statutory extension]. 

If this application was filed on or after June 
8, 1995, the term of this patent Is twenty years 
from the US filing date, subject to anstaiu- 
jory ' extension. If the application contains a 
specific reference to an earlier filed applica- 
tion or appUcaiions under 35 US.C 120, 121 
or 365(c), thejerm ofihepatentis twenty years 
from the aate on whteh the eartiest applica- 
tion was filed, subject toany statutory exten- 
sion. 


?e/**4 — 

' Commissioner cfPcttats and 





Petitioner's Exhibit X 


Post-Issuance History in 
Pat. No. 6,463,640 
"Atomic- 10" 


UNITED STATES PATENT & TRADEMARK OFFICE 
Washington, D.C. 20231 


REQUEST FOR PATENT FEE REFUND 


\ Date of Request: 


09/28/1 1 


2 Serial/Patent # 


6,463,640 


3 Please refund the following fee(s) 


Filing 


4 PAPER 
NUMBER 


5 DATE 
FILED 


6 AMOUNT 


Amendment 


Extension of Time 


Notice of Appeal/Appeal 


Petition 


Issue 


Gert of Correction/Terminal Disc. 


Maintenance 


Assignment 


Other 


IFW 


04/11/11 


$ 1,640.00 


i j*t. i"- ***** **" vl^ ****** v/r" ^ v"* / V! 



7 TOTAL AMOUNT 
OF REFUND 


1 ,640.00 


8 TO BE REFUNDED BY: 


10 REASON: 


Treasury Check 


X 


Overpayment 


Credit Deposit A/C #: 


Duplicate Payment 


0 


0 


No Fee Due (Explanation) 


They told us to charge total of $1 ,240 and $400 to Deposit Account. We charged it $2,880 and $400. 


Sum of $1,640 ($2,880 - $1,240) is therefore refundable. 


11 REFUND REQUESTED BY: 


TYPED/PRINTED 
SIGNATURE: 


Charles Steven Brantley 



TITLE : Senior Petitions Attorney 
PHONE: 571-272-3203 


Office of Petitions 


OFFICE : m 

********************************* ********^ 

THIS SPACE RESERVED FOR FINANCE USE ONLY: 


APPROVED: 



DATE: 


Instructions for completion of this form appear on the bade After completion, attach 
white and yellow copies to the official file and mail or hand-carry to: 


FORM no 1577 
(01/90) 


Office of Finance 
Refund Branch 
Crystal Park One, Room 802B 
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Attorney Docket No.: ATOMIC-10 


RECEIVED 
CENTRAL FAX CENTER 

APR 1 1 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: 
Patent No.: 
Issued: 


Douglas J. Toth 
6,463,640 
October 15. 2002 


For STRAP CONNECTING BUCKLE 


V 

) 

) 

) 

) 

) 

) 


3£ — ;\i 


cn 


TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 


1B/B6/2BU BftRIftS 88888881 B6B938 M63MB. 
81 FC:1S99 1248.88 M 


MAIL STOP: PETITIONS 
Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

pear Sin 


Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 .378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office. Ms. Janis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 


Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
reconsideration and granting of the pending petition and such is respectfully 
solicited. 

84/14/2811 DflLLEN 88888885 BS8938 MW64B 


1 


81 FC:1599 

82 FC:1462 


2888.88 Dfl 
488.88 Dfl 
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United States Patent and Trademark Office 


Commissioner for Patents 
United States Patent and Trademark Office 
P.O. Box U50 
Alexandria, VA 22313-1450 


www.uspto.gov 


Leonard Tachner 
Suite 38-E 

17961 Sky Park Circle 
Irvine, CA 92614 


MAILED 

OCT 06 2011 
OFRCEOFPETTnONS 


In re Patent of Toth 
Patent No. 6,463,640 


Issue Date; October 15, 2002 
Application No. 09/483,145 
Filing Date: January 13, 2000 


Request for Information 


Attorney Docket No., Atomic- 10 


Request for Information 


This communication responds to the renewed petition under 37 C.F.R. § 1.378(b) filed April 11, 
2011, and responds to a letter filed April 22, 201 1. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not 
been truthful with the USPTO. Furthermore, there is a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid to 
provide his opinion by Mr. Tachner. The record fails to include any evidence corroborating Dr. 
Albert's diagnosis. Given the circumstances of this case, corroborating evidence for Dr. Albert's 
diagnosis is required. 

It is extremely odd that the people that were closest to Ms, Foreman did not notice that, as stated 
by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" or 
"lost her sense of proportionality." Further* as stated in Mn Tachner' s declaration, it appears 
that for about two years, Ms. Foreman was failing to bill clients or pay firm obligations even 
though the performance of these tasks appears to have been her primary duty. Therefore, it is not 
clear from the record how Mr. Tachner could have failed to recognize Ms, Foreman was failing 
to properly bill clients arid pay firm obligations. 

In response to the instant request for information, Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6,205,885. 1 
Furthermore, Petitioner must explain why the current explanation provided in this case is any 
more believable than other explanations previously provided. Petitioner is required to provide 


1 A copy of the petition can be accessed using the Office's Public Patent Application Information Retrieval system 
located at http://portal.uspto.gov/external/portal/pair. 


Patent No. 6,463,640 


Page 2 


corroborating evidence of Ms. Foreman's condition from a source that is independent of Dr. 
Albert. Additionally, Petitioner must fully discuss how the actions of Ms. Foreman, with regard 
to the docket, went undetected from early 2005 until January 20 1 1 ... Further, Petitioner must 
explain how Ms. Foreman's failure to bill clients and pay firm obligations went undetected from 
early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
this letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information. The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Information will be interpreted as a desire to no longer pursue 
reinstatement of the patent and the Office will give no further consideration to the matter. 

Petitioner fried a letter on April 22, 201 1, in this case and in Patent No. 5,803,073. The letter 
states* "We have noticed that [an] extra $ 1 ,240 in fees was charged for 6,463,640 on April 14, 
201 1." The letter requests the Office "correct the overcharge." The April 11, 201 1 petition filed 
in this case instructed the Office to charge the deposit account $1,240 for the 75 year 
maintenance fee and $400 for the request for reconsideration. The Office charged the deposit 
account $2,880 and $400. Therefore, a refund of $1640 ($2,880 - $1,240) is warranted and the 
sum of $ 1,640 has been credited back to the deposit account. 

Telephone inquiries regarding this communication should be directed to Petitions Attorney 
Steven Brantley at (571) 272-3203. 



AnthonyKnight 
Director 

Office of Petitions 
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RECEIVED 
CENTRAL R\X CENTER Page 1 of 

APR 2 1 2011 


Deposit Account Statement 

Requested Statement Month; April 201 1 


Deposit Account Number 

Name: 

Attention: 

Street Address 1; 

Street Address 2: 

CHy: 

Slate: 

Zip: 

Country: 


060030 

LEONARD TACHNER-A PROFESSIONAL LAW CORPORATION 

REGISTERED PATENT ATTORNEY 

17961 SKY PARK CIRCLE 

SUITE 38-E 

IRVINE 

CA 

92614-4364 
UNITED STATES 


DATESEQ 


POSTING 
REFTXT 


ATTORNEY 

DOCKET 

NBR 


FEE 
CODE 


AMI 


BAL 



04/14 8 6463640' 

04/14 9 6463640/ 

04/14 10 6099924 -r CS*r-f Z. ^ 

04/14 11 6347766- CS*v f-fX-Gifi 

04/18 8765 E-REPLENISHMENT , 

04/18 7 6761 163 i- ^7>/^/C -/f 

fifi too truth nri^inon — m^ameBm 


04/19 11 
04/19 12 


5803073 
5803073 


1599 
1462 
1462 
1462 
920$ 
1462 

aiaaai 


$2,880,00 $3,197.00 ^ Zj&faafrOP' 

£400 00 $2,707.00 ^ 


$400.00 $2,797.00 
$400.00 $2,397.00 
$400.00 $1,997.00 
-$3,000.00 $4,997.00 
$400.00 $4,597.00 


1599 $1,940.00 $2,382.00 

1462 $400.00 $1,982.00 


START 
BALANCE 

$6,257.00 


SUM OF SUM OF END 

CHARGES REPLENISH BALANCE 

$7,275.00 $3,000.00 $1,982.00 


Need Help? I USPTO Home Page [ Finance Online Shopping Page | Alerts Page 
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RECEIVED 
CENTRAL FAX CENTER 

APR 2 2 201! 

Attorney Docket No.: ATOMIC-10 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Douglas J. Toth ) 

) 

Patent No.: 6,463,640 ) 

) 

Issued: October 15, 2002 ) 

) 

For STRAP CONNECTING BUCKLE ) 


TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 

, Commissioner for Patents 

U.S.. Patent & Trademark Office 
P.O. Box 1450 
Atexandna.VA 22313-1450 

Dear Sin 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 .378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Taehner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who Is a board certified psychiatrist. 


Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
reconsideration and granting of the pending petition and such is respectfully 
solicited. 


1 
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A fee of $1 ,640.00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 



Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 


2 
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LEONARD TACHNER 
A PROFESSIONAL LAW CORPORATION 
REGISTERED PATENT ATTORNEY 
17961 SKY PARK CIRCLE 
SUITE 38-E 
IRVINE, CALIFORNIA 92614-6364 


(2)ooi 

RECEIVED 

CENTRAL FAX CENTER 

APR 2 2 2011 


PATENTS 

TRADEMARKS 

COPYRIGHTS 


TEL: (949) 752-8525 
FAX: (949) 955*2415 g 


PLEASE DELIVER THE FOLLOWING MATERIAL AS SOON AS POSSIBLE 


TO: 


Christina Tartera Donnell, Senior Petitions Attorney 


35 u 


■sc. 


FROM. 


Leonard Tachfler 


NUMBER OF PAGES: 6 


DATE SENT: 4-22-11 


.(INCLUDING THIS COVER PAGE) 
TIME SENT: U ^ 


ro 


RE: 5,803,073 and 6,463,640 


^CLIENT AND/OR DOCKET NO.) 


PLEASE NOTIFY OPERATOR IMMEDIATELY IF THE ABOVE IS 'WOT* RECEIVED PROPERLY AT (949) 762-8525 


^H^STKIE^^.^^^ NATURE OF THE TRANSMITTAL, THE INFORMATION 

CONTAINED IN THIS FACSIMILE MESSAGE IS ATTORNEY/CLIENT PRIVILEGED AND CONF|6eNTIAL ■ 
INFORMATION INTENDED FOR THE USE OF THE INDIVIDUAL OR ENTITY NAMED ABOVE. IF THE READER OF: 
THIS MESSAGE IS NOT THE INTENDED RECIPIENT. OR EMPLOYEE. OR AGENT RESPONSIBLE TO DELIVER IT TO 
THE INTENDED RECIPIENT. YOU ARE HEREBY NOTIFIED THAT ANY DISSEI^Tra^STI^UTIONOR^ V 
SPf-M^ 0 ^!^^ PROHIBITED. IF YOU HAVE RECEIVED THIS COMMUNICATION 

IN ERROR OR ARE NOT SURE WHETHER IT IS PR VILEGED. PLEASE IM MEDIATELY NOTIFY US BY COLLECT 

slRVICE 8f WlRllSE^fHA^K YOU. W&SSAGE TO °* AT ™ E AB °^ ADDRESS VIA THE U.S. POSTAL 


Dear Ms, Donnell: We recently filed Requests For Reconsideration of a Petition under 
Rule 1.378(b) to revive the above-captioned patents by delayed acceptance of previously 
unpaid maintenance fees . (see copy of transmittal letter f or each case attached) . 
The transmittal letters requested the fees be deducted from our Deposit Account 
06-0930, We have noticed that and extra $1,240*00 in fees was charged for 6,463,640 
on April 14. That overcharge resulted in a deficiency on April 19 when the fees 
needed for 5,803,073 were deducted from oui? Deposit Account- Please can you correct 
the overcharge for Patent 6,463,640 of $1,240.00 and deduct the remaining fees for 
Patent No. 5,803,073 of $2,055.00 from our Deposit Account. We are enclosing a copy 
of our Deposit Account statement for April 2011. Thank you for your assistance. 
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Attorney Docket No; : AT0MIO1 0 


RECEIVED 
CENTRAL FAX CENTER 

apr 1 1 m\ 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


For. STRAP CONNECTING BUCKLE 


Patent No.: 


Patentee: 


Issued: 


6,463,640 


October 15, 2002 


Douglas J. Toth 


) 
) 
) 
) 
) 
) 



ADDITIONAL DECLARATION OF LEONARD TACHNER 

WAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 

U.S. Patent & Trademark Office ! 
P.O. BOX 1450; 
Alexandria, VA 22313-1450 

I, Leonard Tachnef, do hereby declare as follows: 

1. I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing In support of a request for reconsideration. 

2. When Ms. Foreman told me in 2008 in regard to U.S. Patent No. 6, 
205,885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all of the 
specification of their patent applications in order to reduce their fees. They left 
the claims to me to write. Only when the client disputed Ms. Foreman's 
statement did I begin to wonder whether Ms. Foreman was mistaken. However, I 
still accepted her assertion that she believed the client had made that statement 
because up to then (by 2008 she had worked for me for 30 years) I had no 
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reason to doubt her reliability. Only in late 2010 when she asserted that other 
clients (ATOMIC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman, That is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been in my own practice, I have filed 
applications that issued into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late Issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of failures of clients to communicate in a timely manner. Up 
to the recent events; a few such petitions were made necessary by innocent 
clerical errors of my staff. However, to the best of my recollection, every one of 
those petitions to revive an application or to accept a late maintenance fee filed 
by my firm, had ultimately been granted. It would be impossible for us to know 
the precise numbers of such petitions, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or otherwise disposed of. 

4. I now better understand the specific behavior that was Ms. 
Foreman's Issue with meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademark Office. She would entirely overlook a 
payment deadline; Then rather than inform me in a timely manner so that I could 
remedy the delay, she would "cover up" her omission by alleging that the 
corresponding client had told her in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of the face of the file showing the entry, apparently made by Ms. Foreman 
for this particular patent, showing that the client would pay their own 
maintenance fee. Only when I began to see this type of entry more than once 
did I begin to understand that I had a serious problem, 
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5. I believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr. Albert, I now recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been ill and 
unable to cope with her responsibilities. I also believe that her illness was a 
direct cause of the firm's failure to act in alimely manner in behalf of the client in 
this matter. 

6. I regard Ms. Foreman as more than just my employee. After more 
than three decades of a dose working relationship, Ms. Foreman rs more like a 
member of my family. I believe that is the reason that I did not recognize her 

... ... problems earlier. She will continueto see Dr. Albert at my expense. Inthe 

...... meantime I will transfer time-based responsibilities from Ms. Foreman to another " 

^employee. . : .- ; ■;■ 

Pursuant to the terms of 28 U.S.C. §1 746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment or 
both under 18 U.S.C. §1001 and may Jeopardize the validity of the above- 
captioned patent xl 


Dated: 




Attorney for the Petitioner 
Registration No. 26,344 
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Inventor 
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Samuel H, Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

I, Dr. Samuel Albert, do hereby declare as follows: 

1. This declaration supplements my prior statement submitted 
previously in regard to this matter. 

2. Based upon my interviews with Ms. Janice P. Foreman, and Mr. 
Leonard Tachner, it is evident that her problems at her employment stemmed 
from a significant increase in her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transferred to the Tachner firm. Evidently, she was 
able to handle the sudden workload Increase for a period of two to three years. 
However, beginning in (ate 2004, early 2005 she started falling behind and could 
•no longer.keep..current; r ,: , 

3i . , In retrospect she now realizes that within a few months thereafter 
she started a pattern of, behavior which she now recognizes as irrational. Such , . : 
behavior for example included making up. false excuses for failing to take 
required actions such as contacting clients arid responding to Mr. Tachner's 
questions with answers that may have had no factual basis, but which she 
believed would satisfy his inquiry. In my opinion, it was during this period 
beginning in mid-2005 when Ms. Foreman went through a transition from being 
merely over-worked and highly stressed to being clinically III. 

4, It appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
2011. The principal symptom of this illness was her Inability to separate real 
events from imagined ones. From time to time during this period, she would let 
her behavior and her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid-2005 and late 2010, and 
based upon her prior reliable behavior in regard to her duties at the Tachner firm, 
Ms. Foreman's failure to take proper actions were due to a psychosis that 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and if she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a regular basis so that I can monitor her progress and be sure that 
there is no regression. 

Pursuant to the terms of 28 U.S;C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent «\ / ; : \- 


Dated: 



Dr. Samuel Albert 
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^RECEIVED 
CENTRAL FAX CENTER 

APR 1 I 2011 

Attorney Docket No.: ATOMIC-10 

IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Douglas J. Toth ) 

) 

Patent No.: 6,463,840 ) ^ 

Issued: October 15, 2002 ) 1X3 

) "o SjR® 

For STRAP CONNECTING BUCKLE ) 32 


HI-*. & 


ADDITIONAL DECLARATION OF JANIS FOREMAN 

MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnel! 

Senior Petitions Attorney ... , 

Commissioner for Patents 

U.S. Patem & Trademark Office . - 

P.O. Box 1450 \ 7 

Alexandria, VA 22313-1450 : 

I, Janis Foreman, do hereby declare as follows: 


1. This declaration is a supplement to my prior declaration submitted 
in regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent 


2. Over the past few months I have* as a result of discussions with 
and medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been III and unable to function normally and rationally 
In my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to property carrying out my duties. 


1 
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3. In regard to the subject patent in particular, my duty was to 
communicate in a timely manner wfth the client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our firm pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, if I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to forward the payment to the 
UiS, Patent & Trademark Office before the due date. 

4. It is my current recollection that what I did Instead was to recognize 
that a maintenance fee was coming due for this patent but continually put it off 
as something that I could attend to In due course, since I had more urgent things 
to do before I could get to that matter: Then I would rationalize that I could rely 
oh a six-month surcharge period if needed and continue to put off communicating 
with the client Eventually; I ran out of time, but it would; occur to me that this 
client had wanted to pay Its own maintenance fees and I would simply make such 
an entry in the corresponding docket sheet 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to handle It, I had no 
animosity toward the client or toward the law firm. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachner that I could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1746, \ declare under penalty of 
perjury under the laws of the United States of America that the foregoing Is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
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both under 18 U.S .C. §1001 and may jeopardize the validity of the above- 
captioned patent. 


Dated: 
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RECEIVED 
CENTRAL FAX CENTER 


Attorney Docket No.: ATOMIC-10 


apr 1 1 aim 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Patentee: 


Douglas J. Toth 


) 
) 


Patent No.: 


6,463,640 


For STRAP CONNECTING BUCKLE 


Issued: 


October 15, 2002 


) 
) 
) 
) 


ro 
en 


TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 


MAIL STOP: PETITIONS 
Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir 

Enclosed herein is this Request For Reconsideration of a Petition under 
Rule 1 .378(b) to revive the above-captioned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician, Dr. Samuel 
Albert who is a board certified psychiatrist. 

Based upon the foregoing as more thoroughly detailed in the encbsed 
declarations* it is earnestly believed that the revival of the subject patent based 
Upon entirely unforeseen circumstances that were truly "unavoidable", justifies 
reconsideration and granting of the pending petition and such is respectfully 
solicited- 
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A fee of $1 ,640.00 (for the second annuity $1 ,240.00 and $400.00 for the 
requested reconsideration) should be deducted from Deposit Account No. 06- 
0930. 



Attachments: 

1. Additional Declaration of Leonard Tachner (3 pages) 

2. Dedarafidn of Samuel H. Albert, M;D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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United States Patent and Trademark Office 


Commissioner for Patents 
United States Patent and Trademark Office 

P.O. BOX 1450 

Alexandria. VA 22313-1450 
www.uspto.gov 


LEONARD TACHNER, A PROFESSIONAL LAW 
CORPORATION 

1 7961 SKY PARK CIRCLE, SUITE 38-E 
IRVINE CA 92614 

OFFICE OF PETITIONS 

In re Patent No. 6,463,640 : 

Issue Date: October 15, 2002 DECISION ON PETITION 

Application No. 09/483, 1 45 : 
Filed: January 13,2000 : 
Attorney Docket No. ATOMIC- 1 0 


MAILED 

FEB 1 0 2011 


This is a decision in response to the petition under 37 CFR 1.378(b), filed January 3, 201 1, to accept 
the delayed payment of the maintenance fee for the above-identified patent. 

The petition under 37 CFR 1 .378(b) is dismissed without prejudice to reconsideration. 

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1 .378(e) must 
be filed within TWO (2) MONTHS from the mail date of this decision. No extension of this two- 
month time limit can be granted under 37 CFR 1 .136(a) or (b). Any such petition for reconsideration 
must be accompanied by the petition fee of $400.00 as set forth in 37 CFR 1 . 1 7(f). The petition for 
reconsideration should include an exhaustive attempt to provide the lacking item(s) noted below 
because the Director will not undertaken any further reconsideration or review of the matter after a 
decision on the petition for reconsideration. 

The patent issued on October 15, 2002. The first maintenance fee could have been paid during the 
period from Monday, October 17, 2005 through Monday, April 17, 2006, or with a surcharge during 
the period from Tuesday, April 18, 2006 through Monday, October 16, 2006. Accordingly, this patent 
expired on October 16, 2006, for failure to timely remit the first maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1.378(b) must include 
the following: 

(1) the required maintenance fee set forth in § 1 .20(e) through (g); 
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(2) the surcharge set forth in § 1 .20(i)(l); and 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration 
of the patent, and the steps taken to file the petition promptly. 

This petition lacks requirement (3). 

As 35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, 
rather than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent 
person in the exercise of due care and diligence would have taken steps to ensure the timely payment 
of such maintenance fees. Ray v. Lehman . 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. Id. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely payment of the maintenance fee, 35 U.S.C. 41(c) and 37 CFR 1 .378(b)(3) 
preclude acceptance of the delayed payment of the maintenance fee under 37 CFR 1 .378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 1 33. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

The word * unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. 

In re Mattullath . 38 App. D.C. 497, 514-15 (1912) (quoting Pratt, 1887 Dec. Comm'r Pat. 31, 32-33 
(mi)): see also Winkler v. Ladd, 221 F. Supp. 550, 552, 138 USPQ 666, 667-68 (D.D.C. 1963), affd, 
143 USPQ 172 (D.C. Cir. 1963); Ex parte Henrich , 1913 Dec. Comm'r Pat. 139, 141 (1913).. In 
addition, decisions on revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith v. Mossinehoff , 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted where a petitioner has failed to meet his or her burden of 
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establishing that the delay was "unavoidable." Haines v. Ouigg . 673 F. Supp. 3 14, 3 1 6-1 7, 5 USPQ2d 
1 130, 1 131-32 (N.D. ind. 1987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No. 4,409,763 , 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Rav v. Lehman, 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the time of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods ., 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on the actions or inactions of duly authorized and voluntarily chosen representatives 
of an applicant, and an applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash , 370 U.S. 626, 633-34 (1962); Huston v. Ladner , 973 F.2d 1564, 1567, 23 USPQ2d 1910, 
1913 (Fed. Cir. 1992). Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay. Haines v. Quigg, 673 F. Supp. 314, 5 USPQ2d 
1130(D. Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement from patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A. Albert. 

To establish a showing of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business (e.g., correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period from when the maintenance was due (i.e., October 16, 2006) until the filing of a grantable 
petition. Namely, petitioner should provide the USPTO with a statement from a treating physician, 
asserting that from the time the maintenance fee was due (i.e., October 16, 2006) until the filing of a 
grantable petition, the person's medical condition was of such a degree of severity that it prevented her 
from timely paying the maintenance fee. Additionally, the treating physician must describe person's 
medical condition, the degree of incapacitation, and the duration of the medical illness. 

In this instance, petitioner has not provided sufficient evidence at this time to show that "but for" Ms. 
Foreman's medical condition, the maintenance fee would have been timely paid. The Office is 
particularly interested in the duration of Ms. Foreman's medical condition - the date of when Ms. 
Foreman's medical condition began until the date she sought treatment. Petitioner may wish to 




Patent No. 6,463,640 


Page 4 


Application No. 09/483,145 


provide a statement from her treating physician. Additionally, petitioner should submit a statement 
from Ms. Foreman explaining in detail the exact actions or inactions she took with regard to the 
docketing and timely paying of the maintenance fees for this patent. The present statements submitted 
on petition provide the Office with generalities as to the actions/inactions of Ms. Foreman that 
ultimately resulted in the delayed payment of the maintenance fees. 

In summary, petitioner must show that Ms. Foreman's medical condition was the cause of the error in 
failing to timely pay the maintenance fee; her condition was of such a degree of severity that it 
prevented her from performing specific duties with regard to the docketing and paying of the 
maintenance fee for this patent; and that her condition spanned the entire period from the due date for 
the maintenance fee until the date of the filing of a grantable petition. Without any further explanation 
or documentary evidence, the Office is left to speculate as to the circumstances that transpired. 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or an application. If this type of personal information is included in documents 
submitted to the USPTO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. 

For the reasons stated, the petition is dismissed . 

Petitioner should note that if this petition under 37 CFR 1.378(b)/(e) is not renewed, or if renewed and 
not granted, petitioner may obtain a refund of the maintenance fee and post-expiration surcharge . The 
$400.00 petition fee for seeking further reconsideration is not refundable 

Any request for refund should be in writing to the following address: 


Mail Stop 16 

Director of the US Patent and Trademark Office 
PO Box 1450 

Alexandria, VA 22313-1450 


A copy of this decision should accompany petitioner's request. 


The Office charged the deposit account for the $490.00 maintenance fee due at 3.5 years, the 
$1,240.00 maintenance fee due at 7.5 years, and the $700.00 surcharge after expiration as authorized. 
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Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O.Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Correspondence may also be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1 . 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)) 


• PTO/SB/BS (03-O9> 
ApprovDd for use through 03/31/2012. OMB 0651-001 & 
U-S. Patent end Trademark Office: U3. DEPARTMENT OF COMMERCE 


Pocket Number (Optional) 
ATOMIC-10 


Mail to: Malt Stop Petition 

Commissioner Tor Patents 
P.O. Box 1450 
Alexandria VA 22313-1460 
Fax (571)273-8300 

NOTE: If Information or assistance is needed in completing this form, please 
(571)272-3282. „ 


!om mm^» 63640 


Patent Number 6.463,640 


Application Number 0*483,145 


Issue Date: October! 5, 2002 


Filing Oate: January 13, 2000 


CAUTION: Maintenance fee (and surcharge, if any) payment must correctly Identify: (1 ) the patent, 

number (or reissue patent number, If a reissue) and (2) the application number of the actual 
U.S. application (or reissue application) leading to issuance of that patent to ensure the fee(s) 
is/are associated with the correct patent 37 CFR 1.366(c) and (d). 

Also complete the following Information, If applicable: 

The above-fdenthlQd patent: 

PI is a reissue of original Patent No. 

original application number m 

original filing date __________ 


original Issue date . 


("~| resulted from the entry Into the ILS. under 3$ U.S.C. 371 of international application 
filed on . 


CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1.8(a)) 
I hereby certify that this paper (along whh any paper referred to as being attached or enclosed) Is 

(1 ) being deposited with the United States Postal Service on the date shown below with sufficient postage as first class 
mail in an envelope addressed to Mail Stop Petition, Commissioner for Palehte, P.O. Box 1450, Alexandria, VA 22313* 
1450 OR 

(2) transmitted by facsimile on the date shown below to thi 
8300. 



Office at (571) 273- 


LEONARD TACHNER 


Typed or printed name of person signing Certificate 
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to process) an awtte&Oon. ConftdBrtfaEty Is governed by 33 U.S.C. 122 end 37 CFR 1 .1 1 end 1 .14. Thfc collection Is estimated to take 8 hours eo complete. tndudire 
gattiertng, preparing, and *u©mKfing the competed application form to the USPTO. Time wfQ vary daoondhg upon the tndMdus! case. Any comments on tha amount 
of Uma you require to complete tM» fomi end/or suggestions for reducing this burton, $n©ufd ba asm to the Chief Infomialton Officer, U-S. Paten! end Trademark 
Office, U.3. Department of Commerce, P.O. Box 1450. AtaxanCrtt, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SfiNO 
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PTO/SB/S5 (03-09) 
Approved for use through 03/31/20 li OMB 0651-0018 * 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under tfte Paperwork Reduction Act of 1995, no pernors ere required to respond to a col taction of tnforrnetbn unless ttdbetoys a valid OMB control number. 


. j 

1. SMALL ENTITY 

F71 Patentee clafms. or has previously claimed, small entity status. See 37 CFR 1 .27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

PI Patentee is no longer entitled to small entity status. See 37 CFR 1 .27(g) 

3. MAINTENANCE FEE (37 CFR 1J20(eHg)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 


Amount 


NOT Small Entity 

Fee (Code) 


. 3 VSyrfee 
. 7!4yrfee 
.11 V&yrfee 


(1551) 
(1552) 
(1553) 


Amount 


Small Entity 
Fee 


(Code) 


0 $ 430_ 

n , 


. 3 Yz yr fee 
„ 7 VSyrfee 
,11 Vi yrfee 


(2551) 
(2552) 
(2553) 


MAINTENANCE FEE BEING SUBMITTED $ _lZ32l 


SURCHARGE 

The surcharge required by 37 CFR 1^6(t)(1) of S 


(Fee Code 1557) must be paid as a 


condition of accepting unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ 700. 


5. MANNER Of PAYMENT ; 
] PnriQgftri ift a fthArit for the sum of S 

2 Please charge Deposit Account No. 06*0930 the sum of $ 2430___ . 

~| Payment by credit card. Form PTO-2038 is attached. 

p\ AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

■ The Director is hereby authorized to charge any maintenance fee, surcharge or petition fee deficiency to 


Deposit Account No. Q 6 * 0930 
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Under the Paperwortc Reduction Act of 1535. no parsons are requlrgd to respond to > cofoctton of information unless M dteptaya a valid QMB wW number, 


7. OVERPAYMENT 


As to any overpayment matte, please 

FTl Credit to Deposit Account No. 06-0930 
OR 

I I Send refund check 


WARNING; 


1 


Petitioner/applicant ts cautioned to avoid submitting personal Information In ctocuments filed in a patentapplication that may 
contribute to Identity theft Personal information such as social security numbers, bank account numbers, or credit <?ard 
numbers (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) is- never irequired by 
the USpto to support a petition or an application. If mis type of personal Information is Included in documents submitted to the 
USPTO. petitioners/applicants should consider redacting such personal information from the documents before submitting them 
to the USPTO. Petitioner/applicant is advised that the record of a patent application is available to the public after publication of 
the application (unless a norvpublicstion request in compliance with 37 CFR 1.213(a) is made in the application) or Issuance of 
a patent Furthermore, the record from an abandoned application may also be'available to the public if the application Is 
referenced in a published application or an issued patent (see 37 CFR 1.14). Checks and credit card authorization forms PTO 
2038 submitted for payment purposes are hot retained In the application file and therefore are not publicly available. 

8. SHOWING ' • . ; 

The enclosed statement will show that the delay in timely payment of the maintenance fee was unavoidable 
Glnce reasonable care was taken to ensure that the maintenance fee would be paid timely and that this 
petition is being filed promptly after the patentee was notified of, or otherwise became aware of, the ! 
expiration of the patent. The statement must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which the patentee became aware of the expiration of the 
patent, and the steps taken to file the peWion promptly. ; 

9. PETlTKDN£R(S) REQUESTS THAT THE DELAYED PAYMENT OF THE MAINTENANCE PEE 6E ACCEPTED AND THE 
PATEIv REINSTATED. 



(L 


PefiTi6ner(3) 


LEONARD TACHNER 

Typedor printed name(s) 

17961 SKY PARK CIRCLE; SUITE 38-E 
""" Address " ~ 


7 ( Date 


XT 


26,344- 


IRVINE, CALIFORNIA 9261 4 

Address 


Registration Number, if applicable , 
: Telephone Number 


ENCLOSURES: 

IV^I Maintenance Fee Payment 

[71 Statement why rnaihtenance fee was not paid timely j. , ' 

[yl Surcharge under 37 CFR 1:200X1) (feefbr filing the maintenance fee "petiUoni 

q«w »— 5 2 — 1 ^ffnvgm. 


sale Ref: 
81 FC:1599 


1198.08 DA 


6 €48 
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37 CFR 1 ,378(d) states: "Any petition under this section must be signed by an attorney or agent 
registered to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 

Zin Interest." 
~- — 

LEONARD TACHNER ;, 26,344 

Type or printed name Registration Number, If applicable 


STATEMENT 

(In the space below, please provide the showing of unavoidable delay recited In paragraph 8 above.) 

This petition is supported by declarations of the undersigned, Leonard Tachner . 
counsel for the patentee, the office manager of counsel's office, Ms, Janls 
foreman and a physician > Dr. Samuel A, Albert who is a board certified 
psychiatrist. 

The declaration evidence shows that over a protracted period beginning in 2005 
Ms* Foreman experienced a psychological breakdown or psychotic episode as. 
described by Dr. Albert who has Interviewed her for purposes of making his 
enclosed Statement/Declaration, The breakdown of Ms. Foreman- caused her to 
fail in hex office duties which included notifying the patentee of the need to 
pay maintenance fees, obtaining the client's authorization to make such 
payments and then proceeding to send such payments to the U.S. Patent & 
Trademark Office in a timely manner. Only int he past few weeks has her 
strange and unexpected behavior come to light. 

Ms. Foreman has been a loyal and reliable employee of Tachner *s office for mor<s 
than thirty-two years. She did not exhibit any form of overt personality 
characteristics or behavior which, would have led Mr. Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for more than three decades. Based upon Dr. Albert's interview and diagnosis 
of Ms. Foreman, it id only now understood that she was overworked and stressed 
beyond her limit (see Dr. Albert's Statement/Declaration) but that 6he was 
"programmed" to hide her predicament for fear of losing her position. 
Based, upon the foregoing as more thoroughly detailed in the enclosed 
declarations, it is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "unavoidable", 
Justify a granting of this petition and such is respectfully solicited. 


(Please attach additional sheets if additional space needed) 
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I, Leonard Tachner, do hereby declare as follows: ; . >: 

A. INTRODUCTION j' 

1 . I am a member of the State Bar of California (1973) and admitted tq 
practice before the U.S. Patent and Trademark Office (1971 ). I make this] 
declaration in support of petition under Rule 1.378(b); This declaration is based 
on my personal knowledge and if called as a witness, I could and would testify 
competently to the facts set forth herein under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE i; 

1 

2. I earned a Bachelor of Science degree in Electrical Engineering 
from City College of the State University of New York in 1965 and a Master of jj 
Science degree in Electrical Engineering from California State . University at Lbncj 
Beach in 1969. I received a Juris Doctor degree cum laude from Western State. 
University In 1973. ' 

3. I was admitted to practice before the United States Patent and 
trademark Office as a patent agent since about December 1 971 and I was 
assigned registration number 26,344. I was admitted to the State Bar of . ; 
California in 1973. Over my entire career no disciplinary action has been taken ! 
against me by the United States Patent and Trademark Office, the State Bar of 
California or ^ny other agency or administrative body. 

4. ! am admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Circuit Court of Appeals, all the U S . 
District Courts of California and the Supreme Court of California. 

5. I began my legal career in 1973 and have more than 35 years of 
private practice experience In intellectual property matters including patent, 
trademark, copyright and unfair competition. I began my^wn private practice as 
a patent attorney in March 1978, initially as a partner in a small firm and later as 
a sole practitioner in 1984. 

6. I have prepared and prosecuted over 8Qp U.S. patent applications. 
In addition, I have been lead trial counsel in numerous U.S.. District Court trials 
involving patent validity and infringement arid served as a testifying patent law 
expert in federal district court litigation and arbitration proceedings. 

i : - ■■■ •'■ • • 
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7. I Have an "Av" Martindale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janis 
Foreman is my office manager. Ms. Foreman was hired in June 1978 and has 
been continually employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. 

9. For at least the past twenty years, Ms. Foreman, as office manager, 
has been responsible for entering information into my patent and trademark 
docket and handling routine communications with clients and associates, all 
under my direction and supervision. In addition, Ms. Foreman does the 
bookkeeping for my office Including billing arid tracking our accounts receivable 
and accounts payable. She also prepares the final version of documents to be 
filed in the U.S. Patent and Trademark Office. 

1 0. I have personally devoted uncountable hours to training and 
teaching Ms. Foreman over the past three decades. Over the last thirty two 
years of employment, she has become well-trained in every aspect of the 
administration of my practice. However, despite her acumen, we have always 
maintained clear lines between her responsibilities as an employee and mine as 
a patent attorney. Her work Is done under my supervision. She is not authorized 
to make any decision that could affect, diminish or be inimical in any way to a 
clfent's rights. Her actions in dealing with clients/the U.S. Patent and Trademark 
Office and with our foreign associates, must be based on my instructions that she 
receives by conferring with me. She is not to carry out such actions until and 
unless she first confers with me. Our office procedure is clear - all substantive 
incoming communications are to be reviewed by me. ( 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming correspondence and dockets relevant dates jn our electronic docket 
As each due date in the docket is responded to Ms. Foreman has the 
responsibility for noting when the due date was met 
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| 12. I maintain supervisory authority of the docket I routinely check the 

r docket to keep aware of upcoming deadlines. I also regularly confer wfth Janis 

regarding matters coming up on the docket Ms. Foreman also reviews the 
docket for upcoming due dates. Where appropriate, Ms. Foreman consults with 
me regarding matters entered into the docketing system. 

1 3. When Ms. Foreman is either sick or on vacation or otherwise 

i 

unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 

f applications and prosecution documents and preparing form letters to clients. 
14. Over the years of her employment in my office, Ms. Foreman has 
been a loyal and devoted employee. Janis has normally handled her 
responsibilities In a professional and competent manner. j 
D. CHRONOLOGY OF EVENTS IN THIS MATTER 

15. On or about Monday November 22, 2010 Ms. Foreman showed me 
, a table of patent-related matters of Atomic Aquatics that she had prepared at the 
| : request of Mr. Dean Garraffa, one of that company's principals. Atomic Aquatics 

has been an important client of mine for about the.past fifteen years and I have 
known its principals, Dean Garraffa and Doug Toth for more than twenty years. 

• • •• j i-" ■ 

1 6. I noticed that the table had a numbeif of entries tor Atomic Aquatics 
issued U.S. Patents which Indicated that they had become abandoned for failure 

i to, pay. maintenance fees between 2005 and 2flt08Jr She informed me that she 

[ believed that these abandonments were knowr^ to.'the clients principals and were 

the result of their labk of adequate funds or because the corresponding products 
had.become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday rooming, November 24. On that 
same day I left Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked my email and opened an email 
; from Ms. Foreman stating that Mr. Garraffa hjad!:received the table and had called 

the office that day and expressed a desire to see me as soon as I retumed from 
the Thanksgiving weekend, j? ; •< U\ i ! 

' * : t : : 1 ' . * ' 

■ ! '•• 3 0:i ' 

■I : . , 1 i ■ ' " • 
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1 7. When I returned to the office on Mbnday November 29, 20^0, Mr. 
Garraffa was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr. Toth were shocked to learn that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
It had happened and what could be done to remedy the situation. I told him that I 
would investigate the various files involved and report to him as soon ais 
possible, . j 

18. Over the ensuing two days I had discussions with Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr., 

Garraffa about a provisional application that was supposed to be followed by a 

i 

corresponding non-provisional but hadn't been.. In examining the file, I found 
various instructions I had prepared for Ms. Foreman including a set of claims for 
the non-provisional, but. no evidence that Ms. Foreman had carried out my 
instructions or that a non-provisional had been prepared and filed. It became 
evident to me that Ms. Forerpan had failed to do her work in regard to a number 
of Atomic Aquatics filers including the file No. ATOMIC-10 (Patent No. 6,463,640) 
for which this petition is being filed. i 


, 19. When I confronted hen she eventually admitted to me that she had 
lost control of her tasks, particularly over a several year period between 2005 
and 2008 when she just couldn't keep up wifti the jdemands of theij job arjd 
perform all of her duties in a timely manner. She revealed that she was too , 
afraid and embarrassed to tell me about this behavior. I then! reported to Mr.f 
Garraffa and advised him that I wopld immediately begin preparation of petitions 

r 

to revive the Atomic Aquatics patents that had been tost as a result of Ms. 

" ■ .. 1 'i i 

Foreman's shocking and totally unexpected behavior. •; 
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20. I arranged for Ms- Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work in the future. A Declaration Report of Dr. Samuel Albert is 
enclosed herewith. | i 

; . i • j ! ■ ;! 

21 . Based upon Dr. Albert's Report and my own observations,' 1 !. bei(ieve 
that Ms. Foreman, as a result of overwork and stress beyond her limit, i ! '= 
experienced a lengthy period of Irrational behavior. During this period sip simply 
didn't carry out all of her usual responsibilities including communicating with 
clients and paying patent issue and maintenance fees including the following: file 
No. ATOMIG-1 0 for Patent No. 6,463,640 maintenance fees. : Furthermore, Ms. 
Foreman was afraid to admit her Inadequacies and endanger her position which 
had become such a predominant aspect of her life. Consequently, she did all 
she could to hide the problems until just recently. , ^ 

Pursuant to the terms of 28 (iJ.S C. §1746; l t declare under penalty of 
peijury under the laws of the United States of America that the foregoing is true 
and correct I further declare that all statements made herein of my own 1 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made. with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and: may Jeopardize the validity of the above- 

j : . :- 

captioned patent t 


i' ! 
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I, Janis Foreman, do hereby declare as follows: 

A. INTRODUCTION 

1 . This declaration is based on my personal knowledge and if called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 

2. I am the office manager for attorney Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr. Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr. Tachner in all aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering information 
into Mr. Tachner's patent and trademark docket. I handle routine 
communications with clients and associates, all under Mr. Tachner's direction 
and supervision. I also manage the bookkeeping, billing, and tracking of Mr, 
Tachner's accounts receivable and accounts payable. I prepare the final version 
of documents to be filed in the U.S. Patent and Trademark Office. 

4. Our office procedures are clearly defined by Mr. Tachner. I receive 
all incoming correspondence and docket relevant dates in our electronic docket. 
As each due date in the docket is responded to, I am responsible for noting in the 
electronic docket when the due date was met 

5. Mr. Tachner maintains supervisory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines, Mr. Tachner regulariy 
confers with me regarding matters coming up on the docket. I review the docket 
daily for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
correspondence, emails and other documents relating to this matter. Though I 
cannot explain or justify many of my actions described below, I have set forth in 
this declaration my true recollection of the events. 

1 
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C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 1 7, 201 0, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr. Garraffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particularly in regard to the 
past several years. My initial reaction was that the client had communicated 
authorization to withhold such payments and filings because of their financial 
problems or product obsolescence, but I could not find any documents or other 
evidence supporting these "feelings". In retrospect, I now realize that these were 
unsupported rationalizations that cover a period of several years during which I 
was functioning at less than my normal capabilities. 

10. I don't know precisely what may have affected my mental 
performance during this period, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
overwhelmed and unable to keep up. However, I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after so many 
years. 

1 1 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert., I now realize that it was a mistake to keep Mr. Tachner In the dark in 
regard to my sense of being overwhelmed and that I should have informed Mr. 
Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. 


2 
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Pursuant to the terms of 28 U.S.C. §1 746, 1 declare under penafty of 
perjury under the laws of the United States of America that fhe foregoing is true 
and correct. I further declare that all statements made herejn of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1 001 and may jeopardize the validity of the above- 
captioned patent. f 



'! 
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Statement of Samuel H. Albert. M P. : 

I ' : 

I, Samuel H. Albert, M.D., am a practising Psychiatrist haying an office in 
Fountain Valley, California. I have been a licensed physician in the State of California 
beginning July 1, 1969. I have been in practice as a Psychiatrist since October 1, 1972 
and a board certified Psychiatrist since November 1978. * 

In late November 2010 I was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Foreman, who is a legal 
secretary and office manager for Attorney Leonard Tachner in Irvine, California. 

I was presented with certain facts relating to Ms. Foreman's job role and 
apparent inrational behaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner's office. As I understand these facts, Ms. Foreman has 
had for over thirty years working in the Tachner law firm, the responsibility for billing 
clients for professional services carried out by the Tachner firm/as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established rules and 
\ instructions of Mr. Tachner. 

Besides Ms. Foreman and Mr. Tachner, I am informed that there is another full 
time secretary who takes instruction directly from Ms. Foreman and that from time to 
time there are one or two additional part time employees who may be brought in to 
cany out certain maintenance-type activities such as library upkeep, filing, copying, mail 
preparation and the like. 

As I understand their relationship, Mr. Tachner spends his time mostly doing 
legal work for the firm's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll and communicating with 
outside service providers. She also handles Mr. Tachner's document preparation and 
maintaining his files which are quite numerous. Clearly from what I've learned, the 
Tachner law firm is a very busy firm and Ms. Foreman has a heavy workload with many 
varied and important responsibilities. : 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to those matters. In addition, I have had a two hour 
interview with Ms. Foreman in which she participated voluntarily at the request of Mr. 
Tachner. 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert wrth the intent of 
communicating my diagnosis with the constraints of physician-patient privilege- I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have formed a preliminary 
medical opinion as follows: 

Ms. Foreman's irrational behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern that's she increasingly 
felt as she fell behind in her work. 

She correctly regards her most significant responsibility as control of cash flow 
by timely billing of clients and payments to vendors. In the period from early 2005 to 
the end of 2007, she evidently became so busy that's she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

She began feeling a sense of guilt for not being able to properly handle these 
responsibilities. She did not want to inform Mr. Tachner of these problems because 
she did not want to have her position diminished or lose any esteem in the eyes of her 
boss. She had no one else to tell of these difficulties and therefore no way to share 
these problems. After almost 30 years of being so capable and trustworthy, she could 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with solving her problems. 

This type of destabilizing behaviour resulted In a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of continuality and stability for Mr. Tachner even by 
misleading him and making false statements to him and to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environment, her workplace where she had succeeded for decades. 
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If Ms. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac, Paxil, Zoloft, Lexapro, Wellbutrln and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, Klonopin, Tranxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilities to reduce her work load if possible, I believe that Ms. Foreman's illness 
is amenable to treatment. 

I declare under penalty of perjury that the foregoing is true and correct. 
Executed this day of December 201 0 at Fountain Valley, California. 


<RCVDAT12I»^^ 


By:. ^ZT_ 

Samuel H. Albert, M.D. 
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The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: 

Ms. Janis Foreman is a Caucasian female age 61 , bom 4-26-1 949. She has been an 
employee since June 19, 1978 of Leonard Tachner, Esq. Ms. Foreman is the office 
manager. 

Ms. Foreman states that she is a Legal Secretary and is the Manager of the office 
where she works. She describes her assigned duties as numerous, detailed and often 
overwhelming. 

She states, "I have a giant case load. I do many jobs." Among the long list of tasks for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

1 . Managing the foreign filing of patent information, 

2. Managing the United States filing of patent information, 

3. File patent application in the United States, 

4. File world-wide trademarks, a cumbersome process, 

5. File United States trademark applications, 

6. Obtain required documents from the client and the United States 
Patent Office, 

7. Obtains a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide. 

9. She does docketing of all the documents that enter the office, 
10. She sends out form letters, 

1 1 ♦ Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing corrections and declarations. Til get the 
draftsman to come In and do new drawings". 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the international Patent Cooperation Treaty 
(PCT). She does work related to the PCT, an international treaty 
involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each fetter has to be placed in the 
file appropriate to the letter, 

19. From the parent case there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversignt of the office docketing system, 
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21 . Typing of drafts of patent applications and prosecution documents. 


TIME PRESSURES often become extreme due to the following factors 

1. Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 


OVERWORK of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on in the office. 


ASSIGNED OFFICE TASKS NOT RELATED TO THE LEGAL WORK 

1 . Ms, Foreman does the billing of clients for the office, and the bill 
paying. The attorney In the office signs the checks. 

2. Pays bills. 

3. Bills clients. 

4. Bill clients for costs. 

5. "I am responsible to obtain supplies for the office; I order or buy supplies 
at Sam's Warehouse or Costco stores or stationary stores including soft 
drinks and bulk paper". 

6. She cleans the office on the weekends. 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LIMITED DEGREE. 

The Secretary (Jodie) does help a bit. 
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Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were In fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mddd is; one of anxiety with an undercurrent of depression ■ Her daily life Is usually 
non-eventful. She spends most of our evaluation session talking about the events 
which Occurred while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events; Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton-wash pants arid a nondescript shift. No 
Jewelry other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement inappropriate affect; Affect is congruent to speech and thought 
and* is appropriate mood. Psychological understanding and insight is absent. 

Diagnosis: Major Depression, severe, with psychotic episodes. 
Generalized Anxiety Disorder 


Very truly yours, 



Samuel H. Albert, M.D. 
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Commissioner for Patents 
United States Patent and Trademark Of rice 
P.O. Box 1450 
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LEONARD TACHNER, A PROFESSIONAL LAW DATE PRINTED 

CORPORATION 

17961 SKY PARK CIRCLE* SUITE 38-E 11/15/06 
IRVINE CA 92614 


NOTICE OF PATENT EXPIRATION 


According to the records of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.C. 4Kb). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(0 are paid, AND the delay in 
payment of the maintenance fee is shown to the satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C. 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not haying expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, you 
may call the USPTO Contact Center at 800-786^9199 or 571-272-1000. 
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In re Patent No. 6,761,163 
Issue Date: July 13, 2004 
Application No. 10/347,608 
Filed: January 21, 2003 
Attorney Docket No: ATOMIC-14 


OFFICE OF PETITIONS 


ON PETITION 


REQUEST FOR INFORMATION 


A petition was filed on April 12, 2011 under 37 CFR 1.378(e), requesting reconsideration of a 
decision mailed February 10, 2011, which refused to accept the delayed payment of the 
maintenance fee for the above-identified patent. 

By Petitioner's own admission, the Tachner firm, or persons employed by that firm, have not 
been truthful with the USPTO. Furthermore* there is a specter of bias in the declaration of Dr. 
Albert since, at the time of his diagnosis, he was not Janis Foreman's doctor and he was paid 
to provide his opinion by Mr. Tachner. The record fails to include any evidence corroborating 
Dr. Albert's diagnosis. Given the circumstances of this case, corroborating evidence for Dr. 
Albert's diagnosis is required. 

It is extremely odd that the people that were closest to Ms. Foreman did not notice that, as 
stated by Dr. Albert, she exhibited "destabilizing behavior" or that "she lost her sense of reality" 
or "lost her sense of proportionality." Further, as stated in Mr. Tachner's declaration, it appears 
that for about two years, Ms. Foreman was failing to bill clients or pay firm obligations evert 
though the performance of these tasks appears to have been her primary duty. Therefore, it is 
not clear from the record how Mr. Tachner could have failed to recognize Ms. Foreman was 
failing to properly bill clients and pay firm obligations. 

In response to the instant request for information, Petitioner is required to provide a rebuttal to 
all the assertions set forth in the petition filed July 21, 2010 in U.S. Patent No. 6.205.885. 1 
Furthermore, Petitioner must explain why the current explanation provided in this case is any 
more believable than other explanations previously provided. Petitioner is required to provide 
corroborating evidence of Ms. Foreman's condition from a source that is independent of Dr. 
Albert. Additionally, Petitioner must fully discuss how the actions of Ms. Foreman, with regard 
to the docket, went undetected from early 2005 until January 2011. Further, Petitioner must 

1 A copy of the petition can be accessed using the Office's Public Patent Application Information 
Retrieval system located at http://portal.uspto.gov/extemal/portal/pair. 
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explain how Ms. Foreman's failure to bill clients and pay firm obligations went undetected from 
early 2005 until the end of 2007. 

Petitioner must submit the requested information within TWO MONTHS of the mailing date of 
thjs letter. Extensions of time may not be obtained. No additional fee is due for a response to 
the instant request for information; The response to this Requirement for Information should 
include a cover letter entitled "Response to Request for Information." The failure to file a reply 
to the instant Request for Information will be interpreted as a desire to no longer pursue 
reinstatement of the patent and the Office will give no further consideration to the matter. 

The response to this Request for Information should include a cover letter entitled "Response 
to Request for information." 

Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petitions 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 2231 3-1 450 

By FAX: (571) 273-8300 

Attn: Office of Petitions 


Telephone inquiries concerning this matter may be directed to Senior Petitions Attorney 
Patricia Faisdn-Ball at (571) 272-3212. 



Director, 

Office of Petitions 


04/11/2011 14:29 FAX 9499552415' 
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Samuel H. Albert, M.D., Inc. 
Diplomate 

American Board of Psychiatry & Neurology 

t. Dr. Samuel Albert, do hereby declare as follows: 

1 . TO? declaration supplements my prior statement submitted 
previously in regard to this matter. 

2. Based upon niy Interviews with Ms. Janice P. Foreman, and Mr. 
Leonard Tachner, it is evident that her problems at her employment stemmed 
from a significant increase in her workload and responsibilities that occurred at 
about the beginning of 2002 when another law firm went out of business and 
several hundred files were transferred to the Tachner firm. Evidently* she was 
able to handle the sudden workload increase for a period of two to three years. 

However, beginning in late 2004, early 2005 she started falling behind and could 

-..vv • . • . . . , , .... .......... 

' , 4 no longer keep current. \ 

3. In retrospect she now realizes that within a few months thereafter 
she started a pattern of behavior which she now recognizes as irrational. Such 

; behavior for example included making up false excuses for failing to take 

required actions such as contacting clients- and responding to Mr. Tachher's 
questions with answers that may have had no factual basis, but which she 
believed would satisfy his Inquiry. In my opinion, it was during this period 
beginning In mid-2005 when Ms. Foreman went through a transition from being 
merely over-wpfked and highly stressed to being Clinically ill. 

4. |t appears that the extent of her illness varied depending upon her 
level of stress and anxiety, but that it didn't fully abate until the early months of 
201 1. The principal symptom of this illness was her inability to separate real 
events from imagined ones. From time to time during this period, she would let 
her behavior arid her actions be dictated by what she perceived to have 
previously occurred as opposed to events that had actually taken place. 

5. In my opinion therefore, between mid^OOS and late 2010, and 
based upon her prior reliable behavior in regard to her duties at the Tachner firm, 
Ms. Foreman's failure to take proper actions were due to a psychosis that 

1 
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manifested in her inability to distinguish real events from imagined ones. This 
condition was of such a degree, that she could not function normally and If she 
were to be questioned or challenged in regard to her behavior, that would raise 
her stress level and exacerbate her condition. I have advised Mr. Tachner and 
Ms. Foreman that it would be my recommendation that Ms. Foreman enter 
treatment on a fegular basis so that I can monitor her progress and be sure that 
there is no regression. 

Pursuant to the terms of 28 U.S.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize, the validity of the above- 
captioned patent. 


Dated: 




Dr. Samuel Albert 
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IN TOE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Douglas J. Toth ) 
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Patent No.: 6,761,163 ) 

Issued: July 13, 2004 j ^ 

) r 
For INFLATOR REGULATOR WITH ) ^ 

MULTIPLE ADAPTERS FOR ) ^ 

CONNECTION TO DIFFERENT SIZE ) 
BC HOSES ) 

ADDITIONAL DECLARATION OF JANIS FOREMAN 


MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney . 
.Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria, VA 22313-1450 


I, Janis Foreman, do hereby declare as follows: 

1 . This declaration is a supplement to my prior declaration submitted 
In regard to a petition to accept an unavoidably delayed payment of the 
maintenance fee for the above-identified patent. 

2. Over the past few months I have, as a result of discussions with 
and medical treatment from Dr. Samuel Albert, begun to understand that over the 
last five or six years I have been ill and unable to function normally and rationally 
in my employment as Office Manager at the Tachner Law Firm. My mindset was 
more attuned to survival than to properly carrying out my duties. 

l 
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3. In regard to the subject patent in particular, my duty was to 
communicate in a timely manner with the client who is the patentee of the subject 
patent, to ascertain whether that client wished to have our firm pay the 
maintenance fee that was required in order to retain the patent. Normally, I 
would have sent a letter or an email to the client about 45 days before the due 
date for payment of the maintenance fee. Then, if I receive a positive response, I 
would have prepared and mailed or emailed a statement to the client so that 
payment from the client would be received in time to forward the payment to the 
U.S. Patent & Trademark Office before the due date. 

4. It is my current recollection that what I did instead was to recognize 
that a maintenance fee was coming due for this patent, but continually put it off 
as something that I could attend to in due course, since I had more urgent things 
to do before I could get to that matter. Then I would rationalize that I could rely 
on a six-month surcharge period if needed and continue to put off communicating 
with the client Eventually, I ran out of time, but it would occur to me that this 
client had wanted to pay its own maintenance fees and I would simply make such 
an entry in the corresponding docket sheet. 

5. There was no logic or rational explanation for my behavior. I simply 
felt hopelessly overwhelmed and this was a way for me to handle it. I had no 
animosity toward the client or toward the law firm. It was just my way of coping 
with what I perceived to be an impossible situation without admitting to Mr. 
Tachnerthat I could no longer handle all of my usual responsibilities. 

Pursuant to the terms of 28 U.S.C. §1 746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing Is true 
and correct I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
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that willful false statements and the like are punishable by fine, imprisonment, or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captioned patent 


Dated: ^-9-// 
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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: Douglas J. Toth ) 

) 

Patent No.: 6,761,163 ) 

) 

Issued: July 13, 2004 ) 

) 

For INFLATOR REGULATOR WITH ) 
MULTIPLE ADAPTERS FOR ) 
CONNECTION TO DIFFERENT SIZE ) 
BC HOSES ) 


TRANSMITTAL OF REQEUST FOR RECONSIDERATION OF A 
PETITION TO REVIVE A PATENT 

^ l ^JfI' ^^ 0t i S ',, • ■ B4/16/2811 DALLEH 69886884 8M 

Attn: Christina Tartera Donnell •. . ^ ^ Wl 

Senior Petitions Attorney 81 FC:1462 488.88 M 

Commissioner for Patents . 

US. Patent & Trademark Office 

P.O. Box 1450 

Alexandria, VA 2231 3-1 450 

Dear Sir 

Enclosed herein (s this Request For Reconsideration of a Petition under 
Rule 1 .378(b) to revive the above-captipned patent by delayed acceptance of 
previously unpaid maintenance fees. The Request is supported by supplemental 
declarations of the undersigned, Leonard Tachner, counsel for the patentee, the 
office manager of counsel's office, Ms. Janis Foreman and physician. Dr. Samuel 
Albert who is a board certified psychiatrist. 


Based upon the foregoing as more thoroughly detailed in the enclosed 
; declarations, it is earnestly believed that the revival of the subject patent based 
upon entirely unforeseen circumstances that were truly "unavoidable", justifies 

1 
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reconsideration and granting of the pending petition and such is respectfully 
solicited. 

A fee of $ $T400.00 for the requested reconsideration should be deducted 
from Deposit Account No. 06-0930. 


Attachments: 

1 . Additional Declaration of Leonard Tachner (3 pages) 

2. Declaration of Samuel H. Albert, M.D. (2 pages) 

3. Additional Declaration of Janis Foreman (3 pages) 
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Attorney Docket No.: ATOMIC-14 


RECEIVED 
CENTRAL FAX CENTER 

APR 1 1 2U11 


IN THE UNITED STATES PATENT & TRADEMARK OFFICE 


Patentee: 
Patent No.: 
Issued: 


Douglas J. Toth 
6,761,163 
July 13, 2004 


For INFLATOR REGULATOR WITH 
MULTIPLE ADAPTERS FOR 
CONNECTION TO DIFFERENT SIZE 
BC HOSES 


ADDITIONAL DECLARATION OF LEONARD TACHNER 


MAIL STOP: PETITIONS 

Attn: Christina Tartera Donnell 
Senior Petitions Attorney 
Commissioner for Patents 
U.S. Patent & Trademark Office 
P.O. Box 1450 
Alexandria,. VA 2231 3-1 450 

I, Leonard Tachner, do hereby declare as follows: 

1 . I submit this declaration as an addition to my prior declaration 
submitted with the subject petition. This statement is part of the evidence I am 
filing in support of a request for reconsideration. 

2. When Ms. Foreman told me in 2008 in regard to U.S. Patent No. 6, 
205.885 that the client told her that they would pay their own maintenance fees, 
at first it didn't seem suspicious because the client usually wrote most or all of the 

| specification of their patent applications in order to reduce their fees. They left 

| the claims to me to write. Only when the client disputed Ms. Foreman's 

! statement did 3 begin to wonder whether Ms. Foreman was mistaken. However, I 

i 

i i 
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still accepted her assertion that she believed the client had made that statement 
because up to then (by 2008 she had worked for me for 30 years) I had no 
reason to doubt her reliability. Only In late 2010 when she asserted that other 
clients (ATOMJC and CSUF) had also taken on the responsibility to pay their own 
maintenance fees, did I realize that I could no longer trust her because there was 
evidently something seriously wrong with Ms. Foreman. That is when I decided 
that I needed to have her see Dr. Albert. 

3. Over the 33 years that I have been in my own practice, I have filed 
applications that Issued into roughly 600 U.S. patents for my clients. In a small 
number of these applications and patents, it has been necessary to file a petition 
to revive due to a delayed response to an Office Action, a late issue fee payment 
and occasionally a late maintenance fee. Some of these petitions were 
necessary because of failures of clients to communicate in a timely manner. Up - 
to the recent events; a few such petitions were made necessary by innocent 0 - ':■ 
clerical errors of my staff. However, to the best of my recollection, every one of *' 
those petitions to revive an application or to accept a late maintenance fee filed : 

by my firm, had ultimately been granted. It would be impossible for us to know 
the precise numbers of such petitions, because once resolved, we do not retain 
any data summarizing such events. Moreover, many of such files have since 
been transferred to other firms or otherwise disposed of. 

4. I now better understand the specific behavior that was Ms. 
Foreman's issue with meeting office deadlines primarily for paying maintenance 
fees to the U.S. Patent & Trademark Office. She would entirely overlook a 
payment deadline. Then rather than inform me in a timely manner so that I could 
remedy the delay, she would "cover up" her omission by alleging that the 
corresponding client had told her in a phone call or face to face discussion that 
they would pay such fees themselves. By way of example, here enclosed is a 
copy of the face of the file showing the entry, apparently made by Ms. Foreman 
for this particular patent, showing that the client would pay their own 
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maintenance fee. Only when I began to see this type of entry more than once 
did I begin to understand that I had a serious problem. 

5. I believe that the heavy workload I had assigned to Ms. Foreman 
over the past years has contributed to her aberrant behavior. However, I believe 
that her actions went beyond merely normal stress and anxiety. Based on my 
discussions with Dr. Albert, I now recognize that Ms. Foreman had for several 
years since as early as 2005 and as recently as four months ago, been III and 
unable to cope with her responsibilities. I also believe that her Illness was a 
direct cause of the firm's failure to act in a timely manner in behalf of the client in 
this matter. 

6. I regard Ms. Foreman as more than just my employee. After more 
than three decades of a close working relationship, Ms: Foreman is more like a 
member of my family. I believe that Is the reason that I did not recognize her ' 
problems earlier. She will continue to see Dr. Albert -at my expense. In the * r : 
meantime I will transfer time-based responsibilities from Ms. Foreman to another - ! " 
employee. v 

Pursuant to the terms of 28 US.C. §1746, 1 declare under penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, Imprisonment or 
both under 18 U.S.C. §1001 and may jeopardize the validity of the above- 
captloned patent /) 


Dated:. 



Leonard Ta&hner 
Attorney for the Petitioner 
Registration No. 26,344 
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MAILED 

FEB 1 0 2011 
OFFICE OF PETITIONS 


In re Patent No. 6,761 ,-163 : 

Issue Date: July 1 3, 2004 : DECISION ON PETITION 

Application No. 10/347,608 : 

Filed: January 21, 2003 : 

Attorney Docket No. ATOMIC- 14 : 


This is a decision in response to the petition under 37 CFR 1.378(b), filed January 3, 201 1, to accept 
the unavoidably delayed payment of the maintenance fee for the above-identified patent. 

The petition under 37 CFR 1 378(b) is dismissed , without prejudice to reconsideration. 

If reconsideration of this decision is desired, a petition for reconsideration under 37 CFR 1 .378(e) must 
be filed within TWO (2) MONTHS from the mail date of this decision. No extension of this two- 
month time limit can be granted under 37 CFR 1.136(a) of (b). Any such petition for reconsideration 
must be accompanied by the petition fee of $400.00 as set forth in 37 CFR 1 . 1 7(f). The petition for 
reconsideration should include an exhaustive attempt to provide the lacking item(s) noted below 
because the Director will not undertaken any further reconsideration or review of the matter after a 
decision on the petition for reconsideration. 

The patent issued on July 13, 2004 ; The first maintenance fee could have been paid during the period 
from July 1 3, 2007 through Monday, January 14, 2008, or with a surcharge during the period from 
Tuesday, January 15,2008 through Monday, July 14, 2008 , Accordingly, this patent expired on July 
14, 2008, for failure to> timely remit the first maintenance fee. 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1 .378(b) must include 
the following: 


(1) the required maintenance fee set forth in § 1.20(e) through (g); 
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(2) the surcharge set forth in § L20(i)(l); and 

i 

(3) a showing that the delay was unavoidable since reasonable care was taken to 
ensure that the maintenance fee would be paid timely and that the petition was filed 
promptly after the patentee was notified of, or otherwise became aware of, the expiration of 
the patent. The showing must enumerate the steps taken to ensure timely payment of the 
maintenance fee, the date and the manner in which patentee became aware of the expiration 
of the patent, and the steps taken to file the petition promptly. 

i 

This petition lacks requirement (3). 

i 

As 35 U.S.C. 41(c) requires the payment of fees at specified intervals to maintain a patent in force, 
rather than some response to a specific action by the Office under 35 U.S.C. 133, a reasonably prudent 
person in the exercise 6f due care and diligence would have taken steps to ensure the timely payment 
of such maintenance fees. Rav v: Lehman , 55 F.3d 606, 609, 34 USPQ2d 1786, 1788 (Fed. Cir. 1995). 

That is, an adequate showing that the delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) requires a showing of 
the steps taken to ensure the timely payment of the maintenance fees for this patent. Id. Thus, where 
the record fails to disclose that the patentee took reasonable steps, or discloses that the patentee took no 
steps, to ensure timely jpayment of the maintenance fee, 35 U.S.C. 41(c) and 37 CFR 1.378(b)(3) 
preclude acceptance o£ the delayed payment of the maintenance fee under 37 CFR 1.378(b). 

Acceptance of a late maintenance fee under the unavoidable delay standard is considered under the 
same standard for reviving an abandoned application under 35 U.S.C. 133. This is a very stringent 
standard. Decisions on reviving abandoned applications on the basis of "unavoidable" delay have 
adopted the reasonably prudent person standard in determining if the delay was unavoidable: 

The word Unavoidable' ... is applicable to ordinary human affairs, and requires no more 
or greater care or diligence than is generally used and observed by prudent and careful 
men in relation! to their most important business. It permits them in the exercise of this 
care to rely upon the ordinary and trustworthy agencies of mail and telegraph, worthy and 
reliable employees, and such other means and instrumentalities as are usually employed 
in such important business. If unexpectedly, or through the unforeseen fault or 
imperfection of these agencies and instrumentalities, there occurs a failure, it may 
properly be said to be unavoidable, all other conditions of promptness in its rectification 
being present. ] 

In re Mattullath, 38 Abp. D.C. 497, 514-15 (1912) (quoting Pratt. 1887 Dec. Comm'r Pat. 31, 32-33 
(1887)); see also Winkller v. Ladd. 221 F. Supp. 550, 552, 138 USPQ 666, 667-68 (D.D.C. 1963), affd, 
143 USPQ 172 (D.C. (Dir. 1963): Ex parte Henrich, 1913 Dec. Comm'r Pat. 139, 141 (1913). In 
addition, decisions on Revival are made on a "case-by-case basis, taking all the facts and circumstances 
into account." Smith vj. Mossinghoff. 671 F.2d 533, 538, 213 USPQ 977, 982 (D.C. Cir. 1982). 
Finally, a petition cannot be granted where a petitioner has failed to meet his or her burden of 
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establishing that the delay was "unavoidable." Haines v. Ouigg , 673 F. Supp. 314, 316-17, 5 USPQ2d 
1 130, 1 131-32 (N.D. Irid. 1 987). Moreover, patentee's lack of knowledge of the need to pay the 
maintenance fee and the failure to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. See Patent No, 4.409.763. 7 USPQ2d 1798 (Comm'r Pat. 1988). 

In determining whether the delay in paying a maintenance fee was unavoidable, one looks to whether 
the party responsible for payment of the maintenance fee exercised the due care of a reasonably 
prudent person. Ray v.; Lehman . 55 F.3d 606, 608-609, 34 USPQ2d 1786, 1787 (Fed. Cir. 1995). The 
patent owner at the time of the expiration of the patent is ultimately the person responsible to ensure 
the timely payment of the maintenance fees. The patent owner may engage another to track and/or pay 
the maintenance fees; however, merely engaging another does not relieve the patent owner from his 
obligation to take appropriate steps to ensure the timely payment of such maintenance fees. See 
California Medical Prods, v. Tecnol Medical Prods .. 921 F. Supp. 1219 (D. Del. 1995). Moreover, the 
USPTO must rely on ttfe actions or inactions of duly authorized and voluntarily chosen representatives 
of ah applicant, and an .applicant is bound by the consequences of those actions or inactions. Link v. 
Wabash. 370 U.S. 626,. 633-34 (1962); Huston v. Ladner. 973 F.2d 1564, 1 567, 23 USPQ2d 1910, 
1913 (Fed. Cir. 1992). .Specifically, delay caused by the actions or inactions of a voluntarily chosen 
representative does not constitute unavoidable delay. Haines v. Quigg , 673 F. Supp. 314, 5 USPQ2d 
1130 (D. Ind. 1987). 

In the present petition, petitioner asserted that over a protracted period beginning in 2005, counsel's 
office manager, Ms. Foreman, experienced a medical condition that caused her to fail in her office 
duties which included notifying the patentee of the need to pay the maintenance fees, obtaining the 
client's authorization to pay the maintenance fee, and proceeding to send the payment to the USPTO. 
In support of the petition, petitioners provided a statement from patent practitioner Leonard Tachner, 
office manager Ms. Foreman, and Dr. Samuel A. Albert. 

To establish a showing: of "unavoidable" delay based upon medical incapacitation, petitioner must 
demonstrate that the incapacitation was of such a nature and degree as to render the person unable to 
conduct business (e.g., ^correspond with the USPTO) during the period when the maintenance fee was 
due. Such a showing must be supported by a statement(s) from the person's treating physician(s), and 
such statement(s) must provide the nature and degree of the person's medical condition during the 
period from when the maintenance was due (i.e., July 14, 2008) until the filing of a grantable petition. 
Namely, petitioner should provide the USPTO with a statement from a treating physician, asserting 
that from the time the maintenance fee was due (/. July 14, 2008) until the filing of a grantable 
petition, the person's medical condition was of such a degree of severity that it prevented her from 
timely paying the maintenance fee. Additionally, the treating physician must describe person's 
medical condition, the degree of incapacitation, and the duration of the medical illness. 

In this instance, petitioner has not provided sufficient evidence at this time to show that "but for" Ms. 
Foreman's medical condition, the maintenance fee would have been timely paid. The Office is 
particularly interested in the duration of Ms. Foreman's medical condition - the date of when Ms. 
Foreman's medical condition began until the date she sought treatment. Petitioner may wish to 
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provide a statement from her treating physician. Additionally, petitioner should submit a statement 
from Ms. Foreman explaining m detail the exact actions or inactions she took with regard to the 
docketing and timely paying of the maintenance fees for this patent. The present statements submitted 
on petition provide the Office with generalities as to the actions/inactions of Ms. Foreman that 
ultimately resulted in the delayed payment of the maintenance fees. 

In summary , petitioner must show that Ms. Foreman' s medical condition was the cause of the error in 
failing to timely pay the maintenance fee; her condition was of such a degree of severity that it 
prevented heir from performing specific duties with regard to the docketing and paying of the 
maintenance fee for this patent; and that her condition spanned the entire period from the due date for 
the maintenance fee until the date of the filing of a grantable petition. Without any further explanation 

or documentary eviderice, the Office is left to speculate as, to the circumstances that transpired. 

i 

The Office cautions petitioner to remove or mark through any personal information in any document 
submitted to the USPTO that could contribute to identity theft. Personal information such as social 
security numbers, bank account numbers, or credit card numbers (other than a check or credit card 
authorization form PTO-2038 submitted for payment purposes) is never required by the USPTO to 
support a petition or ah application. If this type of personal information is included in documents 
submitted to the USPljO, petitioner should consider deleting such personal information from the 
documents before submitting them to the USPTO. Petitioner is advised that the patent file is available 
to the public after the issuance of a patent. However, checks and credit card authorization forms 
(PTO-2038) submitted for payment purposes are not retained in the application file, and therefore, are 
not publicly available. 

For the reasons stated, the petition is dismissed. 

Petitioner should note that if this petition under 37 GFR 1.378(b)/(e) is not renewed, or if renewed and 
not granted, petitioner may obtain a refund of the maintenance fee and post-expiration surcharge . The 
$406.00 petition fee fo|r seeking further reconsideration is not refundable 

Any request for refund should be in writing to the following address : 

Mail Stop 16 

Director of the US ; Patent and Trademark Office 
PO B6X 1450 

Alexandria, VA 22313-1450 
A copy of this decision should accompany petitioner' s request. 


The Office charged th? deposit account for the $490.00 maintenance fee due at 3.5 years, the 
$1,240.00 maintenance fee due at 7.5 years, and the $700.00 surcharge after expiration as authorized. 
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Further correspondence with respect to this matter should be addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571)273-8300 

Attn: Office of Petitions 

By hand: Customer Services Window 

Randolph Building 
401 Dulany Street 
Alexandria, V A 223 14 

Correspondence may ajso be submitted electronically via EFS-Web. 

The patent file is being returned to Files Repository. 

Telephone inquiries regarding this decision may be directed to the undersigned at (571) 272-321 1 . 

Christina Tartera Donnell 
Senior Petitions Attorney 
Office of Petitions 


, 12/31/2010 

JAN 12.2011 
OFRCE OF PETITIONS 
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PETITION TO ACCEPT UNAVOIDABLY DELAYED PAYMENT OF 
MAINTENANCE! FEE IN AN EXPIRED PATENT (37 CFR 1.378(b)) 


Docket Number (Optional) 
ATOM1C-14 


01/11/2811 DALLEN 08888057 868938 
Bl FC:1599 1198.88 M 


Mail to: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 
Fax (571)273-8300 

NOTE: If information or assistance is needed in completing this form, please contact Petitions Information at 
(571)272-3282. 
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Patent Number. | 6,761,163 


Application Number: 1 0/347,608 


issue Date: July 13.2004 
CAUTION: 


Piling Date: January 21,2003 


Maintenance fee (and surcharge, if any) payment must correctly Identify: (1 ) the patent ' 
number (or reissue patent number, if a reissue) and (2) the application number of the actual 
U.S- application (or reissue application) leading to issuance of that patent to ensure the feei(s) 
is/are associated with the correct patent. 37 CFR 1 .366(c) and (d). 

Also complete the fallowing information, if applicable: 

The above-identified patent: 

■ LJ Is a reissue of original Patent No. ' 
original application number _ 
original filing date - 


original Issue date . 


| | -resulted from the entry into the U.S. under 35 U.S.C. 371 of international application 
. _. filed on ._■ •. * 


CERTIFICATE OF MAILING OR TRANSMISSION (37 CFR 1.8(a)) 

I hereby certify that this paper (along with any paper referred to as being attached or enclosed) Is 

(1 ) being deposited with the United States Postal Service on the date shown below with sufficient postage as first Cass 
mail in an envelope addressed to Mail Stop Petition, Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313- 
1450 OR 


(2) transmitted by facsimile on the date shown below to the United 
8300. 




at (571) 273^ 


LEONARD TACHNER 


Typed or printed name of person signing Certificate 


62/18/2011 CKHLOX 88880813 860938 6 
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02 FC:1557 780.00 Dfl 

TWs coOocfion of information to required by 37 CFR 1.37S(b). The Information la fecuired tf> ettaM Of retain o bereft by the puh»e wfcleh la to file (and by the USPTO 
to process) an sppOcstton. Confidentiality ta governed by 35 UjS.C. 122 and 37 OH 1.1 1 and 1.14. Thrs coflaction t% estimated to take S hour? to complete. tncfue&ng 
gathering, preparing, and submittJng the complete* eppBcatfen fern* to the USPTO. Time will vary depending upon the individual ease* Any comments on the amount 
of time you require to complete this farm end/or suggestions for reducing this burden, should be sent to the Chief Information Officer. U.S. Patent and Trademark 
Office, UJS. Department of Commarco, P.O. Box 1450. Alexandria, VA 22313-14S0. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND 
TO; Mall Slop Petition. Commissioner for Patents, P.O. Box 1450, Alexandria* VA 2231 3-1450. 


If you need assistance tn oompteUng tha form, call 1-800-^0-91 


.02/10/2811 CKHLOK 
H 0tf888857 m<m 
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* PTO/Sa/99 (03-09) 

; ', ' Aeptf*6d for use through 03/31/2012. OMB 0B51 -0016 

US. Patent and TradamartcOfflca: US. CfiPARtMEMf OF COMMERCE 
Under the Paperwork Reduction Act of 19SS. no pernor ere roquJred to respond to a caflectton of tnfaimatton unlew ft displays a valid OMB control number. 


1. SMALL ENTITY . 
0 Patentee claims, or has previously claimed, small entity status. See 37 CFR 1.27 

2. LOSS OF ENTITLEMENT TO SMALL ENTITY STATUS 

PI Patentee is no longer entitled to small entity status. See 37 CFR 1 .27(g) 

3. MAINTENANCE FEE (37 CFR 1 20(eXg)) 

The appropriate maintenance fee must be submitted with this petition, unless it was paid earlier. 


NOT Small Entity 
Amount. Fee (Code) 

Small Entity 
Amount Fee- (Code) 

FHI S 3%vrfee f1SS1V 
| I $ 7Vivrfee (1S52> 

I I « ... ii Kyrfee (1553) 

[7| S 490 3 14 vr fee 1 (2651* 
| | $ 1240 7VSvrfee H (2552) 
I | S •11!4&fee • ■ (2533) 


MAINTENANCE FEE BEING SUBMITTED $ 


4. SURCHARGE ; 

The surcharge required by 37 CFR 1.20(iKD of $ 122 


(Fee Code 1 557) must be paid as a : : ^ 


condition of 'accepting .unavoidably delayed payment of the maintenance fee. 

SURCHARGE FEE BEING SUBMITTED $ TOO 


5. Manner of payment 

I I Enclosed is a check for the sum of $ 

(/] Please chaise Deposit Account No. 06-0930 th* sum nf S 1.1.90: 

j | Payment by credit card. Form PTO-2038 Is attached. 

6. AUTHORIZATION TO CHARGE ANY FEE DEFICIENCY 

fy] The Director is hereby authorized to charge any maintenance fee. surcharge or petition fee deficiency to 
• Deposit Account No. 06K)930 . 
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7. OVERPAYMENT 

As to any overpayment made, please 

T7] Credft to Deposit Account No. 06-0930 

OR 1 

% CD Sertd refund cheek 

WARNING: 

PeUUoner/appIicsnt is cautioned to avoid submitting personal Information in documents filed in a patent application that may 
contribute to identity theft. Personal inforrnalfori such as soda) security numbers, bank account numbers, or credit card 
number? (other than a check or credit card authorization form PTO-2038 submitted for payment purposes) Is never required by 
the USPTO to support a petition or an application. If this type of personal information Is included in documents submHted to the 
USPTO, petfttonem/applicants should consider redacting such personal Information from the documents before submitting them 
to the USPTO. Petitioner/applicant is ativised that the record of is available to the public after publication of 

the application (ur^ess a nc^pudlcatibn request in compliance with 37 QFR 1 .213(a) is made m the application) or issuance of 
a patent: FurthenTK)re, the record from 8n abandoned application may also be available to the public if the application is 
referenced in a published application or an Issued patent (see 37 CFR 1 14). Checks and credit card authorization forms PTf> 
2038 submitted tor payment purposes are not retained In me application file and therefore are not publicly available. 

8. SHOWING 


The enclosed statement will show that the delay In timely payment of the maintenance fee was unavoidable 
since reasonable care was taken to ensure that the maintenance fee would be paid timelyand that this * 
petition is being filed promptly after the patentee was notified gf v or otherwise^became aware of, the . 
eviration of the patent. The staterrWnt rrw^^ payment of the* 

• maintenance fee, the date andthe Ananner in which the* patentee' becanWawSre of the expiration of the : " - : 
...patent, and the steps taken to file the pethion prorr^ify, " ;j . . fV • . 


9. PETITrONEftfSf) REQUESTS THAT THE DEUyED PAYMENT OF THE MAINTENANCE FEE BE ACCEPTED AND THE 
PATEWPkEJwSTATED. 




LEONARD TACHNER : 

Typed or printed name(s) 

17961 SKY PARK CIRCLE, SUITE 38-E 


26,344 

Registration Number, tf applicable 

949-752-8525 


Address 

IRVINE, CALIFORNIA 92614 
Address 


F 


Telephone Number 


ENCLOSURES; 

[71 Maintenance Fee Payment 

\ Statement why maintenance fee was not paid timely 
f/1 Surcharge under 37 CFR 1 ^0(iXi ) (fee for filing the maintenance fee petition) 
f] Other. 
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37 CFR 1.378(d) states: "Any petition under this section must be signed by an attorney or agent 
registered; to practice before the Patent and Trademark Office, or by the patentee, the assignee, or 
other ratfyin interest" 



Ignature 


^ 52te 


LEONARD TACHNER 


26,344 


Type or printed name 


Registration Number, if applicable 


STATEMENT 

(In the space betow. please provide the showing of unavoidable delay recited In paragraph 8 above.) 


this petition is supported -by declarations of the undersigned, Leonard Xachner 
counsel for the patentee, the of flee manager of counsel's office, Ms. Janis 
foreman and a physician, Dr. Samuel A. Albert who is a board certified 
psychiatrist. 

The declaration evidence shows that over a protracted period beginning in 2005' 
Ms * Foreman i experienced a psychological breakdown or psychotic episode its', J 
described by Dxw Albert who has interviewed her for. purposes of making his 
enclosednStateinent/Declaration. ! :' the breakdewu of M6, For eman * caused! her^to'^'" 
fail* in l^er-joffice duties. which . included notifying- the patentee of '-the ' : ne€»d.' ; to 
pay^^inteM .fe.esy. obtaining; the client's authorization/. to make^s]*jch;^ 
payments , and ..t ^ proceeding , to' send such payments to * the U.S. Patentj & ^f^"' V; ' 
Trademark Office in a timely manner. Only int he past few weeks has: her"*'; 
strange and unexpected behavior come to light. ; ' ... . 

M^v^Fbra^ : ^¥'i>een: a ioyal and reliable employee of Taehner's offifeja 'thxjwoiu 
than thirty^two years. She did not exhibit any form of overt personality '] 
characteristics or behavior which would have led Mr* Tachner to anticipate 
that she would not have fulfilled her normal office duties as she had done 
for. more than three decades. Based upon Dr. Albert's interview and diagnosis 
of Ms. Foreman, it is only now understood that ahe was overworked and stressed 
beyond her limit (see Dr. Albert's Statement/Declaration) but that she was 
"programmed" to hide her predicament for fear of losing her position. 
Based upon the foregoing as more thoroughly detailed in the enclosed 
declarations,, it is earnestly believed that the revival of the subject patent 
based upon entirely unforeseen circumstances that were truly "unavoidable", 
justify a granting of this petition and such is respectfully solicited. 


(Please attach additional stmts if additional space Is needed} 


[Page 4 of 4] 


PAGE 4T18 * RCVD AT 12^1/2010 3:5D:S6 PM [Eastern Standard TimeJ* SVR:USPTO€FXRF-5/20* DNIS:2738300 * CSID:9499552415* DURATION (mm^s):0SO2 


Available Copy 

12/31/2010 12:47 FAX 94995JPl5 LAW OFFICE OF L TACHN^P ElOOo 

BECE/VED 

1. Leonard Tachner, do hereby declare as follows: Office OF PETITIONS 

A. INTRODUCTION 
1 ... I am a member of the State Bar of California (1 973) and admitted to 

practice before the U.S. Patent and Trademark Office (1971). I make this 
declaration in support of petition under Rule 1.378(b). This declaration is based 
on my personal knowledge and rf called as a witness, I could and would testify 
competently to the facts set forth herein under oath. j ! 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE ; 

2, I earned a Bachelor of Science degree in Electrical Engineering ; 
from City College of the State University of New York in 1 965 and a Master of ; 
Science degree in Electrical Engineering from California State University at Long 
Beach in 1 969. I received a Juris Doctor degree cum laude from yvestem State 
University In 1973. , * 

3! i was admitted to practice before the United States Patent and 
; |T^demarik pfffce as a patent a^nt^nre. about Decern tier 1$71 . and I was ' T ? ; ' 
;assigrie!wregistration Bar of * b% ^ 

California in 1.973^ pyer my entire i^reer no disciplinary 1 action has been taken r ' 
against me by the United States Patent arid' Trademark Office, the State Bar of % \: 
California or any other agency or administrative body. 

4. . lam admitted to practice before the U.S. Supreme Court, the Court 
of Appeals for the Federal Circuit, the Ninth Circuit Court of Appeals, ail the U.S. 
District Courts of California and the Supreme Court of California. 

5. I began my legal career in 1973 and have more than 35 years of 
private practice experience in intellectual property matters including patent, 
trademark, copyright and unfair competition. I began my own private practice as 
a patent attorney in March 1 978, initially as a partner in a small firm and ibter as 
a sole practitioner in 1934. 

6. I have prepared and prosecuted over 800 U.S, patent applications. 
In addition, I have been lead trial counsel in numerous U.S. District Court trials 
involving patent validity and infringement and: served as a testifying patent law 
expert in federal district court litigation and arbitration proceedings. ■ ' 


i 
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7. I have an "AV Martlndale-Hubbell Peer Review rating. 
C. LAW PRACTICE MANAGEMENT 

8. I have two employees working full time as office staff. Janjs 
Foreman is my office manager. Ms. Foreman was hired in June; 1978 an<J has 
been continually employed by me since that time. In 1988 I hired Jodie Pyle as a 
typist. Jodie, now Mrs. Jodie Miller, has been continually employed by me since 
that time. i . ■ . = \\- 

! I { ? ' 

9. For at least the past twenty years. Ms. Foreman, as office manager, 
has been responsible for entering information into my patent and trademark 
docket and handling routine communications with clients and associates, fall 
under my direction and supervision. In addition, Ms. Forehan does the' |i ■ 
bookkeeping for my office including billing and tracking our acqounts receivable 
and accounts payable.. She also prepares the final version of documents ;to be 

filed in the U.S. Patent and Trademark Office. : . j " ' • 

teaching.lVt&^^Qreman bv^r the. : past three' decades.; Over the last thirty two ^-v.i^^- H^*>7? 
years of employment, 4 she, has become well-trained, in every aspect of the. *;" . - :- r ' * : ; * 
administration of my practice. However, despite her acumen, we. have always * : r ^^?»>:- : ." f - i ; 
maintained clear lines between her responsibilities as an employee and mine as 
a patent attorney. Her work is done under my supervision. She is not authorized 
to make any decision that could affect, diminish or be inimical in any wajf to a 
client's rights. Her actions in dealing with clients, the U.S. Patent and Trademark 
Office and with our foreign associates, must be based on my instructions that she 
receives by conferring with me. She is not to carry out such actions until $nd 
unless she first confers with me. Our office procedure is clear - all sut)Wtantive 
incoming communications are to be reviewed by me. • j 

11. I maintain a docketing system whereby Ms. Foreman receives all 
incoming correspondence and dockets relevant dates in our electronic docket. 
As. each due date in the docket is responded to Ms. Foreman has the 
responsibility for noting when the due date was met , 11 
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12. I maintain supervisory authority of the docket. I routinely check the 
docket to keep aware of upcoming deadlines. I also regularly confer withj Janis 

regarding matters coming up on the docket. Ms. Foreman also reviews the 

ii 

docket for upcoming due dates. Where appropriate, Ms, Foreman consults with 
me regarding matters entered into the docketing system. !_ i 

1 3* When Ms. Foreman is either sick or on vacation or otherwise . . 
unavailable, Jodie fills in. Jodie's responsibilities include, typing drafts of patent 
application^ and prosecution documents and preparing form letters to clients; 

14. Over the years of her employment in my office, Ms.';Forentan has 
been a loyal and devoted employee. Janis has normally handled Jier 
responsibilities in a professional and competent ma J ! !■ f 
D. CHRONOLOGY OF EVENTS IN THIS MATTER \ • [ I /. 

15. On or about Monday November 22, 2010 Ms, Foreman showed :me 
a table of patent-related matters of Atomic Aquatics that she had prepared at the 
request of iyr...pea^^ Atomic Aquatics : 

v ■ - has bee.n ah importarit cn !:;; - : 
; known Its principals, pean Garraffa: and Doug Tpthfpr more than twenty years. 

1 . • : •' 

16. I noticed that the table had a number of entries for Atomic Aquatics 
Issued U.S., Patents which indicated that they had become abandoned for failure 
to pay maintenance fees between 2005 and 2008. She informed me that she 
believed that these abandonments were known to the client's principals and were 
the . result of their lack of adequate funds or because the corresponding products 
had become obsolete. To the best of my knowledge, Ms. Foreman sent this 
table to Mr. Garraffa that day on Wednesday morning, November 24. On that 
same day I left Southern California for the four-day Thanksgiving weekend, 
arriving at my destination that evening. I checked my email and opened an email 
from Ms. Foreman stating that Mr. Garraffa had received the table and had called 
the office that day and expressed a desire to see me as soon as f returned from 
the Thanksgiving weekend. 
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1 7. ; When I returned to the office on Monday November 29, 201 0, Mr. 
Garraffa Was already waiting for me in the lobby talking to Ms. Foreman. He 
indicated a need to meet with me to speak to me about the contents of the table 
Ms. Foreman had sent to him. Mr. Garraffa then proceeded to explain that he 
and Mr. T6th were shocked to learn that several of their issued U.S. patents had 
apparently expired without their knowledge and that they needed to find out how 
it had happened and what could be done to remedy the situation. . I told him that I 
would investigate the various files involved and report to him as soon as : 
possible. , ; . j 

. [ 

18. Over the ensuing two days I had discussions with Ms. Foreman and 
I examined a number of the Atomic Aquatics patent files. I also spoke to Mr. 
Garraffa about a provisional application that was supposed to be followed by a 
corresponding non-provisional but hadn't been,, in Examining the file Jfround 

; vv :/•*;■ varioys instructions I had prepared for Ms. Foreman 'including a set of claims for 

- the ripp-provisipnali but no. evidence that*/lsfvForeman had c^nied out my ^ * 
instructions or that a non-provisional had been, prepared and filedy It became 
evident to me that Ms. Foreman had failed to do her work in regard to a number 
of Atomic Aquatics files including the file No. ATOMICr14 (Patent jsio. 6,761,163) 
for which this petition Is being filed. . !' i 

19. When I confronted her, she eventually admitted to rrie that she had 
lost control :of her tasks, particularly over a several year period between 2005 
and 2008 when she just couldn't keep up with the demands of the job and 
perform all of her duties in a timely manner. She revealed that she was too 
afraid and embarrassed to tell me about this behavior. I then reported to Mr. 
Garraffa and advised him that I. would immediately begin preparation ,of petitions 
to revive the Atomic Aquatics patents that had been lost as a result of Ms. 
Foreman's shocking and totally unexpected behavior. ■ \ 
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20, I arranged for Ms. Foreman to consult with a psychiatrist 
acquaintance so I could learn whether her problems were treatable and whether I 
could trust her work in the future, A Declaration Report of Dr Samuel Albert is 
enclosed herewith. 

21 Based upon Dr, Albert's Report and my own observations, I believe 
that Ms. Fbreman, as a result of overwork and stress beyond her limit, 
experienced a lengthy period of irrational behavior. During this period she simply 
didn't carry out all of her usual responsibilities including communicating with 
clients and paying patent Issue and maintenance fees including the following: file 
No. ATOMIC-14 for Patent No. 6,761,163 maintenance fees. Furthermore, Ms. 
Foreman; was afraid to admit her inadequacies and endanger her position which 
~ - ; had become such a predominant aspect ot her life. Consequently, she did all 
. ; : - she dbuiato h 1 : ;r 

'ji&fi Pursuant to the te of 28 U.S. C. §1746, 1 declare under penalty of 
: ; t y <v perjyryiuntfler the laws of the United States of America that the foregoing is true ! 
and correct. I further declare that ail statements made herein of my own 
knowledge! are true and that all statements made oh information a : nd belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both under, 18 U.S.C. §1001 and may jeopardize the; validity of the above^ 
captioned patent 
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I I, Janis Foreman, do hereby declare as follows: 

! A. INTRODUCTION 


1 . This declaration Is based on my personal knowledge and if called 
as a witness, I could and would testify competently to the facts set forth herein 
under oath. 

B. BACKGROUND AND PROFESSIONAL EXPERIENCE 


2. • I am the office manager for attorney Leonard Tachner. I was hired 
in June 1978 and have been continually employed by Mr Tachner since that 
time. 

3. Over the past thirty two years, I have received an extensive amount 
of training and instruction from Mr\ Tachner in all aspects of his practice. For the 
last approximately twenty years, I have been responsible for entering information 
into Mr. Tabhner's patent and trademark docket. I handle routine 
communications with clients and associates, ail under Mr. Tachner's direction 

. . ... and supervision. I.afso manage the bookkeeping; billing; iand tracking of Mr. * 
. ,.. ^ . * Tachner's accounts receivable and accounts payable: * I prepare the final version* 
I y ; of documents to be filed In the U.S. Patent and Trademark Office. 

. 4. i Our office procedures are clearly defined by Mr. Tachner. I receive 
all incoming correspondence and docket relevant dates in our electronic docket 
As each due date in the docket is responded to, I am responsible for noting in the 
electronic docket when the due date was met. 

5. Mr Tachner maintains supervisory authority of the docket and 
routinely checks it for accuracy and upcoming deadlines. Mr. Tachner regularly 
confers with: me regarding matters coming up on the docket, I review the docket 
daily for upcoming due dates and Mr. Tachner periodically reviews the docket for 
the same purpose. Where appropriate, I consult with Mr. Tachner regarding 
matters entered into the docketing system. 

6. In connection with preparing this declaration, I have reviewed 
correspondence, emails and other documents relating to this matter. Though I 
cannot explain or justify many of my actions described below, I have set forth in 
this declaration my true recollection of the events. 
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ion 


C. CHRONOLOGY OF EVENTS IN THIS MATTER 

7. On or about November 17, 2010, 1 received a phone call from Mr. 
Dean Garraffa of Atomic Aquatics. He asked me to prepare a tabular report 
showing the current status of all of their patent-related files in our office. 

8. In response to Mr. Garraffa's request, I spent the following two days 
carefully examining all of the patent-related files of Atomic Aquatics. I found that 
there were a number of issued patents that had expired for non-payment of 
maintenance fees that had been due to be paid since as early as 2005. I also 
found a pending design patent application that had become abandoned for failure 
to pay an issue fee and a provisional application that had been allowed to lapse 
without filing a corresponding non-provisional. 

9. I actually filled out the tabular report to reflect the true status of all 
of the Atomic Aquatic files, but I could not fully understand why there appeared to 
be numerous problems associated with these files, particularly in regard to the ' 
past isey^raf yeSrs: j My initial reaction was that the client had communicated : ' • 

- ; authpnzation^ withhold.such payments and filings because of their financial M * '- 1 

problems or product obsolescence, but I could not find any documents or other 1 
: evidence supporting these "feelings". In retrospect, I now realize that these were f r ' 
unsupported rationalizations that cover a period of several years during which i 
was functioning at less than my normal capabilities. 

10. I don't know precisely what may have affected my mental 

. performance during this period, but I do recall that I was under a great deal of 
pressure and stress due to my work load and that I was feeling continuously 
overwhelmed and unable to keep up. However, I was reluctant to tell Mr. 
Tachner of my concerns because I did not want to disappoint him after sq many 
years. 


1 1 . Upon discussing this matter with Mr. Tachner and Dr. Samuel 
Albert,, I now realize that it was a mistake to keep Mr. Tachner in the dark in 


regard to my sense of being overwhelmed and that I should have informed Mr. 


Tachner of my need for help. I also now realize the harm my actions have 
caused the client and Mr. Tachner. I am truly sorry. , 


2 
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Pursuant to the terms of 28 U.S.C. §1746, ! declare finder penalty of 
perjury under the laws of the United States of America that the foregoing is true 
and correct. I further declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true. The declaration made herein are made with the knowledge 
that willful false statements and the like are punishable by fine, imprisonment, or 
both undef 18 U.S.C. §1001 and may jeopardize the validity, of the above- 
captioned patent ; 
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CONFIDENTIAL 

Statement of Samuel H. Albert. M.D. 


I, Samuel H. Albert, M.D., am a practising Psychiatrist haying an office (n 
Fountain Valley, California. I have been a licensed physician in the State of California 
beginning July 1, 1969. I have been fn practice as a Psychiatrist since October 1, 1972 
and a board certified Psychiatrist since November 1978. 

In late November 2010 t was asked to render professional consultation as a 
psychiatric expert for the purpose of diagnosing a Ms. Janis Foreman, who is a legal 
secretary and;office manager for Attorney Leonard Tachner in Irving, California. 

I was presented wfth certain facts relating to Ms. Foreman's job role and 
apparent irrational behaviour over the past few years or so in regard to her performance 
of her duties at Mr. Tachner's office. As I understand these facts, Ms. Foreman has 
had for over thirty years working in the Tachner law firm, the responsibility for billing 
clients for professional services carried out by the Tachner firm, as well as 
communicating with vendors of outside services for the firm and its clients, and 
generally running the day to day activities of the firm according to established rules and 
instructions of Mr. Tachner. 

Besides; Ms. Foreman and Mr. Tachner, I am informed that there is another full 
time secretary yvho takes Instruction directly from Ms: Foreman and that from time to. 
time there are one or two additional part time employees, who may be brought In; to" \/ 
cany out certain maintenance-type activities such as library upkeep, filing, copying^ rrtail. 
preparation and the like. . s - 

As I understand their relationship, Mr. Tachner spends his time mostly doing 
legal work for tfne firm's clients and he depends heavily on Ms. Foreman to run the 
business aspects of the firm including billing, docketing, payroll and communicating with 
outside service providers. She also handles Mr. Tachner's document preparation and 
maintaining hisifiles which are quite numerous. Clearly from what I've learned, the 
Tachner law firm is a very busy firm and Ms, Foreman has a heavy workload with many 
varied and important responsibilities. ' 

I have had the opportunity to read Mr. Tachner's statement regarding Ms. 
Foreman's behaviour in relation to the client Atomic Aquatics. I have also read Ms. 
Foreman's statement pertaining to thbse matters. In addition, I have had a two hour 
interview with Ms. Foreman in which the participated voluntarily at the request of Mr. 
Tachner. 


1 


• t | ; 
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I do not consider Ms. Janis Foreman to be a patient of mine at this time because 
I have been asked to consult in the capacity of an expert with the Intent of 
communicating my diagnosis with the constraints of physician-patient privilege. I have 
made this special purpose of my participation in this matter clear to Ms. Foreman and 
she has acknowledged that she understands that she is not my patient and that I am 
not her physician. 

Based upon these facts communicated to me, my reading of the Tachner and 
Foreman statements and my interview with Ms. Foreman, I have formed a preliminary 
medical opinion as follows: 

Ms. Foreman's irrational behaviour is a result of her reaction to a temporary but 
continually increased work overload which became more than she could handle without 
any apparent way to vent the frustration, the worry and concern that's she increasingly 
felt as she feil;behind in her work. 

She correctly regards her most significant responsibility as control of cash flow 
by timely billing of clients and payments to vendors. In the period from early 2005 to : 
the end of 2007, she evidently became so busy that's she lost the ability to bill clients in 
a timely manner and pay the firm's obligations when they were due. 

>r She began feelioga sense of guilt for not being able to properly handle these 
irBSponsibiiities. She did not want to inform Mr. tachner of these problems because ; 
she did not want to have her position diminished or lose any esteem in the eyes of h6r. 1 
boss. She had no one else to tell of these difficulties and therefore no way to share ; 
these problems. After almost 30 years of being so capable and trustworthy, sh&eboitf * 
not bring herself to admit any inability to handle her responsibilities. She worried about 
her job, she worried about what Mr. Tachner would think of her, she spent more time 
concerned with her problems then with solving her problems. 

This type of destabilizing behaviour resulted in a spiralling down in her ability to 
think and act rationally. She began to do and say unreasonable and unrealistic things. 
She lost any sense of reality. She lost her sense of proportionality. Her goal became 
one of maintaining a sense of continuality and stability for Mr. Tachner even by 
misleading hinrvand making false statements to him and to others. Ms. Foreman was 
suffering form an acute psychotic breakdown brought on by rising pressures at her most 
important environment, her workplace where she had succeeded for decades. 
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If M$. Foreman were my patient I would propose that she undergo a program of 
therapy designed to give her a better sense of balance to handle such occasions of 
high levels of work pressure in a more motive and stable manner. I would prescribe an 
anti-depressant medication to address her symptoms of depression. Such medications 
include Prozac. Paxil, Zoloft, Lexapro, Wellbutrin and others. I would prescribe an anti- 
anxiety medication to address her symptoms of anxiety. Such medications include 
Librium, Ativan, KJonopin, Traoxene and others. 

I would suggest to her that she should help her employer adjust her office 
responsibilities to reduce her work load if possible. I believe that Ms. Foreman's illness 
is amenable to treatment. 

I declare under penalty of perjury that the foregoing is true and correct. 
Executed this j£3 day of December 2010 at Fountain Valley, California. 


By:. <: 


Samuel H. Albert, M.D. 
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The following information is appended so as to provide medical basis and reasoning for 
my conclusion: 

Assigned Duties and Work Load of Ms. Foreman: » 

Ms. Janis Foreman is a Caucasian female age 61, bom 4-26-1949. She has been an 
employee since June 19. 1 978 of Leonard Tachner, Esq. Ms, Foreman is the office 
manager. 

Ms- Foreman states that she is a Legal Secretary and is the Manager of the office 
Where she works. She describes her assigned duties as numerous, detailed and often 
overwhelming- 
She states, "I have a giant case load. I do many jobs." Among the long list of tasks for 
which she is responsible, she mentioned the following: 

TASKS RELATED TO THE LEGAL WORK OF THE OFFICE: 

1. Managing the foreign filing of patent information, 

2. Managing the United States filing of patent information, 

3. File patent application in the United States, 

. .5.. File United. States trademark applications, V ? V 

6. Obtain: required documents from the client and the United States ^ ; 
Patent Office, 

7. Obtains ; a United States copy of certified documents, 

8. Prepares and files Assignment documents in the United States and 
Worldwide, 

9. She does docketing of all the documents that enter the office, 

10. She sends out form letters, 

1 1 . Prepares and obtains Power of Attorneys from companies, 

12. She types all amendments and applications, 

13. She files- copyrights, 

14. She does filing, pulling and replacing files, 

15. She does drawing corrections and declarations. 'Til get the 
draftsman to come in and do new drawings". 

16. Oversee preparation of photocopying (me or Jodie), 

17. She does work related to the international Patent Cooperation Treaty 
(PCT). §he does work related to the PCT, an international treaty 
Involving nations that have signed the PCT agreement with the U.S.A., 

18. Letters take a great deal of time and each letter has to be placed in the 
file appropriate to the letter, 

1 9. From the'parerit ease there are often several other cases that come from 
the parent case, each having its own number, 

20. Oversight of the office docketing system, 
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21 . Typing of drafts of patent applications and prosecution documents. 

TfME PRESSURES often become extreme due to the following factors 

1 . Everything received by the office has a deadline of 30, 60 or 90 days, 

2. Often the inventor works for a company and then leaves the company. 


OVERWORK Of Ms. Foreman can be ascertained by examining these factors: 
The quantity of documents is massive. 

Locate a misplaced document might take several hours or days. 

Ms. Foreman often works 2 or 3 nights extra each week to 7-10 PM depending on what 

is going on in the office. 


Assigned office tasks not related to the legal work 

1. Ms. Foreman does the billing of clients for the Office, and the Dili 
•• paying. The attorney in the office signs the checks, 
•u. 2. . Pays bills. . . . . . : , ■ \ ■ 

3 . Bills clients. 
• 4: Bill clients for costs.- ■ > ' 

5. "I am responsible to obtain supplies for the office; I order or buy supplies 
• at Sam's Warehouse or Costco stores or stationary stores including soft 

drinks and bulk paper". 

6. She cleans the office on the weekends. 


HELP AND ASSISTANCE ARE PRAOVIDED BY ADDITIONAL EMPLOYEES IN THE 
OFFICE, TO A LIMITED DEGREE, 

The Secretary (Jodie) does help a bit •■ 


PAGE 17/18 ' RCVD AT 12i31/2010 3:50:56 PM [Eastern Standard Trnw] * SVR:USPTO-EFXRF-5/20 1 DN1S:2738300 ' CSID:W99552415 1 DURATION (mm-ss):05-02 


12/31/2010 12:50 FAX 94995 


Bst Available Copy rai 0 is 

[5 LAW OFFICE OF L TACffi^ 


CONFIDENTIAL 


Current psychiatric mental status evaluation: 

Caucasian Female appearing her stated age. Judgement intact for basic activities of 
daily life, but is revealed to be quite weak during the time of the events starting in early 
2005. She did think in a way that can only be described as psychotic at the time. She 
made extremely poor decisions, thought in unusual manners, believed events to be true 
that were in fact false, and acted upon these convictions rather than logic or the usual 
standing orders of her employer. 

Her mood is one of anxiety with an undercurrent of depression. Her daily life is usually 
non-eventful. She spends most of our evaluation session talking about the events 
which occurred while she was employed by the law firm of Leonard Tachner. She has 
many recollections of the events. Speech is grammatical most of the time. No stutter, 
stammer or lisp. Dress is casual, with cotton-wash pants arid a nondescript shirt. No 
jfewelry other than an inexpensive wristwatch. No symptoms to indicate disorientation, 
hallucinations, illusions, delusions, true phobias, obsessive thinking, compulsive or 
stereotypic movement inappropriate affect. Affect is congruent to speech and thought 
and Is appropriate mood. Psychological understanding and Insight is absent. 

Diagnosis: ; Major Depression, severe, with psychotic episodes. 
. Generalized; Anxiety Disorder . 

Very truly yours,.. . ; . , 



Samuel H. Albert, M.D. 
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DATE PRINTED 


08/11/08 


LEONARD TACHNER 

A PROFESSIONAL LAW CORPORATION 
SUITE 38-E 
17961 SKY PARK CIRCLE 
IRVINE CA 926H-636'* 

NOTICE OF PATENT EXPIRATION 

According to the records Of the U.S. Patent and Trademark Office (USPTO), payment of the 
maintenance fee for the patent(s) listed below has not been received timely prior to the 
end of the six-month grace period in accordance with 37 CFR 1.362(e). THE PATENT(S) 
LISTED BELOW HAS THEREFORE EXPIRED AS OF THE END OF THE GRACE PERIOD. 
35 U.S.G 4Kb). Notice of the expiration will be published in the USPTO Official Gazette . 

Expired patents may be reinstated in accordance with 37 CFR 1.378 if upon petition, the 
maintenance fee and the surcharge set forth in 37 CFR 1.20(i) are paid, AND the delay in 
payment of the maintenance fee is shown to the ; satisfaction of the Director to have been 
unavoidable or unintentional. 35 U.S.C 41(c)(1). 

If the Director accepts payment of the maintenance fee and surcharge upon petition under 
37 CFR 1.378, the patent shall be considered as not having expired but would be subject to 
the intervening rights and conditions set forth in 35 U.S.C. 41(c)(2). 

For instructions on filing a petition under 37 CFR 1.378 to reinstate an expired patent, customers 
should call the Office of Petitions Help Desk at 571-272-3282 or refer to the USPTO Web site at 
www.uspto^gov/web/offices/pac/dapp/petitionspractice.html. The USPTO also permits 
reinstatement under 37 CFR 1.378(c) by electronic: petition (e-petition) using EFS-Web; 
e-petitibns may be automatically granted if all the eligibility requirements are met For further 
information on filing an e-petition, please call the Electronic Business Center (EBC) at 
866-217-9197 (toll-freje) or 571-272-4100 or refer to the EBC's e-petition guide at 
www.uspto.gpv/ebc/p6rtal/efs/petition_quickstartpdf. 


PATENT 
NUMBER 


U.S. 

APPLICATION 
NUMBER' 


PATENT 
ISSUE DATE 


APPLICATION 
FILING DATE 


EXP I RAT I ON 
DATE 


ATTORNEY 
DOCKET NUMBER 


6761163 10347608 


07/13/04 


01/21/03 


07/13/08 ATOMIC-14 


NOTE: This notice was automatically generated based on the amount of time that elapsed since the 
date a patent was granted. It is possible that the patent term may have ended or been shortened due 
to a terminal disclaimer that was filed in the application. Also, for any patent that issued from an 
application filed on of after June 8, 1995 containing a specific reference to an earlier filed application 
or applications under 35 U.S.C. 120, 121, or 365(c), the patent term ends 20 years from the date on 
which the earliest such application was filed, unless the term was adjusted or extended under 
35 U.SwC 154 or 156. 
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